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I. INTRODUCTION TO PATENTS
A. Patents Generally – Patents are grants of rights creating a limited monopoly to encourage the production of inventions – processes, machines, and composition of matter.  The right is not to create or do something, but rather, the right to exclude others from doing so.

B. Constitutional and Federal Statutory Authority
1. U.S. Const. Article I, § 8, cl. 8 – [to] promote the Progress of Science and useful Arts by securing for limited Times to Authors and Inventors the exclusive right to their respective Writings and Discoveries.

2. The Federal Patent Statute: 35 U.S.C. et seq – Patent law is exclusively federal and thus states cannot have laws covering subject matter even relatively close to the patent statute.

C. Theory of Patent Law – A patent gives its owner exclusive rights in an invention.  It can be viewed as an agreement between the inventor and the public that in return for making and fully disclosing the invention to the public, the public grants the inventor the right to prevent others from making, using, selling, or offering to sell the invention in the Unite States or from importing into the United States for a limited period of time.
1. Purely Utilitarian Rationale based on Incentives – Inventions are public goods that are costly to make and difficult to control once they’re released.  Without patent protection, not enough incentive to invest in creating, developing, and marketing new products

2. Patents Create Incentives For…

i) Invention - Can spend resources and be protected

ii) Disclosure/Documentation - Increases public knowledge

iii) Commercialization - Incentives inventors to do something with their patents, i.e. they can sell their products without fear of infringement.  (need to commercialize to re-coup costs of R&D and patent prosecution)
iv) Investment in R&D

v) Design-Around - Encourage finding new ways/methods of accomplishing a goal; can’t use same method, must innovate.  This may be the most important incentive because it is often the second or third inventor is the one that gets it right / perfects it for public consumption.
3. Costs of Patents – Huge administrative costs; impedes follow up research, restrain innovation.
D. Structure of a Patent – Every patent is numbered for identification purposes.  It also includes the following…
1. Specification – The primary part of a patent is the specification.  It contains the description of the invention.
i) Front page – Includes title, inventor, publishing date, assignee (company that controls patent rights), application number, filing date, class numbers (each patent classified by technological area for ease of finding preemption), field of search (purposes of infringement suits and whether background search was insufficient), references cited, and examiners of the patent.

ii) Abstract – Summary of the invention written by the applicant (very strategic).   Should include key words (for visibility of others searchers), describe as vaguely and broadly as possible for maximum potential protection from copies/improvements, but as specific as necessary as to not encompass prior patents (and thus to invalidate your patent).

iii) Written Description – Textual description of the patent including four components…

a. Description of Technical Field

b. Background of the Invention 

c. Summary of the Invention

d. Detailed Description of the Invention

2. Drawings – The most illustrative drawing must be included on the title page.  Other drawings help in the description of the invention.

3. Claims – Claims are the textual description that form the basis for the patent grant and provide the boundaries of the invention.  They describe the invention’s structural elements (for a product claim) or steps (for a process claim) and the rest of the document supports them.  Claims are evaluated individually and the document does not succeed or fail based on one claim.

E. [image: image1.emf]The U.S. Patent System – There are two distinct phases of the U.S. Patent System…

1. Prosecution Phase (also called Examination; usually lasts about 2 yrs) – During this stage, the USPTO examines the patent for validity.  At the end of the stage, an “issued patent” is given to the inventor, which is required for enforcement.
2. Enforcement Phase – During the enforcement state, private actions (civil suits, enforced by each individual patentee), are litigated under federal law in any federal district court that has proper personal jurisdiction.  All appeals go to the Federal D.C. Circuit Court.

i) Forum Selection Choices – Forum selection is very important in patent enforcement.  Thus, patent enforcement actions should be filed in jurisdictions where there is a lot of relevant data, where there are judges who have experience in patents, in a region with an economy based on this type of invention (product) for jury selection purposes (i.e. either where there are plenty of engineers or none in jury pool).

a. District of Delaware – The most popular place to file is in the federal district of Delaware.  This is because it is a relatively small district with a limited amount of judges with a relative amount of expertise.

b. Eastern District of VA – So dubbed the “rocket docket,” many people like to file in EDVA as well because the short time does not allow for a lot of preparation time for the infringer.

ii) The Federal Circuit Court of Appeals – Unlike the regional circuit courts, the Federal Circuit has unlimited geographic jurisdiction nationwide with limited subject matter jurisdiction.  As such, the court enjoys exclusive jurisdiction over relating to patents as well as over cases in several other areas too.
a. Purpose – Consistent application of the law, achieved by eliminating the opportunity for forum-shopping would have a direct and salutary effect on industrial innovation and thereby on the nation’s technological strength and international competitiveness.

i. Reasoning – Circuit-splits are extremely costly; forces quicker development of jurisprudence to keep up with technological innovations; avoids forum shopping on the basis of substantive law

ii. Criticisms/Concerns – By reducing circuit splits, reduces ability of Supreme Court to keep an eye on development of incorrect law.  Also, DC Circuit has become overly-favorable to patent law (i.e. whenever patent law conflicted with other types, e.g. antitrust, the other law loses).

b. Judicial Discretion Unavoidable – The shaping of the patent law is to an exceptional degree in the hands of the judiciary, for in patent cases a relatively simple statutory law is applied to an extraordinary complexity of factual circumstances.

3. Timing – The system changed from 17 years after issue to 20 YEARS AFTER FILING to encourage people to do their patents correctly and to dissuade actions that would delay the patent leaving the USPTO.

F. Requirements for Patentability 
1. Five Requirements for Patents…
(1) FULL DISCLOSURE (§ 112)

(2) NOT SUBJECT TO A STATUTORY BAR (§ 102) – E.g.  Atomic Energy Act of 1954 excludes the patenting of inventions useful solely in the utilization of special nuclear material or atomic energy in an atomic weapon. 

(3) NOVELTY (§ 102) – An invention cannot be patented if: “(a) the invention was known or used by others in this country, or patented or described in a printed publication in this or a foreign country, before the invention thereof by the applicant for patent,” or “(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in this country more than one year prior to the application for patent in the United States”

(4) NONOBVIOUS (§ 103) – The subject matter sought to be patented must be sufficiently different from what has been used or described before that it may be said to be nonobvious to a person having ordinary skill in the area of technology related to the invention.

(5) WITHIN THE APPROPRIATE SUBJECT MATTER (§ 101)
2. Validity Analysis
i) Occurs twice…

a. Prosecution phase (by USPTO ‘Examiners’) – 

b. Enforcement phase – Defense to infringement (by Courts) … but, ‘presumption of validity’

ii) 50% Patents Eventually Declared Invalid – This is not to be completely unexpected, however, because only the marginal cases eventually end up in trial.

G. Patent Prosecution Basics: Key Points about Prosecution
1. Ex Parte Process – Secret until publication; there is nobody to argue with except for the examiner

2. Private/secret (for 24 months)

3. Procedures allow “continuing” applications

a. Around 90% of all applications eventually result in a patent

b. Internal procedural incentives to issue patents – Part of the pay of a patent examiner is how many patents are processed per month

4. Two-Stage Appeals

i) Board Patent Appeals and Interferences (Administrative Board)

ii) Federal Circuit (also: District DC + Fed. Cir.)

5. Reexamination (ex parte, inter-partes) – Patents can be re-examinable.  Done at the discretion of the patent office and is rarely accepted.
II. SUBJECT MATTER OF PATENTS

A. Subject Matter Test – In the language of the patent statute §101, any person who “invents or discovers any new and useful PROCESS, MACHINE, MANUFACTURE, or COMPOSITION OF MATTER, or any NEW AND USEFUL IMPROVEMENT thereof, may obtain a patent,” subject to the conditions and requirements of the law.  Interpretations of the statute by the courts have defined the limits of the field of subject matter that can be patented, thus it has been held that LAWS OF NATURE, PHYSICAL PHENOMENA, and ABSTRACT IDEAS are not patentable subject matter.  Similarly, a patent cannot be obtained upon a MERE IDEA or SUGGESTION.

B. Patentable Subject Matter
1. Process – A mode of treatment of certain materials to produce a given result.  It is an act, or series of acts, performed upon the subject matter to be transformed and reduced to a different state or thing.
2. Machine – A machine is an instrument that consists of parts or elements that are organized to cooperate, when set in motion, to produce a definite predetermined result.
3. Manufacture –  The production of articles for use from raw or prepared materials by giving those materials new forms, qualities, properties or combinations, whether by hand labor or by machinery.
4. Composition of Matter – The Supreme Court has defined compositions of matter as “all compositions of two or more substances and … all composite articles, whether they be the results of chemical union or of mechanical mixture, or whether they be gases, fluids, powders, or solids.”
C. UNpatentable Subject Matter
1. Products of Nature and/or Physical Phenomena – Naturally occurring articles may not be patented, even by the person who is the first to discover them in nature.  

i) Limitation: Changed in Significant Way – However, a naturally occurring article may become the subject of a patent if the applicant has changed it in a significant way, giving it characteristics that it would not develop naturally.  In that case, it has been transformed into a man-made article.

a. Genetically Engineered Live Matter – The Supreme Court rejected the idea that Congress intended to limit utility patents to inanimate matter because Congress intended to make utility patents available for “everything under the sun that is made by man.”  Thus, genetically engineered life forms that had characteristics that they would not have had in nature could be the subject of a utility patent.

Diamond v. Chakrabarty (1980) – Chakrabarty developed a new species of bacterium capable of metabolizing hydrocarbons in a manner unknown in naturally-occurring organisms.  The microorganisms showed great promise in the treatment of oil spills.  Chakrabarty applied for a patent.  PTO denied the application on the basis that the microorganisms were unpatentable products of nature.  Held: Live, man-made microorganisms may be patented.  A live, man-made microorganism is a non-naturally occurring composition and thus may be patented.  The fact that they are living/nonliving is irrelevant for purposes of patent law.  While it is true that naturally-occurring products may not be patented, a genetically-engineered microorganism is not naturally occurring.  

b. Purified Natural Substances – A natural substance taken from its original setting AND altered in any way – including purification – is a new entity and therefore patentable.

Parke-Davis & Co. v. H. K. Mulford Co. (1911) – Parke-Davis was the assignee of patents granted for adrenalin, a purified substance of significant medical use.  Mulford made a similar product and was sued for infringement.  Mulford claimed that the patent was invalid because it was only for a degree of purity and not for anew “composition of matter.”  Held: When a person extracts a product and changes it to make  it available for use, the product becomes a new thing commercially and therapeutically and is therefore patentable.  No product is patentable, however, if it merely separated by the patentee from is surrounding materials and remains unchanged.

c. Combinations of Naturally Occurring Substances – A combination of naturally-occurring substances is not inherently patentable.  Rather, such a combination is only patentable when the combination causes the substances to function in a way that they would not achieve separately.
2. Abstract Ideas & Laws of Nature – The Supreme Court has stated that laws of nature and abstract ideas may not in themselves be the subject matter of a patent. 
i) Rationale – There are two reasons for this rule.  First, a person does not create these things – they exist independently in nature and are discovered.  Second, granting exclusive rights in such basic building blocks of invention would pose an undue roadblock to further invention by others.
ii) Mathematical Algorithms – A mathematical algorithm (procedure for solving a type of math problem) is like a mathematical formula or law of nature and thus generally cannot be patented.  However, under some limited circumstances, mathematical algorithms are patentable.

a. Test for Patentability – Whether the applicant is claiming an algorithm in the abstract (which could constitute an unpatentable abstract idea) or whether the claim is for a useful application of an algorithm, which results in a “useful, concrete, and tangible result.”

Gottschalk v. Benson (1972) – Benson applied for a patent for an algorithm used to convert binary-coded decimal numbers to equivalent pure binary numbers on digital computers.  The mathematical procedures required by the algorithm could be done by any existing computer or by a person.  The PTO denied the claim.  Held: A mathematical algorithm transforming digital numbers into binary code is not patentable.  The claim is too abstract and therefore too broad, so that a wide range of activity would infringe on a patent of this scope. The mathematical formula involved here has no substantial practical application except in connection with a digital computer, which means that if the judgment below is affirmed, the patent would wholly preempt the mathematical formula and in practical effect would be a patent on the algorithm itself.

i. How is software patentable after Gottshalk? – After this case, to patent software it must do something useful. It must be tied to some sort of tangible application.

b. Business Models – Business models are patentable subject matter if they constitute a practical application of a mathematical algorithm, formula, or calculation that produces a useful, concrete and tangible result.  Patent not for algorithm, it is for the process of using the algorithm for the result.
State Street Bank & Trust v. Signature Financial Services (Fed Cir. 1998) – Signature owned a patent that covered the “Hub and Spoke” business method/data processing system It facilitated an investment structure whereby mutual funds (spokes) pool their assets in an investment portfolio (hub) organized as a partnership. State Street tried to license the system, but when negotiations broke down, they brought a declaratory judgment action claiming that the patent was invalid.  Held:  The claim stated patentable subject matter even though the invention was directed solely at crunching numbers.  The court reasoned: “the transformation of data, representing discrete dollar amounts, by a machine through a series of mathematical calculations into a final share price, constitutes a practical application of a mathematical algorithm…because it produces a useful concrete and tangible result – a final share price momentarily fixed for recording and reporting purposes.”
i. Rationale – The Court decided that business models like the “Hub-and-Spokes” method are patentable because (1) there has never been a per se rule against patenting business models; (2) this is not an abstract mathematical algorithm because it is tied to a specific process with a “useful, concrete and tangible result”

ii. Aftereffects – State Street opened the flood gates and many claims have come about directly because of the case including patenting derivatives, reverse auctions, accounting techniques, etc.

c. Rationalizing the Various Cases– Gottshalk & State Street Bank are difficult to rationalize.  One possible reason for the differing results is that times have changed and business models have been recognized as extremely valuable and important, thus deserving of protection.

3. Improvements or Derivative Uses – An inventor may patent an “improvement” of a product or process.  This ability, however, creates a situation where there may be multiple inventors claiming rights to an improved invention (i.e. I1 to underlying invention, I2 to improvement).  The conflicting “blocking patents” force the inventors to enter into an agreement to produce the improved invention free from infringement claims.  This illustrates technical nature patent rights: patent holder does not have the exclusive right to make, use, sell, offer, or import the invention.  Rather, he has the right to exclude others from doing those things.

III. UTILITY REQUIREMENT
A. Useful: The Requirement of “Utility” – 35 U.S.C. §101 authorizes patents for things that are “new and useful.”  The patent utility requirement is derived from this provision.
1. “Utility” Defined – Utility will be found when there is an IDENTIFIABLE, SPECIFIC BENEFIT for the invention or, in the case of a process, the product of the process.  Merely demonstrating that an invention may lead to further invention is not sufficient.  However, it is not necessary to demonstrate that the invention works better than alternative methods of accomplishing its particular goal or function.
i) Rationale – To give an inventor exclusive monopoly rights in a product without showing a specific benefit, one could prevent others from discovering any benefits of that product.  Also, there are substantial transaction costs associated with reviewing and granting useless patents. 
ii) Potential Cost of Utility Requirement – Some areas of science and technology that by their inherent nature are less predictable (e.g. bio-sciences).  The utility requirement will hurt those areas (and society) because these people will have to wait longer to patent.  This is because a researcher might be forced to choose between publishing the results from a study (and thereby contributing to the public realm of scientific knowledge) and keeping the results secrete (to preserve patent rights under the statutory bar).
2. Potential Value Insufficient – A process or product with no current known use, but which might prove useful in future scientific research, lacks the requisite utility needed for patentability.  Utility means that a process has an identifiable, specific benefit and not merely some potential for benefit.

Brenner v. Manson (1966) – Manson sought to patent a chemical process for synthesizing certain steroidal compounds.  Although these compounds were not in themselves beneficial, they were possibly useful in cancer research.  The PTO denied the application for lack of utility.  Mason appealed.  Held: The basis quid pro quo of patent law is that a monopoly is granted in exchange for a finished thing with substantial utility.  A product or process useful as the subject of research does not fit this requirement.  Further, to allow a monopoly on the research stage of innovation might well inhibit such innovation, in direct contravention to the purposes of patent law.  Here, the process in question is capable only of synthesizing products suitable for research, not useful in themselves.  The process is therefore not patentable.
3. Three Types of Utility

(1) General Utility – Centers on whether an invention is operable or capable of any use.  The inquiry here is whether the invention as claimed can really do anything (e.g. perpetual motion machine not allowed)

(2) Specific Utility – Whether the invention works to solve the problem it is designed to solve.  The focus here is on the operability of the invention to serve its intended purpose.

(3) Beneficial or Moral Utility – Whether the intended purpose of the invention has some minimum social benefit, or at least is not completely harmful or deleterious.  This is no longer a requirement because it invited dangerous value judgments.

Juicy-Whip v. Orange Bang – D patented a juice dispenser that tricks people into thinking that they’re drinking the juice from a viewable tank when really it’s in hidden tanks underneath the counter. Held: The Ct. said that trickery is not immoral so it’s OK.  The benefit of an invention need not be socially beneficial and an invention whose purpose is to deceive consumers may meet the utility requirement.  This effectively got rid of any “beneficial” or “moral” utility requirement for patents.

4. LOW Threshold Requirement – The utility requirement is not a high threshold.  Brenner is an atypical case and the general approach is to require only an assertion of “specific and substantial utility.”

IV. NOVELTY REQUIREMENT, STATUTORY BARS, AND PRIORITY
A. 35 U.S.C. § 102. – A person shall be entitled to a patent unless…
(a) Novelty – The invention was known or used by others in this country, or patented or described in a printed publication in this or a foreign country, before the invention thereof by the applicant for patent,

(b) Statutory Bars –  the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale in this country, more than one year prior to the date of the application for patent in the united states,

(c) --  (f) omitted

(g) Priority …

B. Novelty – The novelty requirement bars a patent for any invention publicly known on the date of invention.

1. Novelty Test – The applicant is not entitled to patent an invention that, on the inventor’s date of invention…

(1) Was KNOWN to the public or in PUBLIC USE in the UNITED STATES, 

OR 

(2) Had been PATENTED or PUBLISHED ANYWHERE, including foreign countries.

2. Prior Public Use: Ordinary Commercial Use is Sufficient – The public use of a product in the United States anticipates the claim and makes the invention unpatentable.  Public use outside the United States, however, is not anticipation.  A use need not be obvious or even accessible to the public to qualify as public use.  Rather, an ordinary commercial use of the invention (i.e. no steps taken to hide the invention) is sufficient.

Rosaire v. National Lead Co. (1955) – Rosaire claimed to have invented a new method for oil prospecting and held two patents on which National Lead had allegedly infringed.  NL claimed that the patents were invalid because the process had been known and used by Teplitz for Gulf Oil prior to the date that Rosaire first conceived of the invention.  Rosaire claimed that the work of Teplitz was an unsuccessful experiment which was not published or patented and therefore did not give the public the benefit of the experimental work.  Held: An invention is not patentable if it was known or used by others before the patentee’s invention.  When the invention is used openly in the ordinary course of business, then the public use is satisfied for novelty purposes.  The work was done openly and in the ordinary course of the activities of Gulf Oil and therefore no further affirmative act (i.e. publication or patent) was necessary to bring the work to the attention of the public at large.

i) Secret Use – Secret use by an inventor constitutes a public use.  However, secret use by a third party not controlled by the inventor, even if commercial, does not count as public use.  This is b/c when a patentee uses an invention secretly and sells its derivative goods, the patentee is presumably trying to extend his monopoly term.  If a third party secretly uses the invention, any monopoly is not extended
W.L. Gore & Assocs v. Garlock (Fed. Cir. 1983) – The machine that made Gortex was secret.  However, its products were sold on the open market.  Accordingly, the court found that this did not constitute secret use (i.e. public use = patent denied) When a patentee uses an invention secretly and sells its derivative goods, the patentee is presumably trying to extend his monopoly term.

3. Prior Publication: Reasonably Accessible to a PHOSITA – Prior publication encompasses any medium in any country that makes prior art publicly accessible.  It need not be widespread and includes foreign patents or esoteric journals if they are reasonably accessible to one ordinarily skilled in the art (PHOSITA) and enables one to make and use the invention.
4. Accidental Invention Does NOT Anticipate – Accidental anticipation does not serve to invalidate a patent.  Where an accidental producer was not aware of the product and did not attempt to produce it, the first accidental production does not bar another inventor’s patent on the invention of the product.  This is because courts want to award patent rights to those people who understand and truly convey the benefits on society.

C. Statutory Bars (Loss of Rights) – The statutory bars in §102(b) are a time limit linked to the date of the filing of the patent application.  §102(b) says that once the invention becomes public knowledge, the inventor has one year to file a patent application.  Thus, the critical date is the date of application minus one year.

1. Statutory Bar Test – The patent must be denied if the invention was…
(1) PATENTED or DESCRIBED in a PRINTED PUBLICATION in this or a foreign country or in 
OR 

(2) In PUBLIC USE or ON SALE in this country, 
…more than one year prior to the date of the application for patent in the United States
2. Rationale – The statutory bars give inventors a strong incentive to file patent applications promptly.  Once an invention has been in unrestricted public use and knowledge, others may have a reliance interest, and the statutory bars limit the effects of this reliance. The rule also prevents an inventor from delaying an application with the hopes of effectively gaining a longer period of protection.

3. Patent or Publication: Accessible to PHOISTA – The one year period begins if the invention is patented or otherwise published anywhere in the world.  Even a foreign patent or an esoteric journal may start the clock ticking as long as the reference is accessible to one skilled in the relevant art.

i) Timing of Publication – A publication becomes “public” as of the date it becomes accessible to at least one member of the general public.  Thus, an academic publication has an effective date as prior art when it becomes cataloged in a library because it is theoretically available to anyone who was truly interested.

In re Hall (Fed. Cir. 1986) – Hall’s application for a patent was rejected because a doctoral thesis was available as a “printed publication” more than one year prior to the application.  Hall appealed claiming that there was no evidence that the dissertation was properly indexed in the library catalog prior to the critical date and that, even if it were, the presences of a single catalogued thesis in one university library does not constitute sufficient accessibility of the publication’s teachings to those interested in the art exercising reasonable diligence.  Held: Once an invention is in the public domain, it is not longer patentable.  The dissertation had an effective date as prior art when it was cataloged in the library because it was theoretically available to anyone who was truly interested (i.e. PHOSITA). Competent evidence of the general library practice may be relied upon to establish an approximate time when a thesis becomes accessible.

4. Public Use: Single Use With No Limitations– An invention is in “public use” if a person uses the completed, operative invention in the way the invention was intended to be used and under no limitation, restriction, or obligation to keep the invention secret.  Even one use will be sufficient.

i) Open Public View is Irrelevant – Inventions that by their nature are only capable of being used where they cannot be seen are considered to be used “in public” if the inventor allows them to be used without any restrictions. It is irrelevant whether or the use was open to public view.

Egbert v. Lippmann (1881) – In 1855, Barnes gave a set of corset-springs he had created to his girlfriend (Egbert) who had complained that hers were always breaking.  She wore these springs for many years.  In 1886, after the principle of his design had become the standard in the industry, Barnes applied for a patent.  Lippmann denied any infringement claiming that the patented invention had, with the consent of Barnes, been publicly used for more than two years prior to his application for the patent.  Held: If an inventor, having made his device, gives or sells it to another, to be used by the donee or vendee, without limitation or restriction, or injunction of secrecy, and it is so used, such use is public even though the use and knowledge of the use may be confined to one person.  

ii) Exceptions: Personal and Experimental Uses – An inventor’s private, personal use of his invention or a third person’s use which is primarily experimental in purpose will not trigger the running of the statutory period either.  However, the primary purpose the use must be experimental – to test the invention from a technological standpoint – rather than to test or develop a market.

City of Elizabeth v. Pavement Company (1877) – Nicholson had obtained a patent for the process of constructing a wooden pavement and claimed that the City of Elizabeth had infringed.  CE claimed that the invention had been in public use, with his consent and allowance, for six years on an avenue in Boston before he applied for a patent and contended that this use constituted an abandonment of the pretended invention.  Nicholson claimed that the pavement in Boston was 75 feet and constructed to ascertain its durability, and therefore did not constitute abandonment.  Held: The experimental use of an invention by the inventor himself, or by any person under his direction, has never been regarded as a public use.  Nicholson merely intended the pavement as an experiment, to test its usefulness and durability.  So long as he did not voluntarily allow others to make it or use it, and so long as it was not on sale for general use, he kept the invention under his control and did not lose rights to patent.

a. Factors Relevant in Proving Experimentation
i. Whether the experiment was for the benefit of the inventor or the user?

ii. Whether the features tested are part of actual invention or concern marketing or sales strategies?

iii. Whether inventor acted like he was conducting a scientific test: did he keep strict control over third parties’ use of the invention, restricting and monitoring the actions, imposing confidentiality requirements, systematically collecting the results of the use, and taking back invention after?

5. On Sale – The inventor also loses rights to patent if the invention is on sale in the United States more than one year before the inventor files a patent application.  Two conditions are necessary for the inventor to qualify as “on sale”: (1) the invention must be the subject of a commercial offer of sale (this does not include licensing), and (2) the invention must be ready for patenting, meaning that the inventor had reduced it to practice or sufficiently described it to do so (i.e. drawings and descriptions sufficient to enable).

D. Priority – The U.S. rule (first to invent takes priority) differs from almost all other jurisdictions, which grant the patent to the first to file a patent application.  The first-to-file rule of other countries has advantage of clarity and administrative ease.  However, the first-to-invent system encourages high-quality inventions rather than forcing inventors to rush to PTO.

1. Priority Test – The first inventor to reduce his invention to practice (either actually – by making and testing the invention – or constructively – by filing a patent application) has priority on the patent, unless…
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(1) Inventor “ABANDONED, SUPPRESSED, OR CONCEALED” the invention, either affirmatively or by simply delaying for an unreasonable period of time

OR
(2) The other inventor CONCEIVED the invention (and proceeded with REASONABLE DILIGENCE) before the competing inventor had conceived the invention.  Procession for reduction to practice must have begun before the competing inventor’s conception and must not have been spurred on by the subsequent conception.
2. Reasonable Diligence – Reasonable diligence in reducing an invention to practice requires that the inventor continually apply himself to reducing the conceive invention to actual or constructive practice.  Gaps in time in which no effort is expended toward reduction to practice will be excused only if they are reasonable (e.g. illness or poverty).  Delays due to an inventor’s efforts to commercially develop or exploit the invention or due to his doubts about the value of the invention generally are not excused.

i) Commercial Activities NOT Reasonable – Delays in caused by an inventor’s commercial efforts to refine an invention to the most marketable and profitable form are not sufficient causes for inactivity

Griffith v. Kanamaru (Fed. Cir. 1987) – Griffith, a professor, applied for a patent on a compound after a significant delay from inception to reduction.  He claimed that the delay was justified because he had to secure outside funding for the project as required by Cornell and he was waiting for a graduate student to matriculate.  Held: When evaluating excuses for inactivity in reduction to practice, courts may consider reasonable everyday problems and limitations encountered by the inventor.  However, Griffith’s excuse sounded more in the nature of commercial development, which is not accepted as an excuse for delay.  Delays in caused by an inventor’s efforts to refine an invention to the most marketable and profitable form are not sufficient causes for inactivity.  Waiting for outside funding or for the new semester to begin are not sufficient excuses.
V. NONOBVIOUSNESSNESS REQUIRMENT
A. Nonobviousness – The nonobviousness standard is set forth in §103 of the Patent Act.  It provides that an invention is not patentable if it would have been obvious to a person having ordinary skill in the pertinent art as it existed when the invention was made.  Obviousness is a question of LAW and is determined by a JUDGE.
1. Elements of Nonobviousness - A patent may not be granted though an invention is not identically disclosed or described, if the differences between the subject matter to be patented and the prior art are such that…

(1) The subject matter as a whole would have been OBVIOUS …

(2) At the TIME THE INVENTION WAS MADE …

(3) To a PERSON HAVING ORDINARY SKILL IN THE ART to which said subject matter pertains.

2. Policy Rationale – The patent holder has the right to exclude others from making, using, offering to sell, selling, or importing her invention.  In return for such strong protection, an inventor must meet the high burden of nonobviousness.  This will encourage real, significant, and substantial inventions rather than allowing inventors to obtain monopoly rights for mere trivial changes on preexisting inventions.  This, presumably, will also reduce the administrative costs of the PTO as well from dealing with useless patents.
B. Nonobviousness Test – Obviousness analysis requires three factual considerations…

(1) Determine the SCOPE AND CONTENT of the PRIOR ART…
(2) Ascertain the DIFFERENCES between the prior art and the claims at issue…
(3) Resolve the LEVEL OF ORDINARY SKILL in the pertinent art
…the obviousness or nonobviousness of the subject matter is determined by looking to those three determinations and other secondary considerations (See Test Below…)
Graham v. John Deere Co. (1966) – Graham submitted for patenting a plow chisel that, because of its flexible nature, had certain advantages when used in certain rocky types of soil.  The PTO denied the application, finding the design a mere extension of the state of the art, and an obvious improvement on existing technology.  Held: The patent for the improvement was invalid.  A device which is an extension of the state of art for that type of device is not patentable.  § 103 mandates nonpatentability in the case of designs which would be obvious to a person having ordinary skill in the field related to the design in question.  A higher level of ingenuity is required than the ordinary skill found in the field and the work must be the product of an “inventor” rather than a “mechanic.”  Here, the PTO found that the chisel in question did not represent a leap forward in design technology but rather was a logical improvement in design which could have been designed by anyone skilled in the field.

C. Scope and Content of the Prior Art – Courts look to the categories of prior art identified and used in §102 (i.e. novelty and statutory bars) to determine the scope and content of the prior art existing at the time of the invention.  Only prior art that is “reasonably pertinent’ to the invention, however, is considered under §103.

D. Differences Between Prior Art and Claims – Differences between prior art and the new invention may be…
1. New Elements – An invention may contain elements that do not appear in the prior art.  The obviousness question is whether adding these elements would have been obvious to a person skilled in the relevant art.  

2. Combining References – All of the elements of the claimed invention may already exist in the prior art, but they may not all appear in a single reference.  The obviousness question is whether it was obvious to combine the references to solve the particular problem the inventor was working on.  

i) Problem with Combining References Analysis – Under § 102 (novelty, etc), to be invalid, each element of a claim must be found in the same reference or prior art.   Under § 103, however, multiple references can be combined to determine whether all the elements are identified somewhere else. The danger in allowing this to render a claim invalid is that if one is given enough references, everything seems obvious.
ii) Test for Obviousness (Invalidity) Under Combined References – Regardless of the sophistication of the in the level of skill in the art, for subject matter to be deemed obvious in view of a combination of prior art references…

(1) There needed to be a TEACHING, SUGGESTION, or MOTIVATION to combine the references
AND
(2) There needed to be a REASONABLE EXPECTATION of SUCCESS in the combinations.
In re Vaeck (Fed. Cir. 1991) – The claimed invention involved the use of genetic engineering techniques for producing proteins that were toxic to larvae of mosquitoes and black flies.  The claims were rejected by the PTO because it would have been obvious to one of ordinary skill in the art to substitute the genes to obtain the larger quantities of protein.  The PTO concluded that this substitution was suggested by secondary references in earlier patents.  Held: No violation.  The proper test for examining nonobviousness is to see 1) whether the prior art would have suggested to those of ordinary skill in the art that they should make claimed invention and 2) whether the prior art would also have revealed that in so making the invention, the inventor had a reasonable expectation of success. Prior art must explicitly suggest the substitution that is the difference between a claimed invention and the prior art to those of ordinary skill in the art in order for the claimed subject matter to be rejected under § 103.  The prior art should also contain evidence that such a substitution would be successful.  Here, the prior art offers no suggestion, explicit or implicit, of the substitution that is the difference between the claimed invention and the prior art.
In re Dembiczak (Fed. Cir. 1999) – Involved “pumpkin” trash bags.  The invention is a large trash bag of orange plastic decorated to resemble a jack-o-lantern.  The application was rejected on the basis that it was “obvious” since other books, patents, and art had instructed the public on how to create very similar or exactly the same pumpkin bags.  Held: No violation.  PTO cannot reject a patent on obviousness grounds without demonstrating clear and particular evidence of such obviousness.  This requires a rigorous application of a showing of the teaching or motivation to combine prior art references.  Here, PTO did not make specific findings that there was a suggestion, teaching, or motivation to combine the prior art references cited. Trash bags made to look like giant pumpkins are not obvious from the prior art (handbooks for elementary teacher arts and crafts and methods of tying up bags). They may seem obvious when you see them, but the invention has to be obvious BEFORE it is invented, not after.

E. The Obviousness Determination – The question of obviousness is a question of LAW, and thus JUDGES, not juries, make the obviousness determination.  

1. Obviousness Test – The governing test for obviousness is whether …

(1) The prior art would have SUGGESTED to someone of ORDINARY SKILL IN THE ART that they should MAKE the claimed composition or device, or CARRY OUT the claimed process 

AND
(2) Would have a REASONABLE LIKELIHOOD of SUCCESS, viewed in the light of the prior art.

2. Secondary Considerations – After considering the technical aspects of an invention, courts can also look at various economic and motivational issues underlying the invention, called “secondary considerations.”  These “secondary considerations” include…

i) Commercial Success – If buyers choose one product over others, reason may be that the seller invented something that ordinary sellers would not have invented.  However, courts are extremely skeptical about this factor because the link is pretty weak.  There needs to be proof of a nexus between the commercial success and the invention.

ii) Long-felt but Unsolved Need & Failure of Others – If a need presented itself but was not solved, the inference is that the solution was not obviousness.  These are two of the most important secondary considerations.

iii) Copying – This is a pretty weak indicator because it is not clear that any level of copying has anything to do with the level of innovation in an invention.

iv) Unexpected Results or Properties of Claimed Invention – If the results were unexpected, the invention was likely not obvious.

v) Prior Skepticism & Subsequent Praise of Experts – When experts in the field did not predict or anticipate a solution, or later view the invention with high praise, the solution likely was not obvious.  This is a good indicator of obviousness, but it is often difficult to measure.

vi) Licensing and Acquiescence by Others – If competitors licensed the patent rather than attempting to solve the problem themselves, it suggests that the solution was not obvious to them.  However, this is often viewed as a weak indicator because licensing is often cheaper than litigating a patent infringement case.

vii) Adoption by the Industry – If the industry as a whole adopts the invention as the industry standard, it signifies that it was better and different than others.

F. Software and Business Models – Software and business model patents present special difficulties to the PTO, so a lot of invalid patents are ultimately issued. 

1. Problem – Examiners have a difficult time identifying/using the prior art because…

i) Lack of Skilled Patent Examiners – Software has only been patentable since the mid-90s, so there aren’t as many skilled software examiners as the PTO needs. Thus, a lot of the examinations were done by examiners not qualified in the field

ii) Classification System – The PTO’s classification system is not equipped to handle software patents, so they tend to be classified according to the field in which the software will ultimately be used, rather than according to the nature of the software invention, which makes it harder for patent examiners to ID the relevant prior art.

iii) Lack of Prior Art – There is less prior art available than in other fields.

2. Vague Patent Claims – If patent claims are so lacking in detail that a prior patent specification seems to suggest the claims, even if the resulting invention is actually different, the invention was obvious and invalid.
Lockwood v. American Airlines (Fed. Cir. 1997) – Lockwood owned patents which related to automated interactive sales terminals that provided sales presentations to customers and allowed customers to order goods and services. Lockwood sued American Airlines, saying that their SABREvision airline reservations infringed its patents. Lockwood appealed, claiming that SABRE can’t be prior art b/c critical aspects of the SABRE system were not available to the public.  Held: If a device was known or used by others, or if it was in public use, in this country more than one year before the date of application, then it qualifies as prior use, even if that use is not enough to enable another to duplicate the system. This means that if software is in use, even if someone else can’t figure out HOW it works, or see the source code, it counts as prior art. 

3. Substantially Similar Business Models

Amazon.com v. Barnesandnoble.com (Fed. Cir. 2001) – Amazon had a patent on its one-click ordering software, a business method patent that allows buyers to purchase items online using only one click. B&N sets up a similar “express lane” system. Amazon got a preliminary injunction right at Christmas time. B&N appealed, questioning the validity of Amazon’s patent and claiming that their express lane didn’t infringe.  Held: Amazon’s patent is likely not valid, and so Amazon should not have gotten an injunction. The prior art references, especially the CompuServe Trend reference (a pre-Web program that allowed users to purchase stock charts with one click), make Amazon’s One Click method obvious because the differences are only negligible.
VI. DISCLOSURE REQUIREMENTS
A. Disclosure Generally – Under §112 of the Patent Act, patentees are required to fully disclose their invention to the public as the price of obtaining a patent.  Failure to make that disclosure results in a denial of a patent.

1. 35 U.S.C. § 112: Specification Requirements – The specification shall contain…
(1) A WRITTEN DESCRIPTION of the invention, and …

(2) [A description] of the manner and process of making and using it, in such full, clear, concise, and exact terms as to ENABLE any person skilled in the art to which it pertains, or with which it is most nearly connected, to make and use the same, and …

(3) Shall set forth the BEST MODE contemplated by the inventor of carrying out his invention.

B. Written Description Requirement – A patent application must contain a written description of the invention in clear, concise, and exact terms.  By describing the invention in requisite detail, the inventor shows that he in fact succeeded in inventing the claimed invention.  This requires EITHER a description of the invention OR proof of possession of the invention.

1. Satisfying the Requirement – The written description requirement can be met in several ways….

i) Actual Reduction to Practice – The applicant can describe the actual reduction to practice (i.e. if the inventor made the invention, he can describe it).

ii) Proof of Possession – Even if the inventor has not actually made the invention, however, he can still meet the requirement by showing that he possesses of the claimed invention in words, drawings, sufficiently detailed formulas, or other ways to convey information. 

iii) Deposit – With biological matter, applicants can deposit a sample in a publicly accessible repository.

2. Benefits – One possible benefit of the written description requirement is to preclude patent owners from later claiming something they didn’t think of at the time they filed their applications. Wagner also claims that this has been used as a tool by the courts to get rid of any patent they want to fail.
3. Written Description LIMITS the SCOPE of the CLAIMS – The written description limits the scope of the claims.  If it is shown that something in the written description is integral to the invention, the claims are then limited to that description.

Gentry Gallery v. Berkline (Fed. Cir. 1998) – P (Gentry) owned a patent to a sectional sofa in which two independent reclining seats face in the same direction.  P field suit alleging that D (Berkline) infringed its patent by manufacturing and selling sofas having two recliners facing in the same direction. D argued that because the patent only described the sofas having controls on the console, the claimed consoles were not described within the meaning of § 112.  Held:  No infringement.  Patent claims may be no broader than the supporting disclosure and, thus, a narrow disclosure will limit claim breadth.  Here, the original disclosure clearly identifies the console as the only possible location for the controls.  Claims may be no broader than the supporting disclosure, and thus, a narrow disclosure will limit claim breadth.  The claims are so limited here.

i) Exception: Variations – A patentee can claim more broadly than disclosed in the written description as long as people of ordinary skill in the art are fully enabled to make all variations of the description. It is only when a patent shows in its written description that something is crucial or essential to the invention that the claims are limited.

Ex: If an inventor knows that a whole class of plants will work for his invention, he doesn’t have to describe every plant in the class, as long as he describes the theory of why all the plants will work.  

ii) Takeaway: Broad Enough to Enable but Limited Enough to Maintain Protection – An inventor should limit the disclosure in a patent application because if it is too specific, this will actually serve to limit the protection of the patent.

C. Enablement Requirement – The applicant must disclose to the public how to MAKE and USE the invention.  The application must describe the manner and process of making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains to make and use the same.
1. Must Enable PHOSITA Without Undue Experimentation – Enablement does not require an applicant to provide every possible piece of information necessary for any person to make and use the invention.  Rather, the description must only enable one skilled in the art to do so “without undue experimentation.”
2. Rationale – First, like the utility requirement, it bars inoperable inventions from patent protection.  Second, the enablement requirement also guards against overly broad claims.  Finally, it serves the disclosure role of patent law by forcing the inventor to release sufficient information to allow others to make and use invention.

i) “Core” of the Patent Bargain – By sufficiently describing something to the point of enablement, this fulfills the bargain with society in that society gets the benefit of the invention in exchange for protection

3. Must Disclose With Specificity; Vague Patents are Void – A description must enable readers of the patent to make and use the full scope of the invention.  If a description is so vague and uncertain that no one can tell, except by independent experiments, how to construct the patented device, the patent is void.  A patent must state with specificity the composition of the materials to be mixed together and their relative proportions to produce the result intended.

i) Broad Categories of Materials – Stating a broad category of materials is not sufficient b/c it doesn’t allow another person to replicate the inventor’s results.  However, if a patent explains why all of the members of a category are equally effective, the enablement requirement will be likely held sufficed.

The Incandescent Lamp Patent (1895) – Electric Light Company (M&S) filed suit against McKeesport to recover damages for the infringement of a patent for an electronic light.  P’s patent claimed “all fibrous or textile material.”  Held: Court found no infringement.  If a description is so vague and uncertain that no one can tell, except by independent experiments, how to construct the patented device, the patent is void.  The purpose of this requirement is to apprise the public of what the patentee claims to hold a patent to.  Thus, when a specification only gives the names of the substances used without stating the relative proportions, the court must declare the patent void.  B/c the patent stated “fibrous or textile material” but the actual use only concerned certain specific types of wood, the patent was not sufficiently disclosed.
D. Best Mode Requirement – § 112 also mandates that the patent disclose the “best mode” of carrying out the invention contemplated by the inventor (relating to the quality or nature of the invention; not relating to the production of the invention, e.g. how to make it cheaply).  This “best mode” requirement is designed to prevent a patentee from holding back knowledge from the public, in effect maintaining part of the invention as a trade secret while protecting the whole under patent law.

1. Balancing Societal Interests – Best mode requirement is described as a statutory bargained-for-exchange by which a patentee obtains the right to exclude others from practicing the claimed invention for a certain time period, and the public receives knowledge of the preferred embodiments for practicing the claimed invention.

2. Two Components…

i) Subjective Inquiry: Did the Inventor Have a Best Mode? – It must be established whether, at the time the inventor filed his patent application, he knew of a mode of practicing the invention that he considered to be better than any other.  This is an entirely subjective inquiry, turning on the inventor’s belief in the existence of a best mode.   If the inventor had no preferred way, there cannot be a best mode violation

ii) Objective Inquiry: If Yes, Was the Best Mode Sufficiently Described? – If the inventor did contemplate a preferred mode, the second issue is whether he disclosed the preferred mode adequately to enable one with ordinary skill in the art to practice the best mode of the invention. Assessing the adequacy of the disclosure is largely an objective inquiry that depends upon the level of skill in the art.  Since adequacy of disclose is measured by what a person skilled in the art would know or understand, it is not necessary for the inventor to explain things that such persons should already know.

VII. CLAIM INTERPRETATION
A. Claims Generally – The claims are the heart of a patent, and §122 provides that “the specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject matter which the applicant regards as his invention.”
1. Importance of Claims – The claims define the scope of the patent.  In this role, they also define the scope of disclosure, the relationship to prior art, and the scope of the right to exclude.  The big challenge of patent law is using language to define technology
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Claim Interpretation – Claim interpretation is often a necessary part of an infringement analysis or any issues that involve defining the scope of the claims, such as determining whether prior art anticipated the invention.  Claim interpretation is thus implicated in validity, infringement, and patentability analyses.

1. Claim construction is a “Mongrel Practice” – The Court has used this analogy because claim construction is a question of law by definition, but there are factual determinations that need to be made as well.

2. Allocation of Authority – Claim construction is an issue of LAW for the JUDGE (Markman v Westview (1996))

i) Rationale – There is no jury trial right under the 7th Amendment for patent cases (i.e. at the time of the founding).  Furthermore, as a functional matter, judges are in a better position to interpret claims and the Court wanted to allocate the authority to the judge to increase uniformity.

ii) Implications – Attorneys would learn about what judges expect in patents and how they would interpret them.  Additionally, the Court understood that the Federal Circuit would have to review all the cases and they wanted it reviewed de novo (full standard of review).  This will enable the Federal Circuit to build a body of case law and methodology that will make relatively consistent decisions.

3. Timing – Often, a trial court will conduct a “Markman hearing” before a case is actually litigated which will lead to summary judgment.  However, there is nothing in the law mandating this.  Other courts wait until the end of the case to allow the judge to learn as much about the case as possible before interpreting the claims.

4. De Novo Standard of Review –The Federal Circuit determined that claim construction is an issue of law that deserves de novo review (Cybor v. FAS Techs (1998)).  This standard of review has resulted in a ~40-50% reversal rate of district court claim constructions.  

i) Implications – This high reversal rate may not be “bad” per se, however, because claim construction involves difficult, dispositive, and fiercely litigated issues.  Furthermore, only the tough cases go to trial; i.e. the cases in which the parties cannot determine whether it is better to settle or not. Regardless, though, this high reversal rate has created the trend that almost 100% of district court claim constructions are appealed to the Federal Circuit.  

ii) Interlocutory Appeals NEVER Accepted – Interlocutory appeals are the means by which federal district courts can certify a specific question of law to the circuit courts.  The Federal Circuit, however, has never accepted an interlocutory appeal concerning claim construction.  

iii) Quick Summary Judgment Rulings – This refusal has encouraged district courts to enter ridiculous summary judgment rulings to quickly send the case to the Federal Circuit.
C. Interpretive Canons – The following are GENERAL RULES courts apply when interpreting claims…
1. Can’t read a limitation into a claim from the written description

2. Can look to the written description to define a term already in a claim limitation

3. Claim differentiation:  should interpret parts so they don’t contradict  - internal consistency

4. Breadth

i. Claim should be interpreted to preserve its validity (over prior art, etc)

ii. If there are 2 viable alternative interpretations, then the narrower one should apply

5. When a patentee is his own lexicographer, his definition is the one used.

6. When a claim term is vague, a meaning other than the plain meaning may be used

7. Construction of a claim that would render another claim in the patent redundant is to be avoided.

8. A claim should be interpreted so as to preserve its validity

9. If a claim is subject to two viable alternative interpretations, the narrower one should apply

10. Claims must be read as part of the specification (i.e. in context)

D. Interpretive Sources – The following are VARIOUS SOURCES used by courts when interpreting claims…
1. Claim Language (Plain Meaning) 

2. Written Description 

3. Drawings

4. Prosecution History – To determine what interpretations were already denied

5. Inventory’s Testimony – Irrelevant b/c patent is for public notice; subjective intentions are irrelevant

6. Expert Testimony

7. Related References; Dictionaries

E. Dueling Approaches to Claim Interpretation – The Federal Circuit Court of Appeals has traditionally followed two dueling approaches to claim interpretation…

1. Procedural Approach (more “uniform” approach) – Involves a strict hierarchy of sources and a relatively formal process – beginning with a general presumption in favor of the ordinary meaning of claim terms.  Such a meaning is typically established from common usage, dictionaries, or relevant reference works.  The ordinary meaning of claim language controls except where significant proof exists that a deviation is required.
i) General Rule (from Johnson Worldwide) – When interpreting a patent, look first to the plain language of the claims.  But if the patentee has chosen to be his own lexicographer, use that definition first.  If the claims are clear standing alone, use only the claims.  If the claims are otherwise unclear, then look at the written description, then at the drawings to determine what a claims means.
ii) Two Situations to Refer to Written Description or Prosecution History…

(1) If patentee has chose to be his or her own LEXICOGRAPHER by clearly setting forth an explicit definition for a claim term (i.e. courts must allow this for cutting-edge, new technology)

OR
(2) Where the term or terms chose by the patentee so DEPRIVE THE CLAIM OF CLARITY that there is no means by which the scope of the claim may be ascertained from the language used.
Johnson Worldwide v. Zebco (Fed. Cir. 1999) – Johnson (P) invented a form of autopilot that enabled control over watercraft without constant manipulation of the motor controls.  The patent employed a compass mounted to the head of the “heading lock” unit.  Zebco (D) sold a product under the name “AutoGuide” that maintained directional control by use of a foot pedal.  Johnson sued for patent infringement. Z’s argument was that the patent covers only those autopilot systems that include a compass or other directional indicator physically attached to the trolling motor.  Although there is no explicit requirement in the claim that this is so, Z argues that the proper interpretation of the terms “heading signal” and “coupled” in the language of the claim compels such a limited scope.  Held: The general rule is that terms of the claim are to be given their ordinary and accustomed meaning.  Reference to the written description or prosecution history is not allowed unless the language of the claims invites reference to those sources. Here, Z’s argument fails because (1) the patent uses the term in question in various situations throughout and thus supporting a broader definition; (2) in the prosecution history there were limitations that the motor was “fixed” on the vessel and thus the heading of the motor encompassed both the vessel as well as the motor.  

2. “Holistic” Approach (more often leads to the “right” result) – This approach considers the entire context of the patent gives different weight given to various interpretative sources depending on the particular case.  Seeks the meaning of claim terms according to particular facts and circumstances.  Because it does not observe a hierarchy of informational sources, the holistic approach is more likely to move away from the ordinary meaning of a claim term in favor of more contextual understanding.

i) Look First to Claims and Patent in its Entirety – Although extrinsic sources such as treatises and encyclopedias still may be consulted, the meaning derived from such sources is of lesser value in comparison to the contextual meaning provided by the CLAIMS themselves and the SPECIFICATION.
Phillips v. AWH Corp. (Fed. Cir. 2005) – Involved modular, steel-shell panels that can be welded together to form vandalism-resistant walls.  Inventor (Phillips) entered into an arrangement with AWH to sell the panels.  However, after the agreement was terminated, AWH continued to sell similar panels.  Phillips sued for patent infringement and use of trade secrets.  Held: Although extrinsic sources such as treatises and encyclopedias still may be consulted, the meaning derived from such sources is of lesser value in comparison to the contextual meaning provided by the claims themselves and the specification.  Here, the term “baffles” do not have to serve all of the recited objectives in the specification, one of which being the deflection of projectiles, and rejected a construction that would exclude ”baffles” disposed at a right angle as opposed to acute/obtuse angle

3. Wagner Study from Post-Markman to Summer 2005
· 65% procedural, 35% holistic (n=604)

· Court trending procedural

· Judges: range from 93% procedural to 85% holistic

· Panel membership determines approach

VIII. PATENT INFRINGEMENT AND THE DOCTRINE OF EQUIVALENTS
A. Infringement Standard – Under §271, a patent grants the right to EXCLUDE others from MAKING, USING, SELLING, OFFERING TO SELL, or IMPORTING an invention for 20 YEARS from the time the application was filed.  The subjective intent (malicious, innocent, etc.) of an inventor is irrelevant to infringement.

1. Infringement is a Factual Inquiry – Once a court interprets the claims and determines their meaning and scope, the fact finder (i.e. jury) decides whether the claims are identical on the accused device or process
B. Indirect Infringement – One who does not actually infringe on a patent my nevertheless be liable for indirect infringement under active inducement or contributory infringement.  Anyone who actively induces infringement of a patent is liable as an infringer.  Contributory infringement lies where one offers, sells, or imports material known to be a component of a patented invention or is used in practicing a patented process.

C. Direct Infringement – §271(a) of the Patent Act provides that a person who makes, uses, sells, or offers to sell the patented invention in the United States, or who imports the patented invention into the United States, during the patent term without the patentee’s authorization will be liable for direct infringement.  
1. Literal Infringement – If the defendant’s product or process literally falls within the language of one of the claims, then there is literal infringement to that claim.

i) Must Contain EVERY Element – In order to literally infringe, a defendant’s process or product must have every element set forth in the claim.  The fact that the defendant’s product or process contains additional elements will not necessarily avoid infringement liability.  However, if even one element of a patent’s claim is missing from the accused product, there is no direct infringement.

Larami Corp. v. Amron (E D PA 1993) – Larami manufactures toy water guns called super soakers, which Amron and his co TTRP say infringes on his watergun patent (‘129 patent). Both operate by pressurizing water housed in a tank with an air pump. The super soakers gun contains additional electrical features to illuminate the water stream and create noises when you fire it. Plus, the water tank in Amron’s gun is not detachable (it’s internal – claim 1 claims an elongated housing containing a chamber for liquid), while it is detachable in the super soakers. Held: No, because the absence of even one element of a patent’s claim from the accused product means there can be no finding of literal infringement, and Amron’s gun claims an elongated housing containing a chamber for liquid, while the super soaker houses its water in an external tank.
a. Judge Determine when SJ – The Larami case was decided on summary judgment even though patent infringement is usually a jury question. This is only because the rules of summary judgment allowed this, i.e. the court found that no reasonable jury could find the possibility of infringement.
2. Doctrine of Equivalents – If the defendant made a change so that his product or process does not literally fall within the language of the claims, he still may be liable for infringement under the doctrine of equivalents.  This doctrine is meant to prevent devious inventors from avoiding liability by making only colorable changes.

i) Infringing Must Contain Every Element or Equivalent – In order for a device or process to infringe under the DOE, it must contain each of the elements in the patent claim, or an equivalent element.

ii) Evaluating Equivalency – The equivalency of one element to another is an objective determination made from the perspective of a person with ordinary skill in the art at the time of the infringement.  In evaluating whether a defendant’s element is equivalent performs the same function the court looks at…

(1) Whether the defendant’s element performs the SAME FUNCTION in SUBSTANTIALLY THE SAME WAY to obtain the SAME RESULT as the claimed element …

OR
(2) Whether the DIFFERENCE between the defendant’s element and the claimed element is INSUBSTANTIAL.

iii) Policy Objection: Uncertainty – Some authorities have objected to the doctrine of equivalents because it makes patent coverage uncertain.  This is because other inventors, when reading patent claims, will not be able to determine with certainty whether their own inventions will be held to infringe.  An excess of caution may result, thereby chilling innovation and/or competition.

3. Limitations to the Doctrine of Equivalents

i) Prior Art: Cannot Invoke DOE for Equivalents to Prior Art – When a court evaluates infringement under the doctrine of equivalents, it should visualize a hypothetical patent claim sufficient in scope to literally cover the accused product.  It should determine whether that claim would have been allowed by the PTO in light of the prior art.  If not (b/c claim was not novel or obvious), it would be improper to permit the patentee to obtain that coverage in an infringement suit under the doctrine of equivalents.
Wilson Sporting Goods Co. v. David Geoffrey & Associates (Fed Cir. 1990) – Involved the design and dimple patterns used on golf balls.  Accused infringing ball had a similar pattern but not the same pattern.  Held: As a matter of law, an inventor cannot invoke the DOE for things that encompass prior art.  If an inventor couldn’t actually claim something in a patent, then he does not get DOE protection either

ii) Prosecution History Estoppel: Narrowing of Claims – Requires the scope of patent claims to be interpreted in light of what happened in the application process at the PTO.  If applicant took a position to limit the scope of coverage of his claims, he will not be permitted in an infringement action to take an inconsistent position.
a. Unclear Amendment: Presumption Related to Patentability– When the purpose of an amendment is unclear, the burden is on the patentee to establish a reason for the amendment.  When no explanation is provided, a court should presume that the PTO had a reason related to patentability for requiring the amendment, and prosecution history estoppel applies and bars DOE to that element.
Warner-Jenkinson v. Hilton Davis (1997) – Hilton sued Warner for infringement of its patented ultra filtration process based on the doctrine of equivalents.  Key limitation: “a pH of approximately 6.0 to 9.0”.  Accused process had a pH of 5.0.  Hilton couldn’t explain why they amended their patent to include a bottom limit of 6.0 ph.  Held: Supreme Court reaffirms DOE, though it notes a limit – prosecution history estoppel.  Prosecution history estoppel is a viable defense to infringement.  However, the burden is on the patentee to establish the reason for an amendment required during the prosecution.  Where no explanation is established, court should presume that the PTO had a substantial reason related to patentability for including the limited element. In those cases, prosecution history estoppel would bar the application of the doctrine as to that element
b. Limitations to PHE: Rebutting the Presumption – When prosecution history estoppel applies, this does not raise a complete bar to a finding infringement.  The patentee may rebut the presumption that the amendment was made for patentability reasons by showing that the amendment was…
i. Unforeseeable Equivalent – The equivalent at issue was unforeseeable at the time the narrowing amendment was made (so it cannot be assumed that the applicant expected to give it up when he made the amendment)
ii. Unrelated Rationale for Amendment – The rationale underlying the amendment was unrelated to the equivalent in question.

iii. Otherwise Unreasonable to Prevent Infringement – Some other reason suggesting that the patentee could not reasonably be expected to have described the insubstantial substitute in question in the amended claim language.

Festo Corp. v. Shoketsu Kinozuku Kogyo Kabuskiki Co. (2002) – Festo Corp was the holder of patents relating to magnetic rodless cylinders.  When the PTO rejected the initial application for the first patent because of defects in description, the application was amended to add new limitations that the device would contain a pair of one-way sealing rings and the sleeve would be made of magnetizing material.  D used a two-way seal and non-magnetized sleeve.  Held: Narrowing a claim to obtain a patent does not cause the patentee to surrender all equivalents to the amended claim element.  There is a rebuttable presumption that an amendment will surrender all equivalents to which the patentee has the burden of proving that the amendment did not surrender the particular equivalent in question.  The presumption is rebutted when: (1) the ‘equivalent’ technology was unforeseeable; (2)the rationale for the amendment is unrelated to the equivalent in question; or (3) it is otherwise ‘unreasonable’ to prevent infringement.

iii) Public Dedication: Disclosed in Specification but Not in Claims – When an applicant discloses subject matter in the specification, but does not include it in the claims, he dedicates it to the public, and he may not rely on the DOE to hold a defendant liable for incorporating the subject matter.

a. Remedy: Reissuance Application – A patentee who inadvertently fails to claim disclosed subject matter does have a remedy, however: within two years a patentee can file a reissueance application to attempt to enlarge the scope of the original claims to include the unclaimed subject matter
b. Policy Implications – Public Disclose doctrine serves as a trap for unwary inventors.  It has created incentives to disclose even less, and thus, it undermines the basic underlying principles of patent law.

Johnson & Johnston Associates, Inc. v. R.E. Service Co. (2002) (en banc) – The claimed invention was a ‘backing’ sheet of aluminum that allowed thin copper sheets to be safely handled for semiconductor manufacturing.  The specification notes that various metals other than aluminum (including steel) could be used as the backing material.  A jury found that the steel backing material was equivalent to the claimed aluminum.  Held: In a patent specification, under the doctrine of equivalents, there is no access to any subject matter that is disclosed but not claimed.  When a patent drafter discloses but fails to claim subject matter, the unclaimed subject matter is dedicated to the public.  Furthermore, a patentee cannot narrowly claim an invention and then after use the doctrine of equivalents to establish infringement because the specification discloses such equivalents. 

I. COPYRIGHT GENERALLY

A. Copyrights – Copyrights cover a broad range of literary and artistic expression that exhibit a modicum of originality and that are fixed in a “tangible medium of expression.”  Ownership of a copyright protects the copyright holder from unauthorized copying, public performance, and display, and it entitles the holder to make derivative works and to control sale and distribution of their work.

B. Purpose of Copyright Law – The purpose of copyright law is to stimulate the creation of as many works of art, literature, music, and other “works of authorship” as possible, in order to benefit the public.  The United States recognizes no absolute, natural right in an author to prevent others from copying or otherwise exploiting his work.  The copyright laws give authors limited property rights in their works, but for the ultimate purpose of benefiting the public by encouraging the creation and dissemination of more works.  The author’s interest is secondary to that of the public.

C. History of Copyright
1. Driven by Technological Change – Copyright was created after the invention of the printing press.  As the technology has changed and the ability to mass reproduce became easier, the need for copyright protection was further strengthened.

2. Shifting Rights from Authors to Publishers – Original purpose of copyright was that the protection would be granted to the authors. This was generally meant to encourage authorship and the generation of creative works.  In modern mass media era, however, the protection is granted to the publishers.  This shift was driven by the fact that giving the rights to publishers allows for faster, and more efficient reproduction and dissemination of creative works (i.e. gives publishers a strong incentive to commercialize and reproduce creative works on a vast scale)

D. Overview of Copyright
1. Subject Matter – Literary and artistic expression (must be expressed; not mere ideas/thoughts).  No protection extended to any idea, procedure, process, system, method of operation, concept, principle, or discovery, regardless of its form.
2. Threshold for Protection – Original Work of Authorship + Fixed in a Tangible Medium of Expression
3. Duration – Life of author + 70 years; 95 years from publication or 120 years from creation for entity authors.  This long duration balances return to author and the benefits on society (i.e. having the creative works in the public realm).  However, it also increases transaction costs (e.g. costs and time associated with the contracts with publishers).

II. REQUIREMENTS OF COPYRIGHT

A. Requirements of Copyright Generally
1. 17 U.S.C. § 102 – Copyright protection subsists, in accordance with this title, in…

(1) ORIGINAL works of authorship …

(2) FIXED in any TANGIBLE MEDIUM of expression …

… now known or later developed, from which they can be perceived, reproduced, or otherwise communicated, either directly or with the aid of a machine or device.

B. “Original Work of Authorship” Requirement – A work of authorship must be “original” in order to qualify for copyright protection.  Originality has two distinct requirements: to be original means that a work is…

(1) INDEPENDENTLY CREATED by the author (as opposed to copied from other works) 
AND 
(2) Has at least some MODICUM of CREATIVITY (i.e. some minimal amount of creativity).
1. Low Standard – The originality requirement is not stringent and requires only some minimal level of creativity.  No matter how poor artistically the author’s addition, it is enough if it be his own.
2. Minimal Creativity – Originality requires only that the author not have copied the work from some other source.  All that is needed to satisfy the Constitution and the statute is that the author contributed something more than “mere trivial” variation, something recognizably his own.

i) No Copyright Protection for Facts – This is because (1) as an economic matter, you are not contributing enough to society by regenerating facts; and (2) facts are special because society needs free access to facts to spurn further developments that will benefit society.

ii) Compilations – An assembly or aggregation of other copyrighted works or facts creates itself a new, independent and original work.  Thus, compilations are protectible as a whole, but not necessarily the material within the compilation.  However, the selection and arrangement must be original or creative.
Feist Publications v. Rural Telephone Service (1991) – Rural was a local telephone service company and published both a typical yellow and white pages telephone directory.  Feist was a publishing company that specialized in area-wide telephone directories.  The two fought for yellow pages subscribers.  Feist wanted access to Rural’s white pages information, but Rural refused.  Thus, Feist used the listings without Rural’s consent, but added to most of them an address.  Rural sued for copyright infringement (Feist caught b/c Rural had used some fake entries which were reproduced in Feist).  Held: A subsequent compiler remains free to use facts contained in another author’s publication to aid in preparing a competing work, so long as competing work does not feature the same selection and arrangement.  Here, the selection, coordination, and arrangement of Rural’s white pages do not satisfy the minimum constitutional standards for copyright protection.  The directory was a garden-variety directory, devoid of even the slightest trace of creativity (alphabetical order is not creative, nor the selection of numbers).

a. “Sweat of Brow” Theory Rejected – Some lower courts had adopted a “sweat of the brow” theory which had justified copyright for factual compilations on the basis of the labor the author expended in collecting and cataloging the facts.  While the Court accepted the proposition that such labor is valuable to the public, this theory was rejected because labor cannot be substituted for originality.

b. Where is the Line after Faust? – The standard for originality is exceptionally low.  As long as something more than a “mere trivial” variation is contributed, the requirement is met.
Hypotheticals
1. Telephone Listings sorted by zip – probably copyrightable (copyrighted compilation)

2. Telephone Listings sorted by nicknames – probably not copyrightable if the names are in the public domain
3. Fake telephone listings, sorted by surname – yes copyrightable

4. Electronic phone book database – program would be; facts would not

5. A taxonomy of insurance billing codes (5-digit #’s) – copyrightable

6. Maps – Are copyrightable b/c they are complex (and artistic) compilations

7. Ariel Photos/Nature Photos – Yes copyrightable b/c many artistic choices

8. Schematics – Yes copyrightable

C. Fixation Requirement – For copyright protection to apply, a work must be fixed in a tangible medium of expression.  This fixation requirement helps in proving authorship and avoids frivolous infringement lawsuits in which it would be virtually impossible to verify ownership.  Fixation also increases the likelihood of widespread dissemination of the work as well.
1. Tangible Mediums – “Writings” is broadly construed to cover any form in which an author’s work is embodied, such as books, recordings, notes, photographs, drawings, computer chips, sculpture, or any other tangible stable form.  The work need only be “fixed” in some tangible form to be copyrightable.

2. “Fixed” – §101 states: “a work is ‘fixed’ in a tangible medium of expression when its embodiment in a copy or phonorecord, by or under the authority of the author, is sufficiently permanent or stable to permit it to be perceived, reproduced, or otherwise communicated for a period of more than transitory duration.”

i) Becoming Unfixed is Irrelevant – Once fixed, a work is protectible by copyright.  The statute does not required that a work remain fixed, and thus if a copy is lost or destroyed, copyright is still applicable.

ii) Public Performance is NOT Fixation – Even though an author may have committed a work to memory and performed it in public, copyright does not attached without authorized fixation.
i) Contemporaneous Fixation – A work is being transmitted is fixed for purpose of the statute if a fixation of the work is being made simultaneously with its transmission.

ii) Unauthorized Fixation – Copyright is not triggered by unauthorized fixation.  Thus, if a speaker gives an impromptu speech and it is secretly recorded by a bootlegger, copyright does not apply.

iii) Temporary Computer Memory – Because temporary copies made in a computer memory are refreshed many times a second, some argue that they are transitory and not sufficiently stable to be copies.  Recent amendments to the Copyright Act, however, hold that a temporary copy in a computer’s memory is fixed.

D. Other Formal Requirements of Copyright – Copyright “formalities” are requirements imposed on authors by the government that are necessary to obtain copyright protection but that do not relate to the substance of the copyright.  In the U.S., these formalities are voluntary and failure to comply does not risk forfeiture.
1. Notice – The Berne Convention Implementation Act eliminated the notice requirement of U.S. copyright law prospectively (i.e. after 3/1/89).  Congress, however, still encourages voluntary notice by precluding alleged infringers from claiming “innocent infringement” when the court determines actual or statutory damages if the copy to which she had access contained a proper notice.

2. Publication – The Berne Convention also eliminated the mandatory notice requirement, and thus the actual act of publication is no longer a factor in determining the validity of works created after 3/1/89.

3. Registration (Required for Works Published in U.S.) – To comply with Berne Convention, Congress eliminated the requirement that copyright owners whose country of origin is another Berne member nation must register their works prior to instituting suits.  However, Congress retained the requirement of registration for domestic works, thereby imposing a greater burden on those who first publish in the U.S.

4. Deposit – § 407 of the Copyright Act requires deposit of two copies of each work published in the U.S. for which copyright is claimed within three months after publication.  This is to encourage the development of the Library of Congress

III. SUBJECT MATTER OF COPYRIGHT

A. Excluded Subject Matter – Copyright does not protect IDEAS or other NON-EXPRESSIVE ELEMENTS of a work.  Copyright protects only the elements of a work that are CREATIVE EXPRESSION.

1. 17 USC §102(b) – Copyright protection does not extend to any Idea, Procedure, Process, System, Method of Operation, Concept, Principle, or Discovery, regardless of the form in which it is described, explained, illustrated, or embodied in such work.

2. Policies Underlying the Idea/Expression Distinction
i) Channeling – Copyright involves taking ideas and generating expression.  Patents, alternatively, concern ideas.  Channeling matters because of the varying levels of protection and strict separation is necessary.
ii) Creation v. Discovery – Ideas are discovered, not created.  Accordingly, protection should not be granted over things that were discovered.
iii) Promoting Progression of Society – Society evolves and progresses by adding and building upon the ideas of today.  Copyrights should only protect expression of ideas and not the ideas themselves so the ideas can be actually implemented.

3. Functional Aspects of Works – Copyright does not protect the functional aspects of work.  A work may be functional, however, and still have protected creative expression.  
i) Standard for Protection – The test is whether the aspect sought to be protected serves some utilitarian function or whether it is necessary to copy the element to implement an unprotected idea.

E.g. the base of a lamp functions to hold the lamp up, but a lamp base comprised of a dance statuette is protectible.  A map functions to help navigation, but is protectible.  Computer programs fulfill many functions, but are protected works. 

ii) Blank Forms – Blank forms that accompany functional systems (e.g. accounting) are often found to be unprotectible under copyright if they are necessary to use the system.  This is true even if the author created the form and it’s included in a book explaining the system.
Baker v. Seldon (1879) – Selden created a book containing exhibits and explanations of a peculiar system of book-keeping.  The D (alleged copyright infringer) used a similar plan as far as the results are concerned (i.e. double entry accounting system) but made a different arrangement of the columns and used different headings.  Held:  Blank books are not the subject of copyright.  The mere copyright of Selden’s book did not confer upon him the exclusive right to make and use account-books, ruled and arranged as designated by him and described and illustrated in the book.  The court makes empirical judgment that this ledger is the only way to implement the Selden double accounting system.  Want to allow others to use and improve this system as well.

a. Limitation: Explanation of System – Unlike the system itself and its necessary accompanying forms, any written explanation about a functional system, however, is protectible under copyright.

b. Other Non-Copyrightable Forms: Not In Themselves Conveying Information – The following are expressly not copyrightable: blank forms such as time cards, graph paper, account books, diaries, bank checks, scorecards, address books, report forms, order forms and the like, which are designed for recording information and do not in themselves convey information

4. Other Unprotectible Ideas
i) Animating Concepts – The underlying theme, idea, or principle driving the expression

ii) Principles or Solutions – Any solution or guiding principle underlying the expression

iii) Building Blocks of Expression – Basic plot or character outlines in literary or dramatic works
B. Merger Doctrine – When there is only ONE or a LIMITED NUMBER of ways to EXPRESS AN IDEA, the expression “MERGES” with the idea and become unprotectible.

1. Rationale – To permit copyrighting would mean that a party or parties, by copyrighting a mere handful of forms, could exhaust all possibilities of future use of the substance

Morrissey v. Procter & Gamble (1967) – Plaintiff is the copyright owner of a set or rules for a sales promotional contest of the “sweepstakes” type involving the social security numbers of the participants.  Plaintiff alleges that P&G infringed by copying a rule almost precisely.  Held: The Rule in question is so straightforward and simple that the limiting principle of the merger doctrine is applicable.  When the uncopyrightable subject matter is very narrow so that the topic necessarily requires if not only one form of expression, at best only a limited number, to permit copyrighting would mean that a party or parties, by copyrighting a mere handful of forms, could exhaust all possibilities of future use of the substance
2. The Scenes à Faire Doctrine – Copyright protection does not extend to the incidents, characters, or settings which are as a practical matter indispensable, or at least standard, in the treatment of a given topic.  To allow protection for such aspects of a work would unduly restrict subsequent authors in building their own works within general settings with which their audiences will relate.

E.g. If Friends became the industry standard for showing relationships between young adults, has it lost its copyright? ( Building blocks (i.e. friends living in NYC dealing with relationships) is not protected.  However, the actual shows are protected.
3. Historical Facts and Research – Copyright does not protect historical facts on the ground that such information is not an original work of authorship.  Some courts have extended this doctrine to deny copyright protection for historical research because “the valuable distinction in copyright between facts and the expression of facts cannot be maintained if research is held to be copyrightable” (Fifth Circuit).

i) Interpretation of History IS Protectible – Interpretation and selection allows historian to create a certain portrayal of history that will be deemed copyrightable in most courts.

C. Useful Articles – Pictorial, graphic, and sculptural works are copyrightable except to the extent that they are useful articles.  § 101 defines a useful article as an “article having an INTRINSIC UTILITARIAN FUNCTION that is NOT merely to portray the APPEARANCE of the article or to CONVEY INFORMATION.”  Problem with granting copyright protection to such designs is that we may be granting patent-like protection (channeling)
1. Separability Test – The design of a useful article shall be copyrightable only to the extent that its design incorporates expressive elements that can be identified separately from, and are capable of existing independently of, the utilitarian aspects of the article.
i) Intent of Artist is Irreverent – In the case of pictorial, graphic, or sculptural features that are incorporated into useful articles, the issue is whether features are separable from the utilitarian aspects of the article.  The intent of the artist to mass-produce and commercially exploit the design is irrelevant.

ii) Physically OR Conceptually Separable – To be protected, the design of a useful article must contain some element that, physically or conceptually can be identified as separable from the utilitarian aspects.
2. Physical Separability – An expressive element of a useful article is physically separable if it can stand alone from the article as a whole and if separation does not impair the utility of the article.  If the functional aspects can be physically separated from expressive aspects, copyright is only available for the expressive aspects.  

i) Policy Arguments – This “tearing” test is often praised for its administrative ease.  However, the test is also criticized for being uncertain in instances where there are design aspects to the actual functional aspects of the invention.  In those situations, the test is not expansive enough and there are expressive works that will not be covered.

E.g. Dinner plates with a decorative pattern.  There, even though the two aspects are stuck together, you can still physically separate the expressive portion from the functional aspects.  E.g. Mickey Mouse or Football telephones.
3. Conceptual Separability – If the there is a conceptual difference between the object’s expressive and functional elements, copyright is available only for the expressive elements.
i) “Temporal Displacement” Test – Aesthetic features are conceptually separable if the article stimulates in the mind of the beholder a concept that is separate from the concept evoked by its utilitarian function.

ii) “Primary Use” Test – Asks whether the primary use is as a utilitarian article as opposed to an artistic work, whether the aesthetic aspects of the work can be said to be “primary,” and whether the article is marketable as “art.”
iii) “Merging Functional and Aesthetics” Test – The majority in Brandir used a test which held that if the design elements reflect a merger of aesthetic and functional considerations, the artistic aspects of a work cannot be said to be conceptually separable from the utilitarian elements.  Conversely, where design elements can be identified as reflecting the designer’s artistic judgment exercised independently of functional influence, conceptual separability exists.

iv) “Independent Aesthetic Concept” Test – Dissent in advocated a test in which the relevant question is whether the design of a useful article, however intertwined with the article’s utilitarian aspects, causes an ordinary reasonable observer to perceive an aesthetic concept not related to the article’s use.

Brandir International Inc. v. Cascade Pacific Lumber Co. (1987) – Brandir began manufacturing and selling bicycle racks derived in part from one or more sculpted works of art.  When Brandir discovered that another company, Cascade, was selling a similar product, it included a copyright notice with its produces and applied to the Copyright Office for registration.  The Office denied the application because the racks did not contain any element that was capable of independent existence as a copyrightable pictorial, graphic, or sculptural work apart from the shape of the useful article.  Held: Copyrightability should depend on the extent to which the works reflects artistic expression uninhibited by functional considerations.  If design elements reflect a merger of aesthetic and functional considerations, the artistic aspects of the work cannot be said to be conceptually separable from the utilitarian elements.  The final form of the bicycle rack was essentially a product of industrial design being as much the result of utilitarian pressures as aesthetic choices.  The original aesthetic elements have clearly been adapted to accommodate that further a utilitarian purpose.

a. Why Would You Want Copyright if Patentable? – Copyrights are free, immediate, last longer, etc.  Also, there are no rules that state that the two are mutually exclusive.
D. Types of Copyrightable Works – 17 USC §102 lists eight broad categories which the concept of “works of authorship” is said to include.  The listing is “illustrative and not limitative.”  Works of authorship include…

1. Literary Works

2. Pictorial, graphical, and sculptural

3. Architectural works

4. Dramatic, pantomime, and choreographic works

5. Musical compositions 

6. Sound recordings

7. Motion pictures and audio/visual works

8. Derivative works and compilations

i) Compilations – A compilation is a work formed by the collection and assembling of preexisting material or of data that are selected, coordinate, or arranged in such a way that the resulting work as a whole constitutes an original work of authorship.  Copyrightable expression can consist of the artist’s selection, coordination, and arrangement of particular text, art, typeface, paper, and ink, even if copying one of the individual elements would not be.

Roth Greeting Cards v. United Card Company (1970) – Roth sued United for damages and an injunction for copyright infringement.  The trial court found that the artwork in Roth’s cards was copyrightable but not infringed by United because that the wording on the cards consisted of common words and phrases that were in the public domain prior to Roth’s first use of them.  Held: The test of infringement is whether the work is recognizable by an ordinary observer as having been taken from the copyrighted source.  In this case, the total concept and feel of the cards of United are the same as the copyrighted cards of Roth.  The remarkable similarity between Roth and United in issue is apparent to even an casual observer.  Thus, the combination of art and text was infringed, even though the art alone was not infringed and the text alone was not copyrightable
E. Copyright Duration – The duration of copyright protection has increased throughout history…

1. 1909 Act – 56 years total (28 year renewal after first 28 years was up)

2. 1976 Act – Life of the author + 50 years; 75/100 for entity authors

3. Current Duration Standard: 1998 Sonny Bono CTEA – LIFE OF THE AUTHOR + 70 YEARS; 95/120 for entity authors

4. Rationale – The increasing duration of copyright has been primarily influenced by private corporations which spent a lot of money lobbying to protect their Intellectual Property (e.g. Disney).  Additionally, though, people are also living longer and thus if copyrights are to be related to the life of an author, the copyrights should last longer as well.

IV. RIGHTS OF COPYRIGHT HOLDERS
A. Five General Rights – Copyright law grants five general categories of rights to the holder of the copyright.  

1. The right to make copies

2. The right to make derivative works

3. The right to distribute copies

4. The right to publicly perform or display

5. (Moral rights)

B. Rights to Make Copies and Prevent Others – 17 USC §101 gives the copyright holder the exclusive right to make copies of his work and to prevent others from doing so (i.e. exact or substantially similar reproductions) without his permission.

1. Test for Infringement – Whether the work is recognizable by an ordinary observer as having been taken from the copyrighted source.  This is a question of FACT and thus is made by a JURY.
i) Two Requisite Components for Copyright Infringement

(1) COPYING – It must be shown that the defendant copied from the copyrighted work (simply acquiring an illegal copy is not enough, an infringement must actually make a copy)
AND

(2) IMPROPER APPROPRIATION – It must be shown that the copying amounted to improper appropriation in that it gave rise to “substantial similarity” of copyrighted expression.

ii) How Much Copying Necessary to Infringe? – There is no hard-line rule, and rather, infringement is a sliding scale determination made by the jury.  However, even copying a small amount of the original, if qualitatively significant, may be sufficient to be infringement.  The more recognizable the piece that is appropriated, the less substantial it has to be.

2. Proving Copying – Copying can be demonstrated in by either direct or circumstantial evidence.  

i) Circumstantial Proof: Sliding Scale Test – When using circumstantial evidence, to determine whether copying took place, the fact finder looks to the DEGREE OF SIMILARITY between the works AND the AMOUNT OF ACCESS the defendant had to the work.  The more similar the works and the more access D had to P’s work, the more likely it is that defendant copied rather than created the work independently.  The fact finder also should consider evidence of independent creation by the D such as notes or drafts.

ii) Intent is Irrelevant – Intent is not an element of copyright infringement.  Accordingly, the intent of a copier is irrelevant and is only implicated with regard to potential criminal penalties.

Arnstein v. Porter (1946) – Arnstein alleged that Porter had plagiarized songs and sued for infringement of copyright.  District court considered Arnstein’s allegations that Porter or his “stooges” had burglarized his room to gain access to his songs as “fantastic” and thus Porter’s summary judgment motion had been granted.  Held: If there is no direct evidence of copying but there is evidence of access and substantial similarities exist, then the trier of facts must determine based on the sliding scale analysis whether the similarities are sufficient to prove copying
3. Proving Improper Appropriation – If copying is found, it must be determined whether copying amounted to an unlawful appropriation.  To prevail, a copyright owner must demonstrate that the D took copyrightable expression, and that the audience for whom his work was intended would perceive substantial similarities between the D’s work and the P’s protected expression.

i) Abstractions Test – Envision repeated descriptions of the plot of a work, each generalizing more of the detail than the last, to the point that a final description is the most basis and general description possible.  At some point, designate the boundary between the idea of the story and the author’s means of expressing that idea.  The more detail in the description, the more likely the description falls on the “expression” side of the line.  Whether or not the defendant is liable for infringement will depend on whether he took a substantial amount of the material on the “expression” side of the line. (Judge Learned Hand)

Nichols v. Universal Pictures Corporation (1930) – Plaintiff is the author of the play, “Abie’s Irish Rose.”  Defendant produced a motion picture which the plaintiff alleges was taken from it.  Both plays involve the stories of a Jewish and an Irish-Catholic family in which the children fall in love and are married, their parents are outraged, a grandchild is born, and there is a subsequent reconciliation.  Issue involved whether the two plays correspond closely enough in plot for a finding of infringement.  Held: There was no infringement.  Although two plays may correspond closely enough in plot for a finding of infringement, here, it appears that the defendant took no more of the plaintiff’s work, assuming he took anything at all, than the law allowed.  Both stories were very different.  The plaintiff’s copyright did not cover all that might be drawn from her play; its content went to some extent into the public domain.  The theme was essentially an idea and the characters were primarily stock figures, which have been used for many decades.
ii) Ninth Circuit Test – The Ninth Circuit adopted its own approach to determining whether a defendant’s copying amounts to unlawful appropriation.  Under this approach, the inquiry is divided into two parts – and extrinsic test and an intrinsic test.

a. Objective Test – Sort out the copyrightable content from the rest (i.e. analytic filtering process).  Looks through the copyrighted work and analytically dissects the objective manifestations of creativity (i.e. plots, themes, dialogue, mood, setting, characters, sequence, etc.)
b. Subjective Test – Measures substantial similarity of expression based on the subjective responses of the ordinary listener or observer, without analytic dissection and expert testimony.  

iii) Substantial Similarity – The “substantial similarity” test focuses on the subjective response of the average member of the intended audience.  The question is whether the listener or viewer would recognize the alleged copy as having been appropriated from the copyrighted work.

Steinberg v. Columbia Pictures Industries, Inc. (1987) – P, an artist, brought suit against the producer of a movie.  In 1976, P had drawn an illustration that was on the cover of the New Yorker magazine that depicted the New Yorker’s view of the world.  D’s illustration was created in order to advertise the movie.  P alleges that the poster infringes his copyright.  Held: Court found infringement. When the style, viewpoint, and subject matter of two works appear similar to the average viewer, there is substantial enough similarity to constitute infringement.  The Ct. says the two are substantially similar. The definition of “substantial similarity” is whether an average lay observer would recognize the alleged copy as having been appropriated from the protected work.  A lay person would see the striking stylistic relationship between the posters: D’s poster was done in the sketchy, whimsical style that is P’s hallmark, both illustrations have essentially the same view of Manhattan and the world. 
C. Right to Make Derivative Works – 17 USC §106(2) provides that the copyright owner has the exclusive right to prepare derivative works based upon the copyrighted work. A derivative work is defined as a work based on one or more preexisting works in any form.  It also includes works consisting of editorial revisions, annotations, elaborations, or other modifications, which, as a whole, represent an original work of authorship.

1. Test for Derivatives – A work is considered derivative only if it would be considered an infringing work if the material which it had derived from a prior work had been taken without the consent of the copyright proprietor of the prior work.
i) Applies to Infringing Work in Entirety – Infringement applies in entirety, and a copyright owner has the right to all the derivative works made with his copyright, even if those works have substantial original elements.  Accordingly, any original portions of an infringing derivative copy are not copyrightable and actually belong to original copyright holder as well.

Anderson v. Stallone (1989) – Sylvester Stallone had described to reporters his general ideas for Rocky IV.  P (Anderson), after hearing these ideas, wrote a treatment that he hoped Stallone would use for the movie.  Anderson then met with reps from MGM and signed a release that relieved MGM of any liability stemming from the use of the treatment.  Later, Anderson requested compensation for the treatment and when it was not given, he filed suit.  Held: A treatment of a movie sequel that incorporates copyrighted characters that appeared in the prior movies is not itself entitled to copyright protection.  Here, is uncontested that Anderson lifted the characters from prior Rocky movies in their entirety, retaining the names and relationships of those characters.  These characters were developed by Stallone who owns the copyrights to the first three Rocky movies and thus has exclusive rights to prepare any derivative works based on those copyrights

D. Right to Distribute Copies – 17 USC § 106(3) of the Copyright Act grants copyright owners the right to distribute, through sale or other means, either the original or subsequent copies of a copyrighted work.

1. Limitation: FIRST SALE DOCTRINE – 17 USC § 109(a) provides that a copyright holder cannot restrict what a purchaser of a particular lawful copy does with that copy.  Thus, first sale protects the legitimate owner of a copyrighted work from infringement of the distribution or display rights.  It does not limit, however, the copyright holder’s exclusive rights to reproduction, adaptation, and performance.
2. International Copies – § 602 provides protection for copyrighted goods sold in multiple national markets and sometimes priced differently.  It prohibits the importation of copyrighted works acquired abroad but has numerous exceptions.
3. Software/Music and Licensing – To avoid the first sale doctrine for legitimate copies of software/music, manufacturers sell licensing agreements to use (rather than copies to own) of the software/music.
E. Right to Publicly Perform or Display – 17 USC §106(4-5) of the Copyright Act provides copyright holders the exclusive right to perform or display their works publicly.  

1. “Public” – To perform or display a work “publicly” means…(1) open to those beyond family and social acquaintances and (2) any sort of broadcasting.

2. Public Performance – If it moves (movies, plays, dances, readings, etc.).  Making the work perceivable.
i) Statutory Limitations – Public performances is non-infringing when…
a. Public Interest: Such as educational performances, religious performances, face-to-face performances for free or charity, and music stores playing music to boost sales.  
b. Compulsory Licenses: The copyright holder has no right to stop another from making a cover of the original song, but the covering artist must pay a set royalty to the copyright holder.
3. Public Display – If it is still (photos, paintings, sculptures, etc.).  Display is allowed “where the copy is located.” (e.g. a museum or school could display a painting they rightfully purchased).
F. Moral Rights – Moral rights are basic rights of artists that extend beyond ownership of economic control of works of authorship to encompass protections of the “personality” of the author.  They normally include the right to have one’s name associated with one’s work (right of attribution); and the right to protect one’s works from mutilation or distortion (right of integrity).  Moral rights are mostly European, but they have leaked, in a very limited sense, into U.S. system through treaties.

1. Visual Artists Rights Act of 1976:

i) Right to claim authorship

ii) Right to prevent use of artist’s name

iii) Some rights related to modification/destruction
V. FAIR USE
A. Statutory Defense – 17 U.S.C. § 107 provides a statutory defense to copyright infringement.  Fair use of a copyrighted work for purposes such as CRITICISM, COMMENT, NEWS REPORTING, TEACHING (including multiple copies for classroom use), SCHOLARSHIP, or RESEARCH, is not infringement.

1. Policy Justification – The doctrine of fair use allows courts to avoid rigid application of copyright laws when rigid application would be unfair or would inappropriately stifle creativity or the product and dissemination of useful works to the public – i.e. the very activity that the copyright law was meant to foster.  Also…

i) Transaction Costs Theory – If transaction and opportunity costs to obtain permission for each use are too high, people would never use copyrighted works because the costs would be higher than the benefits.  
ii) Free Speech – Concern that copyright would infringe on other peoples’ free speech rights

iii) Subsidization of Certain Activities – Some activities (e.g. academics and research) should be subsidized, and thus allowing the use of copyrighted material serves as a pseudo-subsidy

iv) Balancing Protecting with Incentives –  Fair use will promote using earlier works for creating subsequent works

2. Criticism of Fair Use – Critics, however, claim that the doctrine alters the incentive system protecting the rights of copyright holders.  Furthermore, fair use is an amorphous doctrine, and a potential infringer will not know whether fair use has been satisfied until litigation actually occurs.

B. Four Listed Factors – Regardless of whether a use falls within the “favored uses” listed in the statute, §107 also lists four factors that courts should consider in determining whether a defendant’s use was “fair.” The statute gives no indication how each of the factors should be weighted.

1. The factors to be considered shall include…
(1) The PURPOSE AND CHARACTER of the use, including whether such use is of a commercial nature or is for nonprofit educational purposes;

(2) The NATURE of the copyrighted work;

(3) The AMOUNT AND SUBSTANTIALITY of the portion used in relation to the copyrighted work as a whole; and

(4) The EFFECT of the use upon the POTENTIAL MARKET for or VALUE of the copyrighted work

2. Non-Exhaustive List – In construing and applying §107, courts have noted that the four enumerated factors were not intended to be exhaustive.  Accordingly, courts often take account of additional considerations raised by the particular facts of the case before them.  

E.g., some courts have considered not just the amount and substantiality of the material taken from the plaintiff’s copyrighted work in proportion to the copyrighted work as a whole, but also the amount and substantiality of the copied portion in relation to the defendant’s work as a whole.

i) Purpose and Character of the Use – A number of considerations are relevant in evaluating the first factor – the purpose and character of the defendant’s use.

a. Commercial or Noncommercial – A use for commercial purposes is less likely to be deemed fair than a use for non-commercial purposes.  The use is “commercial” if the user stands to profit economically from exploiting the copyrighted material without paying the customary price.

Harper & Row Publishers v. Nation Enterprises (1985) – Harper obtained the rights to publish President Ford’s memoirs.  Time magazine contracted for the rights to preview the work immediately prior to its publication.  Prior to the publication, though, Nation Enterprises obtained a copy of the manuscript and published an article that quoted the manuscript regarding the Nixon pardon.  Time then declined to run the article it had planned and canceled its contract with Harper.  Harper then sued Nation for copyright infringement.  Held: The court characterized a news magazine’s article (which quoted impermissibly from President Ford’s memoirs) as commercial in character.  Thus, even though the use of the copyrighted material was for the purpose of news reporting (one of the statutory examples of fair uses), the commercial, profit-making nature of the article, in combination with other factors, led the Court to reject fair use.

i. Propriety of the Defendant’s Conduct (i.e. Good Faith) – If the defendant did not act in good faith, this weighs against giving him the benefit of the fair use defense

Harper (cont.) – The defendant had knowingly used a stolen copy of plaintiff’s unpublished manuscript to obtain its quotes.  This fact contributed to the Court’s rejection of a fair use defense.

b. Transformative Use – An important consideration is whether the defendant’s use was productive, or “transformative.”  Did the defendant add his own creativity to the material he took from the plaintiff, thus adding to the overall stock of useful works and benefiting the public?

ii) Nature of the Copyrighted Work
a. Published v. Unpublished – The published or unpublished status of the plaintiff’s work is highly important.  Unauthorized prepublication use has frequently been held as unfair because it undercuts the author’s interest in determining the timing of publication and in being the first to publish.

b. Fact v. Fiction – Another important consideration is whether the plaintiff’s work is one of fact or fiction.  It may be necessary for a defendant to directly quote or paraphrase factual works, such as histories or biographies, in the course of developing his own contribution to these fields, and it is in the public interest to give him some leeway to do so.  On the other hand, it is seldom necessary to directly quote or paraphrase fiction or other non-factual pieces. 

iii) Amount and Substantiality of the Portion Used – Looks at the quantity and quality, or importance, of the copied portions to determine whether the copying should be excused.  An important inquiry is whether the defendant copied more than was necessary to accomplish his legitimate purpose.

Harper (cont.) – D took a short, but substantially important portion of the work because it constituted the “heart” of the memoirs.

iv) Effect on the Potential Market – Many courts view this factor as the most important.  Copying that does not materially impair the market for the copyrighted work, or for derivative works based upon it, can be considered fair use.  Although this factor does consider potential harm to the plaintiff’s market, proof of actual harm will be particularly persuasive.

C. Time-Shifting – The use of video-cassette recording devices to make unauthorized home recordings of television programs, which are made to watch the programs at a later time, is non-infringing fair use.

1. Contributory Infringement – When deciding this issue, the Court faced a suit for contributory infringement.  A contributory infringer is one who, with knowledge of the infringing activity, induces, causes, or materially contributes to the infringing conduct of another.

2. “Staple Article of Commerce” Doctrine (i.e. Need of Substantial Non-Infringing Uses) – Lots of products that are sold on the open market have both good and bad uses.  Once they are sold, seller cannot control their use.  As long as there are substantial non-infringing uses, creator is not held liable for any infringing uses

Sony Corporation of America v. Universal City Studios (1984) – In 1970’s, Sony began marketing the Betamax video recorder, which allowed home recording of televised programs.  Several holders of copyrights on televised programs brought an action seeking injunctive relief and damages for copyright infringement.  Held: No infringement.  The marketing of videocassette recorders does not infringe on the copyrights of recorded works.  Such marketing could not directly infringe on copyrights.  Rather, the contention that, by marketing recording devices, Sony contributes to infringement.  However, if the act complained of has a substantial noninfringing dimension, the fact that it facilitates some infringement will not establish contributory infringement.  Here, it was established at trial that most uses of the Betamax are for “time-shifting” rather than permanent storage.  Further, even as to those holders who did object to time-shifting, no showing of any actual damages was made.

i) Different Outcome Possible in Recent Years – Today, because people have the ability to obtain copies of television shows in a variety of different ways (e.g. itunes), this makes a time-shifting fair use argument less persuasive.
a. Recent Circuit Court Tests…
i. Ninth Circuit held when ANY significant noninfringing uses exist, no infringement.
ii. Seventh Circuit held that there is no protection where the cost/benefit ration is negative
iii. Supreme Court punted on the issue.

MGM v. Grokster (2005) – Grokster distributed a file-sharing software program.  It was mainly used to share music files, but there were lots of legal uses as well.  The question that the court had to answer was how Sony applied here, particularly with respect where the majority of uses were illegal.  Held: Ninth Circuit held that when any significant noninfringing uses exist, then no infringement.  Seventh Circuit held that there is no protection where the cost/benefit ration is negative.  Supreme Court punted on the issue b/c it found illegal intent by Grokster.
D. Photocopying and Archiving – Photocopying and archiving copyrighted scientific articles into a useful format is not a transformative use of the material and therefore not a fair use.  This is because there is the potential for significant losses in the market for licensing of the articles.
American Geophysical Union v. Texaco (1994) – American and other publishers of scientific and technical journals brought a class action claiming that Texaco’s unauthorized photocopying of articles from their journals constituted copyright infringement.  Texaco claimed fair use because they were converting the articles into a useful format.  Held: Photocopying of copyrighted material converting the articles into a useful format is not a transformative use of the material and therefore not a fair use.  The publishers have demonstrated a substantial harm to the value of their copyrights through Texaco’s copying due to lost licensing and subscription revenue.  After balancing the four non-exclusive factors bearing on fair use, this did not constitute fair use.  Archiving journal articles is not covered under fair use and there may be significant licensing loss because there is a clearing house for academic journal articles, thus there is a market in existent which had negative loss.

E. Parodies – Parodies of serious works of art, music, and literature are a useful, productive form of social commentary, and since copyright owners are unlikely to voluntarily license others to make parodies of their works, parody authors often must rely on the fair use defense.

1. Parody v. Satire – Parody requires commentary or criticism of an original piece of work.  Satire, on the other hand, makes criticism of society in general.  This difference is important because fair use is not a defense for satire.  This is b/c with parody, it is impossible to make criticism of a work without using some portion of it.  One can, however, make criticism of society w/out infringing upon another’s copyrighted work.

E.g. “The Cat NOT in the Hat” – Social satire of the O J Simpson trial.  Held as infringement because b/c not parodying actual book.

2. Amount of Copyrighted Material Used – An important consideration when looking at parody is the amount of the copyrighted material used in the parody.  The question is whether the amount of the defendant’s taking is reasonable in relation to the purpose of the copying.  

i) Necessary to Copy “Heart” of Work – To conjure up the original and make the object of its critical commentary recognizable to the audience, it will be necessary to copy a work’s most distinctive or memorable features.  Thus, the parodist may be justified in taking the “heart” or most distinctive and important parts of the work when parodying that work.

Campbell v. Acuff-Rose Music (1994) – 2 Live Crew recorded a rap parody of the Roy Orbison hit “Pretty Woman.”  Acuff-Rose, the copyright holder of the original song, sued for copyright infringement.  2LC claimed that it had made fair use of the original song.  Held: The commercial purpose of a work is only on element of the inquiry into the work’s purpose and character for fair use purposes.  The other elements to be considered are the nature of the copyrighted work, the amount and substantiality of the portion used in relation to the copyrighted work as a whole, and the effect of the use upon the potential market for the copyrighted work.  In this case, it was error for the court of appeals to conclude that the commercial nature of the parody rendered it presumptively unfair.  Furthermore, it was wrong to conclude excessive copying considering the satiric purpose of the parody version.  There was substantial amounts (including the heart of the song) used, but there has to be to make an effective parody, since the point of parody is to link it to the original.
VI.  DIGITAL MILLENNIUM COPYRIGHT ACT & INTERNET COPYRIGHT ISSUES
A. Digital Millennium Copyright Act –Makes it illegal to CIRCUMVENT TECHNOLOGICAL MEASURES that copyright owners us tot control others’ access to their works.  It also prohibits MANUFACTURE, DISTRIBUTION, and TRAFFICKING in DEVICES or services that enable others to circumvent copyright owners’ measures to control access, or to control use, of their copyrighted works.
1. Two Requirements – There are two requisite elements for the application of the DMCA.  There must be (1) some sort of technological measure that (2) effectively controls access to a copyrighted work.  Without either of these, the DMCA is inapplicable.
2. No Direct Infringement Proof Necessary – Under the DMCA, it is not necessary to actually prove direct infringement.  Manufacturing or trafficking circumvention technology is sufficient enough.

3. Rationale for the DMCA – Creates a right of action against people that don’t necessarily directly infringe on copyright, but indirectly infringe by creating the means necessary for others to directly infringe.  This is important because it is far harder/more expensive to sue hundreds of direct infringers that may be judgment proof than suing a company with deep pockets.

i) Congress was Worried about Two Things – (1) Ability to make perfect digital copies; and (2) the unlimited transmission on internet.

ii) Underlying Goals – The DMCA is aimed to deter the venture capitalists from investing, creating, or marketing encryption-breaking software.  The DMCA is likely not going to deter many young hackers.  

B. 17 U.S.C. § 1201(a) – PROHIBITIONS…

(1) ‘Circumvention’ of “a technological measure that effectively controls access to a work protected under this title”
(2) “[M]anufacture, import, offer to the public, provide, or otherwise traffic in any technology, product, service, device, component, or part thereof, that-”

(A) is primarily designed or produced for the purpose of circumventing a technological measure that effectively controls access to a work protected under this title;

(B) has only limited commercially significant purpose or use other than to circumvent a technological measure that effectively controls access to a work protected under this title; or

(C) is marketed by that person or another acting in concert with that person with that person's knowledge for use in circumventing a technological measure that effectively controls access to a work protected under this title

C. 17 U.S.C. § 1201(c-h) – EXCEPTIONS…
(1) “Nothing in this section shall affect rights, remedies, limitations, or defenses to copyright infringement, including fair use, under this title.”

(2) Exceptions for…

i) Non-profits, libraries, educational institutions…

ii) Law Enforcement, Intelligence, and Other Government Activities…

iii) Encryption Research…(i.e. reverse engineering to achieve interoperability)
iv) Goods/services that protect minors…

v) Protection of personally-identifiable-information…

vi) Security testing…

D. DMCA and Fair Use – In at lest one federal district court case, the court determine that the fair use defense was inapplicable.  Most likely, this was motivated by the court’s fear that if fair use was allowed it would serve to gut the meaning and effectiveness out of the statute.

Universal v Remierdes (SDNY 2000) –Movie studios put CSS encryption on DVDs that prevent you from downloading files onto your hard drive. They don’t stop people from making bit for bit copies to another DVD. The aim is to keep regional copying at bay, so you can’t buy a DVD in Thailand to watch in the U.S. DeCSS, a program that allows users to circumvent CSS, was invented by a Norwegian teenager reverse engineering CSS (which suggests that technological blocks are ineffective). 2600.com posted the source code for DeCSS and links to places where people could download deCSS.  One of the main issues concerned whether 2600’s posting of DeCSS “trafficking in technology” meant to circumvent encryption.  Held: The court says trafficking means providing to the public. Thus posting the code on their site or even linking to other people who provide deCSS was trafficking. In addition, deCSS is the type of technology the DMCA was targeting because 1) CSS effectively controls access to copyrighted works and 2) deCSS was designed primarily to circumvent CSS . Thus, 2600 was trafficking in technology banned by the DMCA, as the law prohibits. In addition, their use does not fall under fair use, despite their argument that deCSS is designed to allow people running Linux to watch DVDs. This is because it doesn’t matter if assisting fair use was the motivating force behind developing and giving away deCSS; fair use is not a defense to trafficking in the banned technology. The fair use provision of the DMCA only protects fair use of the copyrighted material. 

1. Defining Trafficking: “Linking with Intent” – Court says that it is not willing to make distinctions between different levels or kinds of trafficking.  Rather, it establishes that the dispositive factor is intent and the per se rule that linking with illegal intent is trafficking.

i) Criticism: Required Value Judgment – The linking with intent requirement, however, requires a value judgment to be made whether the intent was good.  Many critics claim that value judgments should be absent from First Amendment decisions.

2. Importance of DMCA to Price Discrimination – CSS does not completely prevent copying of DVD’s.  Rather, it only prevents access on DVD players in certain regions of the world.  This controlled access is essential to enable the companies’ to price discriminate between countries.  This is beneficial to society b/c price discrimination is a near perfect pricing plan (most efficient) for products under monopolies.

3. Why does Sony not control this case? – Even if all the people in the world using DeCSS are exercising fair use, because DMCA was passed by Congress after Sony, any conflict between DMCA and Sony is controlled by the DMCA.  This has been criticized because Congress included an explicit reference to fair use in the DMCA.  Wagner says that a better interpretation of the DMCA would say that hacking for fair use rights is probably permissible.  Here, the judges focused too much on the particular facts of the case.

E. Peer-to-Peer Networks and Indirect Liability – Distribution networks that allows one user to directly copy and download a file from another user or multiple users.  The files are never kept on a central server and the network distributes server speed across a wide range of computers.  Thus, P2P networks are often found indirectly liable for the unauthorized copying done by the network users.
1. Prerequisite: Direct Infringement – In order to prevail under either theory, the copyright owner must first show that some underlying direct infringement has taken place.  In a widely-used P2P file-sharing environment, however, it is a virtual certainty that at least some end-users are engaged in infringing activities.

2. CONTRIBUTORY INFRINGEMENT – One who, with knowledge of the infringing activity, induces, causes, or materially contributes to the infringing conduct of another, may be held liable as a contributory infringer.  In order to prevail on a contributor infringement theory, a copyright owner must prove each of the following elements…

(1) Direct Infringement – There has been a direct infringement by someone.

(2) Knowledge – The accused contributory infringer knew of the underlying direct infringement. This element can be satisfied by showing either that the contributory infringer actually knew about the infringing activity, or that he reasonably should have known given all the facts and circumstances. At a minimum, however, the contributory infringer must have some specific information about infringing activity—the mere fact that the system is capable of being used for infringement, by itself, is not enough.

(3) Material Contribution – The accused contributory infringer induced, caused, or materially contributed to the underlying direct infringement. Merely providing the “site and facilities” that make the direct infringement possible can be enough.

3. VICARIOUS INFRINGEMENT – A person will be liable for vicarious infringement if he has the right and ability to supervise the infringing activity and also has a direct financial interest in such activities. Thus, in order to prevail on a vicarious infringement theory, a copyright owner mush prove each of the following:

(1) Direct Infringement – There has been a direct infringement by someone.

(2) Right and Ability to Control – The accused vicarious infringer had the right and ability to control or supervise the underlying direct infringement. This element does not set a high hurdle. For example, the Napster court found that the ability to terminate user accounts or block user access to the system was enough to constitute “control.”

(3) Direct Financial Benefit – The accused vicarious infringer derived a “direct financial benefit” from the underlying direct infringement. In applying this rule, however, the courts have not insisted that the benefit be especially “direct” or “financial”—almost any benefit seems to be enough. For example, the Napster court found that “financial benefit exists where the availability of infringing material acts as a draw for customers” and the growing user base, in turn, makes the company more attractive to investors

A&M v Napster (9th Cir. 2001) – Napster was a peer-to-peer network that linked users and allowed them to download music, videos, etc.  The files were never located on Napster, but the company could refuse to allow users access, refuse to list certain files on its server, etc.  A&M (P) brought a suit against Napster for contributor negligence.  Held: Napster was guilty of both contributory infringement as well as vicarious liability  

Contributory Infringement – The Ninth Circuit upheld the lower court’s findings: 1. Direct Infringement: At least some Napster users are direct infringers, because they distributed and reproduced copyrighted music without authorization. 2. Knowledge: Napster had actual knowledge of infringing activity, based on internal company emails and the list of 12,000 infringing files provided by the RIAA. Moreover, Napster should have known of the infringing activity, based on the recording industry experience and downloading habits of its executives and the appearance of well-known song titles in certain promotional screen shots used by Napster. 3. Material Contribution: Napster provided the “site and facilities” for the directly infringing conduct of its users.

Various Infringement – The Ninth Circuit also endorsed the lower court’s vicarious infringement analysis: 1. Direct Infringement: At least some Napster users are direct infringers, because they distributed and reproduced copyrighted music without authorization. 2. Right and Ability to Control: Napster has the ability to control the infringing activity of its user because it retains the right to block a user’s ability to access its system. 3. Financial Benefit: Napster derived  financial benefit from the infringing activities of its users because this activity acted as a “draw” for customers, and a portion of Napster’s value is derived from the size of its user base.

a. Sony Distinguished – On remand, the court found that there were significant noninfringing uses.  However, the court distinguished Sony because the Napster is a service (rather than an end product) and thus Napster had the power to do things that Sony did not to protect against infringement

b. Gnutella: Less Likely to Find Vicarious Infringement – Different peer-to-peer network because there is no centralized server.  Under this type of decentralized system, it seems impossible to monitor.  Accordingly, it is less likely that a court would deem there to be vicarious infringement.

MGM v. Grokster (2005) – SCOTUS argument in March – Grokster makes P2P software; MGM alleges indirect infringement (contributory, vicarious).  9th Circuit held that, under Sony, the capability of noninfringing uses allows Grokster to escape liability

c. Remaining Uncertainty of Sony – The question remains whether Sony stands as a blanket defense for technologies “capable” of substantial noninfringing uses or whether it is merely a cost-benefit (balancing) analysis, where the costs of the activity are balanced against the benefits of allowing it.

4. Policy Problem: Expanding Role of Lawyers – The role of lawyers is increasing in the realm of intellectual property because software technology developers are coming to lawyers to find out how to do things legally (i.e. find the holes in the cases and design around those holes).  This is problematic because it stifles innovation by requiring expensive legal assistance to create legal innovation for the benefit of the public.

VII. COPYRIGHT AND COMPUTER SOFTWARE

A. Copyrightability of Computer Software – Congress amended the Copyright Act of 1976 to expressly provide copyright protection for computer programs as “literary works.”
1. Policy Implications – The benefit of this protection is creating a similar incentive system to that with other copyrighted works.  The problem, however, is that computer programs are inherently utilitarian and functional in nature and it will be difficult to differentiate between the functional/expression aspects of the work.  Furthermore, many argue that copyright duration is unbalanced for the context of computer software.

B. Infringement – Copyright protects both the computer code used (i.e. literal language) as well as the underlying structure or organization of the program (i.e. the nonliteral aspects) as well.

1. Literal Infringement – In Apple Computer v. Franklin (1983), the Federal Circuit Court ruled that programs in both source code and object code are protected by copyright from literal infringement.

2. Nonliteral Infringement – Courts have uniformly agreed that nonliteral elements should be protected under same principles as other literary works.  They have encountered difficulty, however, in distinguishing the copyrightable (expressive) portions of the program from the noncopyrightable (functional) portions.
i) Whelan Test: Particular Structure Necessary for Purpose – In utilitarian works such a computer programs, the ultimate purpose or result the work seeks to accomplish is the work’s underlying idea.  If a particle structure is necessary in order to accomplish the purpose, then the structure mergers with the purpose (idea) and is unprotectible.  If the structure is not necessary, however, and if there are sufficient alternative structures that would accomplish the same purpose, the structure that the programmer devised is not protectible expression. (Whelan Associates v. Jaslow Dental Laboratory, 1986)

a. Criticism – Whelan test was criticized as overly broad (i.e. abstraction too high) and not useful.

ii) Altai Test – The Second Circuit developed an alternative test when it rejected the Whelan test as being overly broad and simplistic.  This new standard is comprised of a three step analysis…

(1) Abstraction Into Structural Components – The court should first break the program down into its structural components and be conceptualized in ever increasing levels of generality.  This process begins with a conception of the program in very specific detail, describing each instruction and its organization within a hierarchy of modules.  Each progressively general conceptualization is a level of abstraction.  The court determines the proper level of abstraction for the rest of the analysis.

(2) Filtration of Excluded Elements – Once the program’s level of abstraction has been laid out, the court must examine each structural component at that level to determine whether they are eligible for protection under copyright.  Excluded elements include components which (1) constitute an idea, (2) are required in order for the program to perform its functions efficiently; (3) are required by factors external to the program itself; or (4) were taken from the public domain.

(3) Comparison with Defendant’s Software – Once the court has filtered out all the excluded elements, there may remain a core of protectible expression.  The court must compare this remaining portion with the defendant’s program to determine whether there was infringement.

Computer Associates v Altai (2nd Cir. 1992)​ – Altai made Oscar 3.4 using code taken from CA Adapter, not realizing that they were using CA’s code that a former CA employee had taken. So Altai had people who had never seen the CA code rewrite their program, which they named Oscar 3.5.  If you follow the Whelan test, this is still infringement because the end results were structurally similar (but not the code itself).  Held: The CR infringement claim was dismissed. Oscar 3.5 did not infringe CA Adapter. The court rejects the Whelan test and adopts the Abstract-Filtration Test: (1) Step 1: Abstraction: Take the original, copyrighted program, and divide it into its structural sub-modules to determine the proper level of abstraction that should guide the analysis. (2) Step 2: Filtration: Look at the sub-modules and decide whether each is protected.  (3) Step 3: Comparison: Take the protected pieces and compare them to the allegedly infringing program. If there is substantial similarity between the protected bits and the new program, there is infringement
iii) NO Copyright Protection for User Interface – A program’s “user interface” is comprised of the various elements through which the program communicates with the user (e.g. screen display, menu command hierarch, and the correspondence between particular commands and keys on the keyboard).  The user interface constitutes the programs “METHOD OF OPERATION” and thus is unprotectible.
Lotus v Borland (1st Cir. 1995) – Lotus set the industry standard for spread sheets, and people got used to using their macros and the Lotus menu hierarchy (ex: File, edit, view, etc.). Then, Borland made its own spreadsheet but used Lotus’ menus so that the two would be compatible. The Borland program isn’t infringing Lotus’; it’s just the menu that’s the same (so Altai test doesn’t apply).  Can you CR a menu hierarchy?  Held: No b/c the menu is a method of operation. Section 102(b) says that systems, methods of operation, processes, or procedures are not copyrightable. The Ct says that the menu is just like the buttons on a VCR. Using it is like pressing play on the machine – it’s a method of operation.

a. Fair Use – The concurrence also used a “fair use” rationale. It’s the investment by the user in these methods that make them valuable. So even if they were expressions, society wouldn’t want to protect them because it would serve to give one company a monopoly and thereby limiting consumer choice.

C. Fair Use – Traditional defenses against copyright infringement are also available in computer programs context.  

Lewis Galoob Toys v Nintendo (9th Cir. 1992) – Lewis Galoob made the Game Genie, a device which added lives and speed to Nintendo games. Nintendo claims that this is creating derivative works and thus violates their copyright on the computer programming.  Held: The use of the Game Genie by users is fair use. The court analyzes the market value aspect and says the game genie is not reducing the market value of Nintendo’s games.  Furthermore, the use was non-commercial, nonprofit activity, and thus the likelihood of future harm may not be presumed.

i) Reconcile Nintendo with Texaco – It’s difficult to reconcile this case with Texaco (re: photocopying of scientific articles) because both affect value of a derivative market.  The cases seem to be distinguished by the fact that the court here thinks that the Game Genie will actually expand Nintendo’s market.

D. Reverse Engineering – Defined as “starting with the known product and working backward to divine the process which aided in its development or manufacture.”  It typically involves two phases: (1) disassembly or decompilation of the program in order to create human-readable code that may be analyzed, and (2) using the results of this analysis to create a commercially viable program.

1. Reverse Engineering of Computer Software IS Fair Use – Where disassembly is the only way to gain access to the ideas and functional elements in a copyrighted computer program and where there is a legitimate reason for seeking such access (i.e. seeking interoperability of software programs), disassembly is a fair use of the copyrighted work as a matter of law.

Sega Enterprises Ltd v. Accolade Inc. (Ninth Cir. 1992) – Accolade reverse engineers games to make games that are compatible for those systems. In order to determine what the code does, they copy it. It’s one-time copying, not for profit.  Held: Reverse engineering to discover noncopyrightable elements of a competitor’s program is fair use. The purpose of the use (reverse engineering in order to discover functional requirements for compatibility with Sega’s console – which is not copyrightable code), the effect on the market (increases competition, good for consumers; while in Harper, people would only be expected to buy 1 copy of Ford’s memoirs, here users buy many games; besides, an attempt to monopolize the market runs counter to CR’s statutory purpose of promoting creative expression), and the nature of the work all go to Accolade’s side.

i) Interoperability – The Court held that reverse engineering is fair use as a matter of law because it wanted to create incentives for interoperability across the market.  In this case, it may have hurt Sega, but it helps the overall market for videogames (more competition).

ii) Recent Development – The actual trend in video game production is actually opposite as feared in this case.  Companies like Sega subsidize game producers to develop games for their respective systems.

iii) Alternative Protection: DMCA and Other IP Laws – Since its passage, the DMCA has provided an alternative method of protecting computer programs from reverse engineering.  A computer programmer need only add some encryption to the code and claim violation under the DMCA.  Additionally, significant protection is also available through patents and trademarks.

I. TRADEMARK GENERALLY
A. Trademarks Defined – A trademark is a symbol used by a person in commerce to indicate the source of the goods and to distinguish them from the goods sold or made by others.  The symbol can be a work, a phrase, a design, an image, a sound, a color, or even a fragrance.  

1. Statutory (Rather than Constitutional) Basis – 15 U.S.C. § 1127 – Trademarks are “word, name, symbol, device, or any combination thereof … to distinguish goods from others and indicate source.”

i) Commerce Clause Grants Congressional Authority – The mark must be “used” (or there must be an “intent to use” the mark) “in commerce.”  This is because Congress relied on the commerce clause to grant its authority to pass the Lanham Act to regulate trademarks.

2. Expansive Coverage – Trademarks can be given to almost anything so long as it can be used to distinguish a product from others and indicate source.

3. Trade Names are NOT Protected – Trade names identify companies and not products.  No traditional trademark protection is available to trade names although perhaps state law protection.

B. History of Trademark Law – Trademark law originated as one of several related doctrines comprising the common law of unfair competition.  Later, Congress passed a series of federal statutes (the Lanham Act) that incorporated and built upon the common law trademark doctrine.  Today, trademark owners may obtain relief for trademark infringement under the state common law of unfair competition, under state trademark laws, or under the federal Lanham Act.

1. Unlimited Duration – Trademarks are good for an unlimited time period until abandoned.

C. Rationale for Trademark Law – Trademarks are widely viewed as devices that help to reduce information and transaction costs by allowing customers to estimate the nature and quality of goods before purchase.  Consumers rely most on trademarks when it is difficult to inspect a product quickly and cheaply to determine its quality.  Trademarks also provides incentives for the originator of the mark to create and maintain its good will through both product quality as well as advertising.

1. Relatively New Doctrine – Trademarks are a relatively ‘newer’ doctrine compared with other forms of intellectual property with much growth in the 20th century. This is because in recent decades it has become easier for businesses to mass market and thus they have become more sophisticated in their marketing and branding.
2. Costs of Trademarks – Some of the possible associated costs with trademarks include: competition costs (reduces competition by giving a limited monopoly on a brand name; e.g. limited monopoly on “Mercedes” cars); brand name allows higher prices than generic brands (associated higher quality)(e.g. drugs); cost of creating and maintaining the trademark (i.e. advertising); protection and litigation costs; reduce ability of free expression; and reduction in quality (i.e. once the brand name gets powerful enough, the quality could actually drop without anyone knowing)

II. SUBJECT MATTER OF TRADEMARK, REGISTRATION, AND OPPOSITION
A. Four Categories of Protectible Marks – There are four different types of marks.

1. Trademarks – A trademark is a word, name, symbol, device, or any combination thereof, which is used to distinguish the goods of one person from goods manufactured or sold by others, and to indicate the source of the goods, even if the source is unknown.

E.g. Coca-Cola, Campbell’s Soup, Dell, Domino’s Pizza, and Caterpillar

2. Service Marks – Service marks are the same as trademarks except they identify and distinguish a business’s services rather than its products.  Thus, a service mark is a word, name, symbol, device, or any combination thereof, which is used to distinguish the services of one person from services rendered or sold by others, and to indicate the source of the services, even if the source is unknown

E.g. Greyhound Bus Service, Google, and the University of Pennsylvania logo

3. Certification Marks – Certification marks are words, symbols, devices, or combinations thereof, used by one person or organization to certify that the goods or services of others have certain characteristics (i.e. identifies source of the certification rather than the source of the goods).  Characteristics might include things as origin in a particular region, composition of a particular material, quality, accuracy, or union labor.

E.g. Florida Orange Juice, Georgia Peaches, and Good Housekeeping Seal of Approval

4. Collective Marks – A collective mark is a mark adopted by a “collective” (i.e. an association, union, cooperative, fraternal organization, or other organized collective group) for use only by its members, who in turn use the mark to identify their goods or services and distinguish them from nonmembers
E.g. AFL-CIO, Beta Theta Pi, Federalist Society

B. Various Content of Marks – A wide variety of things can serve as marks – any word, name, symbol, or device, or combination thereof.  WORDS are the most common form of marks, but PICTURES, DRAWINGS, COLORS, SOUNDS, and even FRAGRANCES have received trademark protection as well.

1. Colors – Customers may come to treat a particular color on a product or its packaging as signifying a brand.  Thus, because there is no special rule preventing it, color is within the things that can qualify as a trademark.  However, color alone is not inherently distinctive and requires secondary meaning for protection.
Qualitex Co. v. Jacobson Products Co. (1995) – Qualitex manufactured pads used by dry cleaning presses.  The pads were a distinctive green-gold color.  When Qualitex discovered that Jacobson was also selling pads of the same color, it brought an unfair competition action and also sought to register the color as a trademark.  Held:  Color alone may be registered as a trademark.  The Lanham Act is liberal with respect to the universe of things that can be trademarked.  Any symbol which carries a secondary meaning linking it with a particular product may be trademarked.  There seems to be no reason why a color cannot fall within this definition.

2. Functionality Doctrine – A product’s functional features are not subject to trademark protection.  If these could be used as trademarks, a monopoly over functional features could be obtained without qualifications necessary under patent law and could be extended forever b/c trademarks may be renewed in perpetuity.
i) Functionality Test – A product feature is functional if…

(1) It is ESSENTIAL to the USE or PURPOSE of the article or if it affects the COST or QUALITY of the article.” 

OR 

(2) If exclusive use of a feature would put competitors at a significant NON-REPUTATION-RELATED DISADVANTAGE.

Qualitex (cont.) – The Court determined that the green-gold color did not affect the use, purpose, cost, or quality of laundry press pads.  It also stated that competitors would be in a significant non-reputation-related disadvantage only if there were insufficient alternative colors available to them which would be equally aesthetically pleasing to customers.  Because it appeared that the competitors could use alternative colors effectively, the color was non-functional and protectible.  

3. Composite Marks – A mark may be comprised of one or a number of different elements.  When a composite mark is claimed, it must be evaluated as a whole.  Even though one particular element of the mark, such as a word or design, may not be sufficiently distinctive or make a sufficiently separate commercial impression to serve as a mark by itself, it may be sufficient in combination with other elements.

C. Registration – Persons owning marks under the common law have the option to register those marks on the Lanham Act’s Principal Register.  

1. Registration Benefits – Although registration is not a prerequisite to trademark protection, the trademarks registered on the Principle Register enjoy a number of advantages including…(1) nationwide constructive use and constructive notice; (2) possibility of achieving incontestable status after five years; (3) rights in a broader geographic (international) area; and (5) the right to bring a federal cause of action without regard to diversity or minimum amounts of controversy.

2. Subject Matter Limitations – The Lanham Act (15 U.S.C. §1052), however, also lists certain subject matter which specifically cannot be registered on the Lanham Act Principal Register.

(a) [Immoral or False]Consists of or comprises immoral, deceptive, or scandalous matter; or matter which may disparage or falsely suggest a connection with persons, living or dead, institutions, beliefs, or national symbols, or bring them into contempt, or disrepute

(b) [Flag or Symbols] Consists of or comprises the flag … or other insignia of the United States, or of any State or municipality, or of any foreign nation, or any simulation thereof.

(c) [Names or Portraits w/out Consent] Consists of or comprises a name, portrait, or signature identifying a particular living individual except by his written consent, or the name, signature, or portrait of a deceased President of the United States during the life of his widow, if any, except by the written consent of the widow…

(d) [Previously Registered] A mark which so resembles a mark registered in the Patent and Trademark Office, or a mark or trade name previously used in the United States by another and not abandoned, as to be likely, when used on or in connection with the goods of the applicant, to cause confusion, or to cause mistake, or to deceive…

(e) [Deceptive, Geographic, Surnames, and Functional] Consists of a mark which (1) when used on or in connection with the goods of the applicant is merely descriptive or deceptively misdescriptive of them, (2) when used on or in connection with the goods of the applicant is primarily geographically descriptive of them, … (3) when used on or in connection with the goods of the applicant is primarily geographically deceptively misdescriptive of them, (4) is primarily merely a surname, or (5) comprises any matter that, as a whole, is functional.

[Dilution] A mark which when used would cause dilution
i) Immoral or Scandalous Marks – Immoral or scandalous marks will not be enforced or registered.  Marks are scandalous or immoral if they give offense to others’ conscience or moral feelings or are shocking to others’ sense of decency or propriety. 

a. Two Step Analysis – (1) Determine the likely meaning of the word, and (2) determine whether the likely meaning is scandalous to a substantial composite of the general public.
Harjo v. Pro-Football (1999) – Harjo, a Native American, filed a petition to cancel the registration of marks associated with the Washington Redskins Football Team on the basis that the term “redskin” is scandalous and degrading.  Pro-Football responded that the marks have acquired strong secondary meaning through long and substantial use, identifying the entertainment services in the form of professional football games.  Held:  Cancellation approved.  When looking at whether the mark is disparaging, the general public’s perceptions are irrelevant and only the perceptions of those persons identified or implicated in some way by the mark are relevant.  Here, Harjo has clearly established that the term “redskin” may disparage Native Americans as perceived by a substantial composite of Native Americans.
ii) Geographic Marks – There are three categories of geographic marks, each deserving a different level of protection.  The relevant question differentiating between the three categories is whether the consuming public is likely to assume that the named location is where the product originated.

a. Primarily Geographically Misdescriptive Marks – These marks do not describe the place from where the goods originated, but the public would not think that the product originated there anyway.  Because the choice of such a symbol is arbitrary and inherently distinctive, protection is available even without secondary meaning.

E.g. Alaskan Bananas, Planet Jupiter Bottled Water

b. Primarily Geographically Descriptive Marks – These marks truly describe the place from where the goods originated.  Because they are merely descriptive, however, they require secondary meaning to be distinctive and protectible.

E.g. Florida Oranges, Georgia Peaches, Alaskan Tuna

c. Geographically Deceptively Misdescriptive Marks – These marks do not describe the place from where the goods originated.  However, the public could be misled into thinking that the trademark indicated geographic origin.  Accordingly, these marks are not protected even if consumers do not deem the geographical term to be material.

E.g. Florida Oranges (where the fruit comes from South America)

In re Nantucket, Inc. (1982) – The mark NANTUCKET for men’s shirts was refused by the Patent and Trademark Office on the grounds that it was “primarily geographically deceptively misdescriptive.”  Nantucket appealed claiming that as applied to their shirts, the mark was arbitrary and descriptive because there was no association in the public’s mind of men’s shirts with Nantucket Island.  Held:  For a mark to be geographically deceptively misdescriptive, there must be a reasonable basis for believing that purchasers are likely to be deceived.  There is no evidence that the purchasing public would expect men’s shirts to have their origin in Nantucket when seen in the market place with Nantucket on them.  Hence buyers are not likely to be deceived and registration cannot be refused on the ground that the mark is primarily geographically misdescriptive.

iii) Marks that are Surnames – A mark that is primarily a surname requires secondary meaning before it is protectible.  As with geographic marks, however, the rule only applies if the consuming public is likely to consider the primary significance of the term to be a surname.

a. Rationale – Society generally thinks that people should be able to do business under their own name.  Thus, the government is reluctant to give out trademarks of surnames.  The policies underlying this involve: the depletion argument, fairness arguments, and b/c there is no reason (i.e. incentive) to make people try to build goodwill in their own names (i.e. trademark incentive system not necessary).

iv) Deceptive and Deceptively Misdescriptive Marks – Under the Lanham Act, “deceptive” marks are not protectible.  However, “deceptively misdescriptive” marks are protectible if they acquire secondary meaning.  Courts distinguish between deceptive and deceptively misdescriptive marks on the basis of materiality.  If the misdescription is not material to potential buyers, the mark is, like a descriptive mark, protectible if it acquires secondary meaning.  But if the misdescription is material to potential buyers, the mark is deceptive and nonprotectible.

E.g. “Solid Gold Apples” is misdescriptive because the consuming public would not think that the apples are made of solid gold.  “Crimson Apples” is deceptively misdescriptive if the apples are anything but crimson, but if this doesn’t affect whether a buyer decides to buy the apples, then the term is merely deceptively misdescriptive.  If it was material to buyers, then it would be deceptive and nonprotectible.

D. Opposition (Within 30 Days of Publication) – Any person who believes that he would be damaged by the registration of a mark upon the principal register may file an opposition in the Patent and Trademark Office, stating the grounds therefore, within 30 days after the publication of the mark sought to be registered.

1. Requirements – An opposing party must plead and prove that: (1) it is likely to be damaged by registration of the applicant’s mark (this is the standing requirement); and (2) that there are valid legal grounds why the applicant is not entitled to register it claimed mark (statutory grounds, see the Lanham §1052 list supra).

E. Cancellation (After Registration) – After the registration of a mark, a party who believes she is damaged by the registration may bring a cancellation proceeding under §1064.  Depending on the timing of the cancellation proceedings, however, the complaining party may be limited in the potential claims they can allege.

1. Less than Five Years – If the proceeding is brought within five years, ANY grounds for cancellation may be alleged.  

2. Five Years or More –If more than five years since registration have passed, the grounds are more limited.  After five years, a cancellation proceeding cannot be based on a claim that the mark is merely descriptive or that the mark is confusingly similar to a prior mark.  However, cancellation after five years may be based on grounds that the mark is generic, functional, was abandoned, was registered fraudulently, or is immoral and scandalous.

III. ESTABLISHMENT OF TRADEMARK RIGHTS
A. Distinctiveness – To qualify as a mark, a symbol MUST be DISTINCTIVE – i.e. must identify and distinguish the goods or services.  If a mark is not distinctive, its use by others does not cause customer confusion as to source and thus it does not serve the purpose of trademark law and will not be protected.

B. Strength of Trademarks – Only certain trademarks are entitled to legal protection.  Whether an identifying name or phrase may be trademarked at all, and the degree of protection accorded to it, both depend on the “strength” of the mark.  This in turn depends on, among other things, “classification” of the mark as either: (1) arbitrary, (2) suggestive, (3) descriptive, or (4) generic (strongest to weakest).

1. Inherently Distinctive Marks – A mark is inherently distinctive if its intrinsic nature serves to identify a particular source.  Such a mark inherently signals to the potential buyer that it designates the source of the product rather than some other type of information.  Because the mark is inherently distinctive, it is protectible without showing that it has acquired distinctiveness in the public mind.

i) Arbitrary Marks – Marks are arbitrary if they do not describe or suggest any characteristic of the product, and thus there is no logical relation between the mark and the goods.  Because the symbol’s meaning is not related to the goods, it likely will require the most investment to become interpreted as a source indicator and thereby deserving the highest degree of protection.

E.g. Apple Computers, Exxon, Kodak, Ivory

ii) Suggestive Marks – Marks are suggestive if they merely suggest, but do not describe, the nature or characteristics of a product.  Suggestive marks are slightly less distinctive than arbitrary marks but are nevertheless still inherently distinctive and thus deserving of a high degree of protection.

E.g. Coppertone (suntan lotion), Trap (cameras), Base Camp (camping equipment), Noah (zoological gardens)

2. Descriptive Marks – A merely descriptive term is not inherently distinctive.  Rather, the public would likely interpret the term to describe the product, not to denote the source of the product.  Accordingly, these marks are only protectible if they acquire “secondary meaning.”

E.g.  Aloe, Vision Center, Beer Nuts, World Book, Tender Vittles

i) Secondary Meaning – Secondary meaning exists when buyers associate a product with a single source.  It does not mean that buyers need to know the identity of the source, only that the product or service comes from a single source.

a. Proving Secondary Meaning – Proving secondary meaning is a high burden and always rests with the trademark holder.  Surveys provide direct evidence.  Advertising expenditures provide circumstantial evidence.

i) Fair Use Defense – Even when a term has acquired a secondary meaning sufficient to warrant trademark protection, others may be entitled to use the mark without incurring liability.  When the allegedly infringing term is used fairly and in good faith only to describe to users the goods or services of a party, or their geographic origin, a defendant may assert the fair use defense.

a. Rationale – Prevents a trademark registrant from appropriating a descriptive term for its own use to the exclusion of others, who may be prevented thereby from accurately describing their own goods

3. Generic Marks – If potential buyers understand a term to refer to a category of goods or services, as opposed to the source of the product, the term is generic.  Generic terms are not protectible.

E.g. Aspirin, cellophane, thermos, shredded wheat

i) Rationale – The term refers to the product, regardless of the source, so it does not distinguish one seller of the product from other sellers. Granting one seller trademarks right in a generic term would cause considerable problems in connection between other buyers and sellers.

Zatarains v. Oak Grove Smokehouse (1983) – Zatarain manufactured food products and registered the terms “Fish-Fri” and “Chick-Fri” as trademarks for its batter mixes used to fry foods.  Oak Grove began marketing a similar fish fry and chicken fry and Zatarain sued for trademark infringement.  Zatarain claimed that its trademark was a suggestive term and that Oak Grove should be liable for infringing it.  Oak Grove claimed that it was merely a descriptive term subject to the fair use defense.  Held: Both terms are descriptive, and only Fish Fri has secondary meaning.  However, there is no liability here because Fish Fri was subject to the fair use defense.  Court applies four tests – the dictionary, imagination, “classification,” and “already used term” tests – to determine the classification of the terms.  In the end it found that they were both descriptive.  However, because Zatarain had done extensive advertising and presented surveys, secondary meaning was found with Fish Fri.   In the end, though, because Oak Grove consciously packaged and labeled their products in such a way as to minimize any potential confusion, the fair use defense was applicable
C. Trade Dress – The trade dress of a product is its total image and overall appearance.  It may include features such as SIZE, SHAPE, COLOR or color combinations, TEXTURE, GRAPHICS, or even particular SALES TECHNIQUES (i.e. packaging, look, and feel).  Trade dress may be protected if its likely impact on customers is to identify or distinguish the product’s source.  However, trade dress also must be distinctive and nonfunctional.

1. Inherently Distinctive Trade Dress – Just like other trademarks, trade dress can inherently distinctive (i.e. arbitrary or suggestive) and protectible without proof of secondary meaning.

Two Pesos v. Taco Cabana (1992) – Taco Cabana operated restaurants that served Mexican food.  Two Pesos began opening a chain of restaurants of its own which had a similar atmosphere and décor as Taco Cabana.  Taco Cabana brought a trademark infringement action under the Lanham Act contending that its trade dress was protected.  Held:  Court determined that there was infringement.  Inherently distinctive trade dress has trademark protection even if it has not acquired a secondary meaning.  Legal recognition of an inherently distinctive trademark or trade dress acknowledges the owners legitimate proprietary interest in its unique and valuable informational device, regardless of whether substantial consumer association yet bestows the additional empirical protection of secondary meaning.  There is no textual reason for a distinction and there are policy reasons disfavoring such a difference.

i) Rationale – To do otherwise (and thus always require secondary meaning) would…
a. Undermine Lanham Act (i.e. Building Goodwill) – By making difficult the identification of a producer with its product, a secondary meaning requirement for a non-descriptive trade dress would hinder improving or maintaining a producer’s competitive position.
b. Anticompetitive Effects – Denying protection for inherently distinctive nonfunctional trade dress until after secondary meaning has been established would allow a competitor, which has no adopted a distinctive trade dress of its own, to appropriate the originator’s dress in markets and to deter the originator from expanding into those markets.
2. General Categories of Trade Dress…

i) Product Packaging – Including combinations of packaging elements (such as color, design, artwork, and graphics) and the overall appearance of the product’s packaging.

ii) Product Design – A product’s producer may claim either that the overall configuration of the product’s features or individual aspects of its appearance are the product’s trade dress.

iii) Business Appearance – The total image of the business, which may include such things as the shape and appearance of the building, the business’s interior design and décor, signs, and the workers’ uniforms.  

3. Product Packaging v. Product Design – The Supreme Court has distinguished between product packaging and product feature trade dress for purposes of construing and applying the distinctive requirement.

i) Product Packaging: May be Inherently Distinctive – Product packaging can be inherent distinctive because the very purpose of attaching a particular word to a product, or encasing it in a distinctive packaging, is most often to identify the source of the product.  Accordingly, product packaging trade dress may be protectible without a showing of secondary meaning.

ii) Product Design:  Must have Secondary Meaning – Plaintiffs claiming rights in product feature trade dress must always demonstrate secondary meaning as a prerequisite to relief.  This is because consumers are aware that, almost always, even the most unusual of product design is intended not to identify the source, but to render the product itself more useful an appealing.

iii) Ambiguous Trade Dress: Requires Secondary Meaning – In cases in which the proper categorization of trade dress as product packaging or product feature is unclear, courts should generally categorize the trade dress as product feature, and require a showing of secondary meaning.

Wal-Mart Stores v. Samara (2000) – Samara was a manufacturer of children’s clothes.  Wal-Mart wanted to sell similar clothes in its stores, thus it contracted with Judy-Philippine, a supplier, to manufacture a line of clothes based on photographs of several of Samara’s clothes.  JP made only minor modifications and then Wal-Mart sold the clothes for $1.5 million profit.  Samara brought an action of trade dress infringement.  Held:  No infringement.  A design, absent a showing of secondary meaning, is not inherently distinctive and therefore is not protected from infringement.  Much like color, there is no inherent distinctness in design and thus there must be secondary meaning for protection.  Samara’s design, therefore, could not meet the requirement that consumers equate it with the source.

D. Priority and Determining Ownership – The true owner of a mark is the person who first uses the mark on the goods themselves or on the containers, associated displays, tags, or labels when the goods are sold or transported in commerce.  The use must be a bona fide use in trade and not done merely to reserve the right in the mark.  Courts look at the totality of the circumstances to determine whether the use was sufficient.

1. Use in Commerce – 15 USC § 45(a) of the Lanham Act, which defines a trademark, requires that the mark either be (1) used in commerce, or (2) registered with a bona fide intention to use it in commerce.  

i) Commerce Clause – Historical result of the constitutional basis for the trademark laws, which unlike patent and copyright, rely on the congressional power to regulate interstate commerce.

ii) Other Rationales – By insisting that firms use trademarks to obtain rights in them, the law prevents entrepreneurs from reserving brand names in order to make their rivals’ marketing more costly.  Public sales let others know that they should not invest to develop a mark similar to one already in trade.
2. Simultaneous Use and Priority Rights – When a mark is used simultaneously by two parties, a court will determine ownership rights based priority, i.e. first to use the mark in commerce to identify its goods.

i) If Neither Party Registered – If neither party registered the mark, each party is entitled to exclusive use of the mark in the areas where it was used and the party established goodwill.  Should the two marks come into conflict in a particular geographic area, the conflict will be resolved in favor of the earliest user in that area (i.e. first use “in commerce”).

ii) Single Party Registered – Registration by one of the parties modifies the system slightly, allowing slight sales plus notice in the register to substitute for substantial sales without notice.

a. “Token Use” Insufficient – The use must be reasonably substantial and “in the ordinary course of trade” – not merely for the purpose of reserving rights in the mark.  A mere internal use, such as a company’s use of the mark on samples sent to its sales representatives, will not suffice.  The use must be directed to the user’s customers and must be more than merely selling and shipping one small batch of goods to secure trademark protection.

b. Bona Fide Intention to Use is Sufficient – The Trademark Law Revision Act (TLRA) provides that a person who has a bona fide (good faith) intention to use a trademark in commerce may apply to register the trademark on the principal register.  The Trademark Office will issue a “notice of allowance” which gives the owner six months to submit a verified statement that the trademark has in fact been used in commerce, at which point it is entered on the Principal Register.  Provided that there is use during this period, the owner will have nationwide priority based on the original filing date.
c. “Limited Area” Defense – Allows a non-registering party to claim priority in those geographic areas where he has made continuous use of the mark since before the registering party filed application.  Only allows protection within this area, however, and the use of the mark by the junior party must have been without knowledge of the senior mark.

iii) Duel Registration (i.e. Concurrent Use) – If the parties agree, or if the Patent and Trademark Office determines, that the registration of two marks is unlikely to cause confusion, it is possible that both marks will be registered for use throughout the entire country.

Zazu Designs v. L’Oreal (1992) – L’Oreal developed a line of hair products and wanted to name them Zazu.  When it was investigating the availability of Zazu as a trademark, it was found that a beauty salon was already using the mark.  L’Oreal called to find out whether ZHD was selling its own products and was informed that it was not but might be in the future.  L’Oreal also found that there was a federal registration of Zazu owned by a clothing manufacturer, and thus L’Oreal paid for a covenant not to sue if L’Oreal used the name on its products.  L’Oreal then became shipping hair products under the Zazu name and applied for federal registration.  At the same time ZHD was selling small quantities of shampoo in bottles labeled with the Zazu name.  ZHD eventually sued L’Oreal for trademark infringement.  Held:  No infringement.  Only active use allows consumers to associate a mark with particular goods and notifies other firms that the mark is so associated.  ZHD’s sales were insufficient as a matter of law to establish national trademark rights.  ZHD applied for registration of Zazu after L’Oreal had applied to register the mark and had also put its product on the market nationwide.  Intent to use a mark, like naked registration, establishes no rights at all.

E. Incontestability – A mark that has been in continuous use for five consecutive years following its registration will obtain “incontestability” status upon the registrant’s filing of an affidavit with the PTO to that effect that truthfully states that there has been no final decision adverse to the registrant’s claim of ownership of the mark and that there is no proceeding presently pending involving the registrant’s rights in the mark.

1. What advantages does it confer? – Gives the registrant an advantage in an infringement action because it (1) precludes claiming that the mark is not inherently distinctive or lacks secondary meaning and (2) it serves as conclusive evidence of the registrant’s exclusive right to use the registered mark.

Park ‘N Fly v. Dollar Park and Fly (1985) – Park ‘N Fly operated long-term parking lots near airports in several states and established a service mark with the name “Park ‘N Fly” with the PTO.  PNF sought an injunction against Dollar Park and Fly from using “park and fly” in their name.  DPF counterclaimed that the mark was a generic term and that it was unenforceable because it was merely descriptive.  Held: An incontestable mark cannot be challenged on the grounds that it is merely descriptive.  The holder of a registered mark may rely on incontestability to enjoin infringement, and such an action may not be defended on the grounds that the mark is merely descriptive.  Congress expressly provided in the Lanham Act that an incontestable mark could be challenged on specific grounds, and the ground identified by Congress do not include mere descriptiveness.

IV. TRADEMARK INFRINGEMENT
A. Three Standards for Trademark Infringement – The standard test for trademark infringement is whether the defendant’s use of the trademark is likely to cause an appreciable number of consumers to be confused about the source, affiliation, or sponsorship of the goods or services.  In other words, is there a likelihood of confusion?  Three are three different standards depending on the nature of the goods…
1. Competing Goods – When the goods produced by the alleged infringer compete for sales with those of the trademark owner, infringement usually will be found if the marks are sufficiently similar that confusion can be expected.  

2. Related Goods – When the goods are related, but not competitive, several other factors (see below) are added to the calculus.  “Related” goods are those products which would be reasonably thought by the buying public to come from the same source if sold under the same mark.

3. Unrelated Goods – If the goods are totally unrelated, there can be no infringement b/c confusion is unlikely.

B. Likelihood of Confusion Analysis – There are at least eight factors that a court can consider when analyzing whether there is a likelihood of confusion sufficient for trademark infringement.  However, this list is non-exhaustive and a court is free to examine other factors as well.

1. Eight Factors Related to Likelihood of Confusion Analysis

(1) Strength of the Mark – The strength of the mark refers to its distinctiveness (spectrum) and to its commercial strength (goodwill).  The more distinctive the mark, the more likely its use by other would confuse potential buyers.

(2) Proximity of the Goods – The more similar the good sand services (or their marketing), the more likely the confusion.  Do the goods compete side-by-side?  Or are they sold in separate markets?

(3) Similarity of the Marks – Tested on three levels – Sight, Sound, & Meaning.  Appearance is important in cases involving a picture or design. How the mark sounds phonetically is important b/c many times consumers only hear the mark on radio or television. And sometimes the mental image of the meaning may overpower any difference in sound and appearance.

(4) Evidence of Actual Confusion – Proof of actual confusion is important to proving a likelihood of confusion.  Courts generally allow the results of consumer surveys of actual confusion.  However, courts often discount this evidence because the surveys were improperly designed or are misleading.

(5) Marketing Channels Used – Takes into account whether the same retail dealers are used, same sales methods are employed, similar price ranges, and/or similar advertisement methods.

(6) Type of Goods & Degree of Care Used to Purchase – The standard used is a Typical Buyer Exercising Ordinary Caution (thus the standard will differ for different types of products). The care exercised by a typical purchaser, although it might virtually eliminate any mistaken purchases (especially of large, expensive items), doesn’t guarantee that confusion is unlikely as to association or sponsorship. 

(7) Defendant’s Intent– Bad faith intent is seen as more significant in determining confusion than good faith intent. (Note different with © and Patent where bad faith is irrelevant)

(8) Likelihood of Expansion of the Product Lines – A strong possibility that either party may expand his business to compete w/ the other will weigh in favor of finding that the present use is infringing.  When goods are closely related, any expansion is likely to result in direct competition
AMF Incorporated v. Sleekcraft Boats (9th Cir. 1979) – AMF manufactured Slickcraft boats.  Sleekcraft also manufactured boats under its name and was selected without knowledge of AMF’s use.  AMF claimed that the boat lines were competitive and sued for infringement of trademark.  Sleekcraft claimed that its boats were not competitive because they manufactured only high-performance boats intended for racing enthusiasts.  Held: In determining whether confusion between related goods is likely, 8 factors (nonexclusive list) should be considered.  In this case, Slickcraft is a weak mark, the boats are similar in use and function, the names are similar in sight, sound, and meaning, and although there is little evidence of actual confusion, the general class of boat purchasers exposed to the product does overlap.  Accordingly, a limited injunction is warranted.

C. Dilution – Dilution is the lessening of the capacity of a famous mark to identify and distinguish goods or services regardless of the presence or absence of competition between the parties or likelihood of confusion, mistakes, or deception.
1. Two General Types of Dilution
i) Diminution or Blurring – While a junior use may not rise to the level of causing a likelihood of consumer confusion about the source of some particular goods or services, the junior’s use may still dilute the strong, immediate association consumers have between the mark and the senior user.  Because this strong consumer association has considerable commercial value, dilution law protects it against diminution or blurring.

ii) Tarnishment – Tarnishing occurs when the junior user uses the mark in a context which is unwholesome, or at least not keeping with the senior user’s high-quality image.

2. Statutory Requirements – §43 of the Lanham Act has five necessary elements for a dilution claim:

(1) The senior mark must be FAMOUS,

(2) The senior mark must be DISTINCTIVE,

(3) The junior mark must be a COMMERCIAL USE in COMMERCE,

(4) The use of the junior mark must begin AFTER the senior mark has become famous,

(5) The USE must CAUSE DILUTION of the distinctive quality of the senior mark.

3. Factors for Dilution Analysis – 15 USC §43 includes a list of non-exclusive factors which are relevant to a court’s determination whether a junior use causes a senior mark to suffer dilution.

i) Degree of Inherent Distinctiveness –The more distinctiveness the senior mark, the greater the interest to be protected.  Conversely, the more the senior mark tends toward the weak, common, quality-claiming, or prominence-claiming type, the more strongly that weakness would argue against a finding of dilution, especially if the senior use is in a distinctly different field.  

ii) Similarity of the Marks – The marks must be of sufficient similarity so that, in the mind of the consumer, the junior mark will conjure an association with the senior.  If so, the junior mark will lessen the distinctiveness of the senior mark.

iii) Proximity of the Products and Likelihood of  “Bridging the Gap” – When products are competing, the closer the junior user comes to the senior user’s area of commerce, the more likely that dilution will result from the use of a similar mark.  Where the junior mark is used on a different product, courts examine whether the senior is likely to enter the junior’s market, or “bridge the gap.”  If the senior user is likely to expand into other markets, the junior’s use is more likely to be deemed diluting.

iv) Duration and Extent of the Use and Publicity – The longer and more extensive the senior use prior to the junior use, the more likely a finding of dilution.  Similarly, the longer and more extensive the junior use after the senior use is famous, the more likely a finding of dilution.

v) Geographical Scope of the Use – The extent of overlap among consumers of the senior user’s products and the junior user’s products is also relevant because dilution requires that a mark becomes less distinctive to consumers.  If the consumers who buy the products of the senior mark never see the junior mark’s products or publicity, then those consumers will continue to perceive the senior user’s mark as unique, notwithstanding the junior’s use.

vi) Channels for Goods with which the Mark is Used – Both whether the same channels are used by the senior and junior users as well as the degree of recognition of the marks in these trading areas and channels are relevant to an analysis of dilution.

vii) Nature and Extent of Third-Party Use – The nature and extent of use of the same or similar marks by other third parties will reduce the probability of a court finding dilution.

4. Proof of Actual Dilution is Required – Traditionally, it was determined that a “likelihood of actual dilution” was sufficient to trigger a dilution lawsuit.  However, in 2003, the Supreme Court held in that the language of the statute “unambiguously requires a showing of actual dilution.” (V Secret Catalogue v. Moseley)

i) Proving Actual Dilution – Showing evidence of lost profits is not necessary for proving actual dilution.  Rather, circumstantial evidence through customer surveys is sufficient to meet this requirement.

5. Exceptions – 15 USC §43 also contains a list of exceptions to which a claim of dilution is not actionable…

(A) FAIR USE of a famous mark by another person in comparative commercial advertising or promotion to identify the competing goods or services of the owner of the famous mark.

(B) NONCOMMERCIAL USE of the Mark.

(C) All forms of NEWS REPORTING and News Commentary.

Nabisco, Inc. v. PF Brands, Inc. (2d. Cir. 1999) – Pepperidge Farm has produced small crackers in the shape of goldfish.  In 1998, Nickelodeon contracted Nabisco to pursue a joint promotion for its new cartoon “Catdog” by developing a snack consisting of small orange crackers in three shapes including a catdog, a bone, and a fish.  Pepperidge brought suit against Nabisco for trademark dilution.  Held: Trademark dilution refers to the lessening of the ability of a famous mark to identify and distinguish goods or services.  The issue here was whether the senior mark was distinctive and whether the junior mark would dilute its distinctive quality.  Distinctiveness refers to the inherent strength or weakness of the a particular mark, which governs the breadth of protection it can command.  The goldfish mark is sufficiently distinctive to qualify for the statute’s protection.  Dilution refers to the lessening of the capacity of the mark to identify and distinguish goods or services.  Courts have come to develop a list of nonexclusive factors to be considered when evaluating dilution. Here, because Pepperidge has demonstrated a likelihood of success that Nabisco’s use of its cracker will dilute the goldfish mark, the injunction is affirmed
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	Key Analysis
	consumer confusion
	diminishment of distinctive quality of mark
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	distinctive, or …

descriptive w/ secondary meaning
	“famous” and distinctive

	Type of infringing use required
	Use in commerce
	‘commercial use in commerce’

	Competing uses or goods required?
	Yes
	No

	Actual harm required?
	No
	Yes (circumstantial evidence okay)


V. DEFENSES TO INFRINGEMENT SUITS
A. Abandonment – Under the Lanham Act, a mark will be deemed abandoned when the registrant has discontinued use of the mark throughout the country in connection with the particular good or service for which it is registered and has no intent to resume use within the reasonably foreseeable future.  Nonuse for THREE CONSECUTIVE YEARS serves as PRIMA FACIE EVIDENCE of intent to abandon.
B. Genericness – For a term to serve the purpose of a trademark, it must point to a unique source.  When a term refers instead to a general class of products, it is deemed “generic” and cannot serve as a trademark.  Terms can either be “born generic” and refused registration outright, or overtime, they can go through “genericide” and become generic to the point that protection is revoked.
1. Statutory Test for Genericness – The Lanham Act 15 USC §14 offers guidance on how to determine whether a mark has become generic.  It provides that “the primary significance of the registered mark to the relevant public rather than purchaser motivation shall be the test for determining whether the registered mark has become generic.”
2. Generic Marks are Still Usable, but NOT Protectible – When an otherwise trademarkable term no longer identifies the source of the goods sold.  When this occurs, the mark can still be used by the owner, but that owner loses the ability to prevent others from using the mark.

3. Burden of Proof– Depends on how generification occurs…

i) Common Usage (i.e. Born Generic) – If a mark was already commonly used, the owner of the mark must prove secondary meaning to establish trademark validity.  If this secondary meaning is not proven by the OWNER, the term is generic by common usage and not trademarkable.

ii) Expropriation (i.e. Genericide) – Occurs when a mark becomes so commonly used that it’s used to identify a class of goods rather than the source of a specific good. Where the public is said to have expropriated a term, the burden is on the INFRINGING PARTY to prove genericness.

4. Factors to Prove Genericness – Some factors that courts examine to determine whether a trademark has become generic include (1) the initial decision of the PTO; (2) the term being used in dictionaries or other standard descriptions in the industry; (3) other common usage in newspapers and magazines; and (4) surveys.

5. Preventing Genericide – To avoid becoming generic, mark holders often take steps to discourage use of the mark in a generic fashion.  Thus owners of well-known marks have taken out full page ads to remind consumers to refer to photocopies, not Xeroxes, and to paper tissue, not Kleenex.  These companies also vigorously litigate every case to prevent any other usage of their trademarks.

i) Economic Problem – This technique is economically inefficient because the money being spent on ads to reduce the common usage of a trademark is ultimately a deadweight loss.

ii) Policy Criticisms – Allowing trademark owners broad enforcement powers to police their marks against genericide potentially conflicts with competition (i.e. comparative advertisement, consumer product reviews, etc.) and First Amendment (news reporting and free speech) values.  It also may extend the trademark owners power beyond the bounds of commercial use.

Murphy Door Bed Co (2nd Cir. 1989) – William Murphy invented and manufactured a bed that when not in use could be concealed in a wall closet.  He obtained a patent in 1918 and has used the words “Murphy Bed” as a trademark for the beds.  The PTO, however, denied an application to register the trademark in 1981 because the was merely descriptive of a characteristic of the goods.  Held: Where the public is said to have expropriated a term established by a product developer, the burden is on the defendant to prove the term has become generic.  Here, the defendant did establish that the term “Murphy Bed” was generic and been appropriated by the public to designate a type of bed.  Some of the factors that went into this decision is the fact that the term has standard dictionary definitions and that it had been used by numerous newspapers and magazines to describe generally a type of bed
C. Functionality – In general terms, trade dress that is functional cannot serve as a trademark if it is essential to the use or purpose of the article or if it affects the cost or quality of the article.  This is meant to avoid anticompetitive use of trademarks and to avoid undermining the strict eligibility provision and time limits built into the patent laws (i.e. channeling function).

1. Burden of Proof – The person who asserts trade dress protection has the burden of proving that the feature sought to be protected is not functional.

2. Two Part Test – Two part test for functionality…

(1) Is the feature ESSENTIAL to the USE or PURPOSE of the article, or does it affect the COST or QUALITY of the article?

(2) Would the EXCLUSIVE USE of the feature put COMPETITORS at a significant NON-REPUTATION-RELATED disadvantage?

…If the answer is YES for either question, then the feature is “functional” and CANNOT be the subject of trade dress protection.

i) Utility Patent is Evidence of Functionality – A utility patent constitutes strong evidence that the features claimed in it are functional and adds great weight to the statutory presumption that product features are functional.  

a. Overcoming Statutory Presumption – To overcome this presumption, the person claiming trade dress rights in patented product features must carry the heavy burden of showing that the feature is not functional, for instance by showing that it is merely an ornamental, incidental, or arbitrary aspect of the device.  In doing this, it is helpful to go beyond the claims and examining the patent and its prosecution history to see if the feature in question is shown as a useful (or non-useful).

b. Other Evidence – Any evidence that relates to the advantages inherent in a particular design is relevant to the issue of functionality.  Functionality may thus be inferred from evidence of advertising or other promotional efforts by the plaintiff that emphasizes benefits of the design.

TrafFix Devices v Marketing Displays (USSC 2001) – MDI designed a dual-spring mechanism to attach to temporary road signs so they would remain upright in high gusts of wind.  He secured two utility patents for the design and had a successful business manufacturing signs that utilized the duel spring design.  Once the patents expired, however, TrafFix began selling road signs that incorporated a similar device (reverse-engineered) and MDI sued for trade dress infringement.  Held: The holder of an expired patent that is determined to be solely functional in nature is not entitled to trademark protection.  Where a trade dress patent expires, though, the person who seeks to reestablish the protection must demonstrate that the feature of the patent in question is not solely functional by showing that it is merely an ornamental, incidental, or arbitrary aspect of the design.  The dual-spring design was intended to keep the sign standing up in heavy winds.  This purpose was explicitly stated in the patent application and thus the design is decidedly functional.  Due to its functionality, competitors do not need to alter or hide the device in their own products.
D. Fair Use – Trademarks have two inherent meanings: their trademark meaning and their independent descriptive meaning.  Trademark law only gives rights in the trademark meaning.  Owners of such marks may prohibit others from using them as a trademark if their use would cause a likelihood of confusion.  They may not assert rights in the descriptive meaning of the mark and a defendant is free to use a mark in its strictly descriptive capacity.

1. Literary Titles – Literary titles containing trademarks do not violate the Lanham Act unless…

(1) The title has NO ARTISTIC RELEVANCE to the underlying work whatsoever

OR

(2) If it has some artistic relevance, unless the title EXPLICITLY MISLEADS as to the source or the content of the work.
2. Noncommercial Fair Use – Refers to a use that consists entirely of noncommercial, or fully constitutionally protected, speech which is exempted from trademark infringement actions.  This exemption is entitled to prevent the courts from enjoining speech that has been recognized to be fully constitutionally protected, such as parodies, satire, editorial, and other forms of expression that are not part of a commercial transaction.

i) Commercial v. Noncommercial Speech – Although the boundary between commercial and noncommercial speech has yet to be clearly delineated, the core notion of commercial speech is that it does no more than propose a commercial transaction.  If speech is not purely commercial – that is, if it does more than propose a commercial transaction – then it is entitled to full First Amendment protection.

Mattel v MCA Records (9th Cir. 2002) – The band Aqua produced a song called “Barbie Girl” in which one band member impersonates Barbie and another impersonates Ken.  Mattel brought a lawsuit against the music companies who produced, marketed, and sold Barbie Girl.  Held: The parody of a well-known product, where such product has assume a role in society outside the protection offered by trademark law, is allowed under the First Amendment as protected noncommercial free speech.  Here, the title clearly refers to Barbie.  However, literary titles do not violate the Lanham Act unless the title has no artistic relevance to the underlying work whatsoever, or, if it has some relevance, unless the title explicitly misleads as the source or the content of the work.  Here, MCA’s use of Barbie is not infringement because the title clearly is relevant to the underlying work.  With regards to whether there is a claim for dilution, it is clear that MCA’s use of the Barbie name is dilutive.  However, it is also covered under one of the exceptions, specifically the “noncommercial use” exception.  Noncommercial use refers to speech that consists entirely noncommercial, or fully constitutionally protected speech.  Although the boundary between commercial and noncommercial speech has yet to be clearly delineated, the core notion of commercial speech is that it does no more than propose a commercial transaction.  If speech is not “purely commercial” then it is entitled to full First Amendment protection.  This is the case here and thus the use was protected.
3. Nominative Fair Use – The Ninth Circuit has developed a doctrine of “nominative fair use” where trademark user does not attempt to capitalize on consumer confusion and uses it to describe or refer to the owner’s product.  This is especially applicable where the only word reasonably available to describe a particular thing is the trademark and thus “pressed into service.”  Where this is the case, there is no trademark infringement.

New Kids on the Block v. News America Publishing (9th 1992) – The defendant newspapers were using the name of the group “New Kids on the Block” in conducting opinion surveys concerning the group through 900 telephone numbers.  The New Kids themselves also provided a 900 number for fans to call to listen to messages from the New Kids.  They sued the news papers for infringement.  Held: The paper’s nominative use of the mark was excused under news reporting and self-description.

VI. DOMAIN NAMES AND TRADEMARKS
A. Domain Names Generally – Domain Names are an overlay to the internet network.  They correspond to an “IP Address” (e.g. www.law.upenn.edu = 130.91.144.50). They are not necessary; typing the IP address works just fine.  However, they do make accessing internet more convenient. When you type a domain name, your computer seeks to ‘resolve’ the name by querying ‘DNS servers’
1. Why are there disputes regarding using the same domain names? – Some possible reasons are…

· Lack of namespace? (more than 96-characters allowed)

· Inability to find desired web sites?

· Inability to determine desired from undesired web sites?

· Desire for short, easily-remembered name (for marketing purposes)?

· Control over references to your goods/services?
2. Cybersquatting – As the domain name registration process became easier, many “cybersquatters” raced to stockpile internet addresses derived from popular words, titles, or celebrity names.  Then, these pirates would seek to sell, more properly extort, the domain names to their respective namesake holders at exorbitant prices, many ranging upwards of six figures.

B. Federal Trademark Lawsuit – This is typically in the form of a dilution claim because it’s unlikely that there is going to be consumer confusion for infringement.  However, this also requires a series of awkward ‘stretches’ – Need “in commerce” and this is a problem for people who are merely sitting on their names; also, there is doubt that there is any actual dilution harm where the website is merely sitting there doing nothing.
C. Anticybersquatting Consumer Protection Act – Congress enacted the ACPA (15 USC § 1125) in 1999 as an amendment to the Lanham Act.  The ACPA prohibits registering, with the bad faith intent to profit, a domain name that is confusingly similar to a registered or unregistered mark or dilutive of a famous mark.

1. Three Requirements for an ACPA Claim…

(1) DISTINCTIVE OR FAMOUS Mark; 

(2) Domain names are IDENTICAL OR CONFUSINGLY SIMILAR to the Trademark; and 

(3) The Registration was done with BAD FAITH INTENT to profit from them.

2. Famous – In determining whether a mark is distinctive and famous, a court may consider factors such as, but not limited to…

(A) The degree of inherent or acquired distinctiveness of the mark; 

(B) The duration and extent of use of the mark in connection with the goods or services with which the mark is used; 

(C) The duration and extent of advertising and publicity of the mark; 

(D) The geographical extent of the trading area in which the mark is used; 

(E) The channels of trade for the goods or services with which the mark is used; 

(F) The degree of recognition of the mark in the trading areas and channels of trade used by the marks' owner and the person against whom the injunction is sought; 

(G) The nature and extent of use of the same or similar marks by third parties; and 

(H) Whether the mark was registered on the principal register.

3. Bad Faith – Nine factors are taken into account when making the “bad faith” determination including… 
(1) Whether the registrant use was in connection with a bona fide offering of goods and services, 
(2) Whether the registrant was intending to divert consumers away from the trademark owner’s website, 
(3) Whether the registrant accrued multiple domain names that are all known to be identical, confusingly similar or dilutive of, other marks, and 
(4) Whether the registrant offered to sell the domain names to the mark owners or to a third party for financial gain.
4. Remedy – If the plaintiff meets its burden, the court may order the forfeiture, cancellation, or transfer of a domain name to the owner of the mark in addition to statutory damages such as injunctive relief, recovery of lost profits, actual damages, and costs.
Shields v Zuccarini (3rd Cir. 2001) – Facts: Zuccarini registered a bunch of domain names that were similar to Joecartoon.com (Shields’ site). He set up those Web sites so that they were full of ads that people had to click on before they closed their browsers. Shields sued to get the domain names back. Held: The Ct goes through the ACPA analysis, says Joe Cartoon is a famous and distinctive mark, Zuccarini’s addresses are confusingly similar (in fact, that was why he registered them, to take advantage of people’s typos), and he registered them in bad faith. The Ct goes through the whole bad faith analysis, looking at all of the above factors, and determines that Zuccarini did act in bad faith.

PETA v Doughney (4th Cir. 2001) – The plaintiff was PETA, the People for the Ethical Treatment of Animals, an advocacy group opposed to eating meat, wearing fur, and conducting research on animals.  The defendant registered the Internet domain name peta.org, where he set up a page entitled “People Eating Tasty Animals.”  PETA sued under the ACPA.  Held: The domain name was acquired in bad faith.  Doughney not only provided fake address information when registering the domain name, but furthermore, he publicly stated that he would negotiate and settle with PETA for the name if they offered enough money.
D. Uniform Dispute Resolution Procedure (UDRP) – The vast majority of cybersquatting claims have been adjudicated under the UDRP.  The UDRP was established by a nonprofit, private corporation, known as the Internet Corporation for Assigned Names and Numbers (ICANN).  ICANN contracts with a number of domain name registrars and has adopted a dispute resolution policy to assist in resolving disputes between trademark owners and people who register domain names.  This policy, known as UDRP, is incorporated into all domain name registration agreements made by ICANN-accredited registrars.

1. Overview Of The UDRP Process: (1) Trademark owner files a ‘complaint’ with an approved dispute resolution provider, alleging ‘bad faith’ in registering the mark; (2) The respondent has a short period of time to respond ~ 20 days (a majority do not); (3) One (or sometimes three) ‘panelists; decide the case on the basis of the submissions; no arguments or advocacy.

i) Elements of Claim…
a. IDENTICAL/CONFUSINGLY SIMILARITY between mark and domain name

b. NO ‘LEGITIMATE RIGHTS’ in the domain name

c. Registration and use in BAD FAITH
ii) Bad Faith…
a. Primary purpose of reselling domain name to the complainant or a competitor of complainant

b. Registration to prevent mark-holder from using the name

c. Registration to disrupt the business of a competitor

d. Attempts to attract internet users, for commercial gain, by creating a likelihood of confusion

iii) Legitimate Rights…
a. Use of domain name in bona fide business

b. You have been known by the domain name

c. Legitimate noncommercial fair use

2. Effects of UDRP – It’s so easy to get rid of cybersquatters (~ 90% of trademark owners win under UDRP), process has almost rid the market of cybersquatting altogether. However, there are lingering worries regarding free speech sites (e.g. sucks.com sites also lose). Under UDRP, First Amendment rights are being taken away without due process (almost nobody appeals) and because the rights have been signed/contracted away.

E. Trademarks & Internet Governance Issues – Are there other ways to deal with the issue, aside from establishing a complex dispute-resolution process?  For example…

· Domain name inalienability

· Repetitive domain name auctions

· Massive reallocation of domain names

· Domain name ‘reservation’ processes

· Do nothing
