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I. Undeveloped Ideas

A. Why aren't undeveloped ideas protected?


1. Adminstrability problems – proof of idea


2. Want to encourage development


3. Access is more important


4.  Less incentive needed


5. Harder to fence off scope of idea

B. Standards for protecting ideas


1. Novelty



a. Not common knowledge



b. Ideas can be original, but not novel




i. Coming up with something on your own that somebody else 



already thought of.


2. Concrete



a. Not abstract

C. Theories for recovery


1. Misappropriation of property



a. Cts. reluctant to uphold this idea



b. Usually a loser



c. Policy reasons for not having property in an idea




i. Rights against the world




ii. Scope of the right hard to define



d. Must show novelty in absolute terms


2. Quasi-K



a. Unjust enrichment



b. Hard to win, but easier than misappropriation


3. K



a. Implied-in-fact K




i. Often from confidential relationship



b. Express K



c. Only need to show novelty to buyer




i. Cheaper for disclosure



d. Difficulties




i. Assurance of payment




ii. Recipient may not find idea useful

D. Undeveloped Ideas Summary


1. Basic rule: Ideas are free for others to use


2. Exceptions: Standards for protecting



a. Novely



b. Concreteness


3. Claims for misappropriation and unjust enrichment hard to win


4. Claims for breach of K easier



a. Implied K often from confidential relationship (Nadel)



b. Novelty to buyer sufficient consideration (NY)




i. Cheaper for value of disclosure

E. Idea Protection Preemption (Aronson)


1. Some room for state IP law


2. Only if state law isn’t an obstacle to Federal IP Law objectives


3. Aronson approves express K theory


4. Property claim still unclear

II. State Unfair Competition

A. Background


1. Derived from old common law tort of "passing off"


2. Primarily found in state common law


3. States have unfair competition as a legal laboratory in expanding legal theories


4. Policy for unfair competition laws



a. Protect consumers against deception and confusion



b. Protect producers from loss of profits



c. Protect competitor's ability to copy




i. Don't want to interfere w/ fair competition

B. Elements of passing off (Quin CoCo Case)


1. P is first user of symbol in connection w/ sale of goods


2. D is subsequent user of symbol (deceptive act)



a. For example, in the Quin-CoCo case the salesmen either:




i. Induced fraud




ii. Furnished the means for fraud


3. D's use is likely to confuse/deceive consumers (consumer confusion as to 
source)


4. Policy



a. Prevent consumer protection; protect investment in goodwill

C. Acquiring rights in symbols


1. Use



a. Actual use



b. Federal law allows intent to use



c. Policy: If mark not used there will be no confusion


2. Distinctive symbol



a. Capable of distinguishing your product and identifying the source of 


product from others



b. Spectrum of distinctiveness



c. Distinctive marks usually characterized as arbitrary, fanciful, made-up

Not distinctive


Potentially distinctive

             Inherently distinctive



c. Descriptive marks can acquire distinctiveness




i. Secondary meaning – in the minds of consumers





- over time





- through advertising


3. General policy note: IP law is about preventing unlawful copying and 
promoting proper copying

D. Federal Pre-emption


1. Federal patent law pre-empts state unfair competition law that conflicts


2. Objectives of patent law



a. Promote invention; preserve free competition



b. Patents for true inventions


3. Courts want a baseline freedom to copy


4. States cannot bar copying as unfair competition even where product design has 
secondary meaning if there is no patent.



a. See Sears and Compco cases

III. Trademark

A. Generally


1. Statutory basis in Lanham Act: 15 USC §1051 -> §1127


2. Trademark registration



a. Not required to use mark



b. Benefits to registering




i. Evidentiary




ii. *Nationwide rights*




iii. Federal cts.




iv. Remedial advantages





- better remedies


3. Federal jurisdiction



a. 28 USC §1338(a)




i. Fed. cts. can hear any claims "arising under" federal law



b. State and fed cts can both hear trademark cases



c. Only fed cts can hear patent and copyright cases

B. Subject matter


1. Something that is merely ornamental will not constitute a trademark (Astro 
Gods)



a. For example: a slogan on a T-shirt 


2. Some ornamentation does indicate source such as Polo or Nike


3. Distinguishing between ornamentation and symbol



a. placement



b. size



c. other uses of symbol



d. promotion of symbol


4. Expansive: word, name, symbol, device



a. Color, sound, fragrance, package shape (Qualitex)



b. If a feature is functional than it can't be trademarked; "functionality 


doctrine"



c. Color must be potentially distinctive w/ acquired secondary meaning 


(Qualitex)




i. Examples: Brown => UPS; Burnt Orange => UTexas


5. Must be capable of source identification


6. May identify and distinguish goods or services (trademark versus service mark)


7. Must be used as a mark to identify and distinguish goods and to indicate source



a. Mere ornamentation not enough (has to indicate source)



b. Consider overall commercial impression (is it one of ornamentation or 


identifying source): size, location, style, relation with other elements

C. Standards/Requirements


1. Use



a. First to use a mark w/ product gets right to use



b. Use to establish priority must be use to the public that identifies the 


product




i. Internal use doesn't count




ii. The actual shipment to customers of the goods bearing the mark 



invests the producer with trademark rights




iii. Must be use in a way sufficiently public to identify or 




distinguish the marked goods in an appropriate segment of the 



public mind as those of the adopter of the mark is competent to 



establish ownership




iv. Whichever party establishes use gets priority regardless of 



registration



c. Token use does not establish priority (Blue Bell v. Farah) (Time Out 


Pants)




i. An upfront investment in the mark (advertising, production of 



samples, etc) seems risky in that another company may capture 



exclusive right to the same mark by selling to customers first




ii. To get around this, companies previously would engage in a use 



that wasn’t sufficient to qualify under common law trademark 



principles but would be enough to qualify for filing an application 



for registration of the mark




ii. Replaced by intent to use (ITU)



d. Intent to Use (ITU)




i. Allows application before use




ii. Still requires use before registration




iii. Gives constructive use nationwide




iv. If the mark is registered, it is given priority back to the filing 



date for the intent to use application; (a party must actually use the 



mark in commerce within the statutory period and then obtain 



registration in order to gain priority back to the ITU filing date)




v. Can’t be stopped from using a mark by an intervening user after 



filing ITU application (WarnerVision/Real Wheels)





- Policy rationale: prevents warehousing of marks; prevent 



filing ITU applications for sale to the highest bidder (the 




statute requires a bona fide intent to use and regulates sale 




of ITUs)



e. Non-use w/ intent not to resume results in abandonment




i. A formal declaration is not required for abandonment of the 



mark




ii. There is a presumption that the mark has been abandoned after 



nonuse for 3 years (15 USCA § 1127)





- presumption is rebuttable




iii. General rule: appropriation of an abandoned mark: the first to 



use it is the first to gain rights (the abandoned mark goes back into 



the public domain)



f. The constitutional predicate to the Lanham Act is the Commerce Clause 


not the Patent and Copyright Clause; the mark must be used in commerce 


in order to be registered


2. Statutory bars/negative standards



a. Found in 15 USC §1052



b. Genericness (King Seeley Thermos v. Aladdin)




i. Name of product or service rather than indication of source of 



product or service




ii. Fact question: primary significance of the term to public – 



producer or product?




iii. Generic mark unprotectable as TM




iv. "Genericide" – when a TM becomes generic





- Examples: Thermos, Xerox, Kleenex



c. Deceptive matter (In re Budge) (Lovee Lamb seat covers)




i. 3 part test





1) Mark misdescriptive of goods/services?





2) Prospective purchasers likely to believe that the 





misdescription actually describes goods?





3) Materiality – Is misdescription likely to affect the 




decision of purchaser?




ii. If mark satisfies first two elements then => Deceptively 




misdescriptive





- A finding of distinctiveness may allow registration under 




§1052(e)(1)




iii. All elements satisfied => Deceptive





- Cannot register TM regardless of distinctiveness





- Protects consumers against confusion of product



d. Geographic terms (In re Loews)




i. 3 part test





1) Is the primary significance of the term geographic?






- Do most people associate the name with a 






geographic region or place?






- Examples that fail the test: Changsha or Anna, TX





2) Is there a goods-place association?






- The association does not need to be well known, 





just reasonable






- In the Loew's case, not many people knew that 





Durango produced tobacco, but it was a reasonable 





inference





3) Do the goods come from the place? Materiality




ii. Geographically descriptive § 1052(e)(2)





- If elements 1 and 2 are satisfied than the term is 





geographically descriptive





- If a geographically descriptive term has acquired 





secondary meaning than it can still be registered under § 




1052(f)





iii. Primarily geographically deceptively misdescriptive (PGDM) § 


1052(e)(3)






- All three elements are satisfied





- Can never register a term that is found to be PGDM



e. Merely descriptive (Sunoco case) § 1052(e)(1)




i. Policy





- Need for other competitors to describe





- No other good alternatives





- Doesn't identify source or distinguish source




ii. Test





- Does mark directly indicate to purchaser information 




about the character of the goods?





- Does mark describe a characteristic, ingredient, function 




of the product




iii. Mark is still registrable if it has acquired secondary meaning





- Determination is fact question






- Look at direct evidence-surveys and testimonies






- Circumstantial evidence-advertising,marketing







- 5 years exclusive use may be prima facie 






evidence of secondary meaning



f. Confusing similarity (In re NAD) (NARKOMED) § 1052(d)




i. Similar test as for infringement (see infringement)

D. Formalities/Procedures


1. Registration process



a. Examination ex parte



b. Publication in Official Gazette



c. Final refusal to register, appealable to TTAB


2. Opposition



a. Must be filed within 30 day of publication



b. Can oppose on any statutory ground that would bar registration



c. Heard by TTAB, appealable


3. Cancellation



a. Similar to opposition



b. Must be made within 5 years of registration




i. Mark can be cancelled on any grounds usually confusingly 



similar



c. More than 5 years § 1064(3)




i. Usually immune to cancellation




ii. Exceptions





- abandonment





- generic





- functional




iii. Confusing similarity, lack of distinctiveness, and mere 




descriptiveness not available

E. Rights


4. Duration



a. Indefinite – dependant on use



b. After 6 years of reg. must file affidavit of use



c. After 5 years




i. Greater immunity against cancellation




ii. Incontestability





- Defensive § 1065





 
-Defending against infringement suit






- Prevents enjoinment






- Same grounds as cancellation can be used





- Offensive § 1115






- Registration is prima facie evidence of validity of 





mark (§1115(a))






- Registration is conclusive evidence of validity of 





mark (§1115(b))





- requires 5 years continuous use plus affidavit





- limited challenge available on grounds of fraud, 





abandonment, and fair use


5. Geographic Competition (Dawn Donuts)



a. Common law rules




i. Use gives rights only in the geographic are of use/reputation




ii. Junior user, who adopts mark in good faith in market remote 



from senior user acquires rights in that market




iii. A junior user who in good faith adopts marks w/o 




knowledge of senior user in a remote market retains 




rights => he is the senior user in that market



b. Under the Lanham Act




i. Constructive use § 1057





- only need intent to use





- actual use not required to register





- will not trump existing prior use




ii. Constructive notice § 1072





- registration provide nationwide notice to all users





- junior user cannot have adopted mark in good faith





- senior users in remote market still retain rights as against 




later registration as long as no possibility of expansion



c. Controlled licensing




i. Naked licensing results in abandonment of registrations




ii. Guarantees consistent quality




iii. For example in Dawn Donuts, salesperson periodically 




inspected goods




6. Infringement



a. Touchstone of infringement => Likelihood of Confusion § 1052(d)




i. Geographic proximity




ii. Similarity of marks (Pikle Rite vs. Chicago Pickle – Pol Pak)





- Marks don't have to identical





- Confusing similarity





- Examine portions of mark





- Spelling similar





- Sounds similar





- Meaning can be taken into account




iii. Similarity of products (Drizzle vs. Drizzler)





- non-competitive goods





- more common test





- modern test: appreciable number of reasonably prudent 




consumers likely to be confused as to 






source/sponsorship/affiliation/connection





- Polaroid multi-factor balancing test (2d Cir.)






- product proximity






- price






- channels of sale






- bridging the gap






- men's vs. women's





- Also "digits of confusion" test





- very fact intensive inquiry



b. No need to show actual confusion, just likelihood of confusion



c. Reverse confusion




i. Consumers confuse/associate senior users w/ junior users




ii. Example: Senior user -> Dreamwerks






Junior user -> Dreamworks SKG



d. Post sale confusion




i. Counterfeiting => fake Rolex



e. Strongest factors




i. Strength of P's marks




ii. Strength of both party's marks




iii. Similarity of products 

F. Limitations


1. Fair Use §1115(b)(4) (New Kids)



a. D's uses term other than as mark



b. Term is descriptive



c. Term used in good faith



d. D uses term to describe own goods



e. Example: Fish Fri => still can use the words "fish fry"


2. Nominative Fair Use



a. Using name/mark to name goods



b. Goods/services not readily identifiable w/o mark



c. Only use enough to name



d. Do nothing to suggest endorsement


3. Means of Protecting language



a. Genericness



b. Hard to protect descriptive marks



c. Abandonment



d. Non-confusing use



e. Limited to protection to goods/services used

G. Remedies §1111


1. Injunction


2. Monetary remedies



a. D's profits




i. Generally require bad faith, willfulness



b. P's damages




i. Up to 3x



c. Maltina case




i. Unjust enrichment theory – serves deterrent purposes


3. Costs, attorney's fees


4. For counterfeiting – enhanced damages



a. ex parte seizure of goods



b. treble damages



c. statutory damages up to 1 million dollars


5. Notice of registration is in § 1111; only ( constitutes actual notice



i. TM has no legal signficance



ii. May be factually important

H. Dilution


1. Source of law



a. Statutory protection in many states (50%)



b. Federal protection since 1996, §1125(c)


2. Three seminal cases



a. Mead Data (Lexus v. Lexis)



b. Nabisco (Goldfish)



c. Moseley (Victoria's Secret v. Victor's Little Secret)


3. Elements §1127



a. Dilution of




i. Tarnishment





- Dignity issues





- Using LEXIS for porno or LEXUS for crappy cars




ii. Blurring





- Need more than mental association





- Whittling away of selling power through unauthorized use 



of mark on dissimilar products





- Policy: Use of mark on dissimilar products will take away 



from the singularity of the mark which has been 





traditionally associated w/ one product



b. A mark's distinctive quality




i. Must be a famous mark §1125(c)(1)




ii. Singularity




iii. Has to be more distinctive than in traditional TM law (Mead 



Data)




iv. Uniqueness



c. No confusion required




i. May have free expression problems




ii. Only one user per mark – might obliterate coexistence of marks



d. Must show actual dilution (Moseley)




i. Don't have to show actual harm




ii. Use circumstantial evidence





- Mental association is necessary, but not sufficient





- Surveys





- testimony of marketing experts





- Adjectival/referential nature of use






- Less likely a finding of dilution if secondary user 





is using mark in a descriptive fashion


4. Remedy



a. Only injunctive relief unless willful


5. Statutory exemptions (Mattel/Barbie case) §1125(c)(4)(b)



a. Comparative advertising



b. News reporting, commentary



c. Non-commerical use




i. Commercial speech is not non-commerical use





- Anything that proposes a commercial transaction




ii. 1st amendment concerns





- Abridging speech such as use of Barbie





- Especially a term with cultural significance





- In TM law limitations include confusion requirement and 




distinctivness




iii. Must do more than propose a commercial transaction





- Social commentary





- Parody (Mattel)

I. Secondary Liability (Hard Rock v. CSI)


1. Basic rule for manufacturers/distributors



a. Intentionally inducing another to infringe



b. Supplying product w/ reason to know it will be used to infringe


2. For landlords



a. Liability for infringement by those allowed on premises




i. If the landlord know or has reason to know they will infringe



b. Requirement of knowledge not negligence




i. No affirmative duty to know or police


J. Federal Unfair Competition § 1125 (Taco Cabana case)


1. Initially very narrow protection



a. False geographic origin



b. Passing off



c. False advertising


2. Has evolved to offer broad protection



a. Infringement of unregistered marks



b. False advertising



c. Product disparagement


3. For unregistered TM infringement apply general legal principles of law on 

unregistered marks



a. Validity requires use and distinctiveness



b. Infringement requires likelihood of confusion


4. Same remedies as for registered marks


5. Incentives to register still remain



a. Nationwide priority



b. Prima facie/conclusive evidentiary value


6. Trade dress



a. Consists of packaging, configuration, overall image of a product



b. Subject to normal use and distinctiveness requirements




i. Product design/configuration can never be inherently distinctive; 



must acquire secondary meaning




ii. Packaging and "tertium quid" can be distinctive




iii. If in doubt, dress is considered product design



c. Trade dress must not be functional




i. Essential to use or purpose




ii. Affects cost or quality




iii. Expired patent is strong evidence of functionality (Traffix)




iv. P has burden of proof




v. If aesthetic functionality





- Test is competitive necessity





- Only use if initial test of essential use or purpose fails




vi. Policy





- Don't want to give perpetual protection





- Would undercut patent law





- Interfere w/ free competition

III. Trade Secrets

A. Source


1. State law



a. Restatements



b. Uniform Trade Secrets Act

B. Subject Matter


1. Information



a. Could be a formula, process or compilation




i. Customer lists




ii. Ingredients




iii. Salaries




iv. Negative Info




v. Religious information



b. Actual or potential economic value/advantage


2. Purpose of Trade Secret Law



a. Want to keep something perpetually a secret



b. Temporary protection of info that will be later disclosed


3. Rationale for Trade Secrets



a. Incentives



b. Fairness, commercial morality



c. Legal fences

C. Standards


1. Secrecy



a. Substantial; not absolute

i. Must make reasonable efforts to keep something secret (UTSA §1.4)


- Non-disclosure agreements


- Encrypted files


- Marked documents


- Security measures


- Need to know basis

ii. No novelty requirement



b. Not generally known or readily ascertainable

D. Rights


1. Rights against disclosure or use of trade secret



a. If acquired by improper means

i. When you don’t meet contemporary standards of commercial morality


- Tapping of phones, theft, spying, etc.



b. In breach of confidence




i. Must show duty of confidence





- Express agreement of confidence





- Reasonable expectations


2. No rights against:



a. Reverse engineering (Restatements §43)



b. Independent creation


3. Rights against disclosure or use by one who:



a. Acquires the secret from another

b. Knew or should’ve known that the other acquired by improper means, breached confidences, and that it was a secret


i. Third party has duty to investigate

E. Remedies


1. Injunctive


2. Monetary damages



a. UTSA-reasonable royalties


3. Punitive damages (UTSA)



a. If willful or malicious

F. Limits


1. Employee Contracts



a. Inevitable disclosure (PepsiCo case)




i. Threatened misappropriation of trade secrets that can be 




enjoined by the courts




ii. Must have more than just working for a competitor





- Court does not really provide guidance on what exactly 




consititutes "more"



b. Non-competition agreements (Reed Roberts case) (Class notes for 10/1)




i. Express agreement not to compete against former employee





ii. Enforcement varies from state to state





- California reluctant to enforce such agreements




iii. Stricter standard for employer-employee agreements





- Reasonableness under the circumstances






- Look at whether services were 







unique/extraordinary






- Reasonableness in time and area






- Whether restrictions would harm public






- Necessary to protect employer's interests i.e. trade 





secrets






- Are restrictions unreasonably burdensome to 





employee? 




v. Important also when buying and selling businesses




vi. In Reed, customer lists were not trade secrets since they were 



publicly available





- Also general skills and information about the business do 




not constitute trade secrets




vii. Texas Bus. & Comm. Code §15.50-15.52 





- A covenant not to compete is valid if ancillary to an 




otherwise enforceable agreement





- Must be reasonable limitations on time, area and scope 




of activity




viii. What are reasons to even have a non-competition agreement 



after this case?





- May have a deterrent effect on employees to avoid 




litigation





- Better control of scope of limits




viiii. Commonly enforced only if reasonable





- Reasonable limits on employee: time, geography, scope





- Necessary to protect legitimate employer interest


2. Conflict w/ Federal Patent Law (Kewanee case)



a. Goals of patent law redux




i. Incentive to invent




ii. Protect public domain




iii. Disclosure of inventions



b. Non-patentable subject matter




i. Example: customer list




ii. Anybody should be able to use




iii. Gov't doesn't care either way





- Position ct. takes in Kewanee – leave this subject matter 




to other bodies of law




iv. States can grant protection where federal law does not



c. Patentable subject matter that is a trade secret




i. No conflict with patent law because:





- Trade secrets are not in public domain; kept secret





- What about disclosure






- somebody will probably figure out the secret and 





disclose






- If subject matter is patentable, ct. suggests that the 





company will probably get a patent rather than keep 




it a trade secret



d. Line of preemption cases




i. Sears and Compco




ii. Goldstein




iii. Kewanee




iv. Aronson

IV. Patent Law

A. Subject Matter


1. Mostly looking at utility patents


2. Claims of patent



a. Statements that claim exactly the subject matter you are planning to 


protect


3. Process


4. Product



a. Machine



b. Manufacture



c. Composition


5. Pretty expansive, anything made under the sun by humans


6. Charkrabarty case



a. P's Claims




i. Process of making bacteria



 
ii. Carrier w/ bacteria on oil




iii. Bacteria



b. PTO gives him a patent on claims 1 and 2, but not 3 because living 


organisms cannot be patented



c. Ct. holds that living organisms are patentable




i. The bacteria is a lab invention, not a product of nature




ii. Legislative history of §101 meant that Congress meant for 



anything man made to be patentable; language should be 




interpreted broadly


7. Software is patentable



a. Must produce useful, concrete result



b. Transformation of data is enough (State Street)


8. Improvements, new uses patentable


9. Unpatentable subject matter



a. Laws of nature



b. Abstract ideas



c. Products of nature (but purified product is patentable)




i. Method/process of using natural product patentable


10. Business methods are now patentable

B. Standards/Requirements


1. Novelty



a. Statutory basis => §102(a), (e), (g)




i. Invention is not novel if:





- invention was known or used by others





- previously patented





- invention was previously described in a printed 





publication



b. Look at conduct by others before applicant's invention



c. Date of invention presumed to be filing date



d. Anticipation by prior art




i. The prior art must disclose the identical invention




ii. A single prior art source must contain all essential elements of 



the invention



e. Policy for novelty requirement




i. Leave stuff in the public domain that's already there




ii. Don't want to give incentive for something that already exists



f. What constitutes prior knowledge/public use? 




i. Must be accessible to public, not secret




ii. Must be sufficient knowledge to enable one skilled in the art to 



reduce to practice




iii. If you use inventions in ordinary course of business w/ no effort 


to conceal than cts. will construe this as public use




iv. The use must be of the complete invention




v. The use must be minimally accessible to the public





- absence of steps to conceal



g. Printed publications (Borst case)




i. Publication made by another prior to applicant's invention




ii. Publication can be made in US or abroad




iii. Must be sufficiently descriptive to enable on skilled in the art to 


reduce to practice




iv. Exception for nuclear inventions; publication does not need to 



be public to bar patent (Borst)




v. Work must be circulated to some extent





- catalogs, conf. proceedings, etc.




vi. Main key is accessibility




vii. Modern trend to broadly interpret publication as any material 



available to the public in a tangible form




viii. Difficult fact questions as to whether something is printed or a 


publications




ix. Knowledge of the publications is irrelevant. Want applicant's to 


thoroughly research before filing patent


2. Priority (§102(g)(2))



a. Comes up in interference proceedings




i. Who invented first? 




ii. When two applicants file at the same time for the same 




invention



b. General rule: The first to invent is entitled to patent, unless prior 


inventor abandoned-suppressed-concealed



c. What constitutes making an invention?




i. Conception





- Mental part of process





- Definite idea of complete inventory




ii. Reduction to Practice (RTP)





- actual





- constructive => filing an application



d. Abandoned, suppressed and concealed




i. Treat as one concept




ii. Making the invention and not doing anything with it i.e. "putting 


it in the drawer"




iii. Mere delay is not sufficient to show abandonment, suppression, 


concealment; longer delays may be a factor



e. Policies




i. Want to make inventions publicly available ASAP



f. US is the only country that follows the rule first to invent rather than 


first to file



g. Exception to general rule: Conception




i. The first to conceive, last to RTP preceded by reasonable 




diligence just prior to other applicant's entry into the field has 



priority


3. Loss of Right/Statutory Bars



a. Found in §102(b)




i. Deals with conduct by others or inventor >1 yr before app. is 



filed




ii. Barring events are:





- patented in US or abroad





- described in printed publication





- public use





- on sale in US



b. On Sale Bar (Pfaff v. Wells Electronics)




i. Inventions ready for patenting





- when invention actually reduced to practice





- sufficiently specific description/drawings to enable skilled 



person to practice invention




ii. Commercial offer for sale of invention



c. Policies




i. Public reliance




ii. Discourage attempts to extend term




iii. Encourage prompt disclosure through patent app.




iv. For 1 yr grace period, want inventor's to test market and also to 



prepare the app.





- Internationally no such grace period



d. Public Use (TP Labs)




i. Very little public use is required; little publicity




ii. Includes any use by one other than the inventor who is under no 



limitations or secrecy obligation




iii. Any natural use of the invention even if hidden from view e.g. 



corset steels




iv. Sale of a product from a secret process




v. Exception: experimental use (City of Elizabeth case)





- look at surrounding circumstances to figure out inventor's 




purpose





- control exercised by inventor





- no commercial exploitation of device



e. Experimental Use




i. If use / sale experimental, non-barring





- Was inventor’s purpose experimental or commercial?





- Were scope, length of activity reasonable in light of 




experimental purpose?






- So, 6 years may seem like a long time, but would 





not be unreasonable for, say, pavement, when you 





are attempting to develop long-lasting pavement.




ii. Consider entirety of circumstances, factors





- Inventor’s control important





- Lack of commercial exploitation important




iii. Testing invention, not market, required





- Evidence:






- Free samples (vs. coming into the laboratory)






- “Would you buy this?”




iv. Rare that this exception is invoked


4. Nonobviousness (§103)



a. Policies for this standard




i. Incentive: we don’t need an incentive for people to come up with 


things that are only slightly different than what’s out there already.




ii. Costs: even if providing a patent would help get these 




incremental improvements done quicker, the social costs would be 



too high.  Think of all the licenses you’d have to get.



b. General test




i. Whether a hypothetical person




ii. Having ordinary skill in the pertinent art




iii. With full knowledge of the pertinent art at the time of the 



invention



iv. Facing the problem to which the invention is addressed




v. Would naturally





- be lead to the solution adopted in the invention





- view that solution to be a viable alternative




vi. Person Having Ordinary Skill In The Art (PHOSITA)





- Visual formulation: take your hypothetical PHOSITA and 



sit her at her desk at her workshop and pin up the prior art 




around her desk.  Tell her the problem.  Imagine, if she 




tried to solve the problem, would we reasonably expect that 



she would come up with the same solution in the patent?  If 



so, it’s obvious!



c. Graham factual inquiries




i. Scope and content of prior art





- art reasonably pertinent to the particular problem





- includes allied fields PHOSITA would likely consult





- consider what prior art as a whole teaches






-suggestion to combine references?





- other or related fields that our PHOSITA would be 




expected to look at when solving the problem are related 




prior art.






- different than novelty where prior art does not 





need to be pertinent





- look to see if prior art teaches away from the solution






- If the art includes information material that would 





suggest it was a blind alley, then the prior art 





teaches away from the invention




ii. Level of ordinary skill in prior art





- not skill of inventor, innovator, or genius




iii. Differences between claimed invention and prior art



d. Graham Secondary considerations (Stratoflex case)




i. Fed. Cir. says if there is any evidence than you must examine 



these considerations; objective indicia




ii. Factors





- Commercial success





- Longfelt, but unmet need





- Failure of others





- Recognition and acceptance of patent by competitors i.e. 




licensing




iii. Must have nexus between merits of invention and the evidence 



offered


5. Prior Art (§102(e)(2))



a. A description of invention in issued patent to A where the application 


was filed before B invented will bar B from getting a patent 

i. Don’t want to give B a windfall just for PTO’s delay in A’s application



b. A patent app. is effective as prior art as of the filing date




i. Patent apps. after 1999 are published 18 mos. after filing 




regardless of allowance



c. Hazeltine case deals w/ issue of prior art in a §103 obviousness 



situation




i. Patent apps. are also considered prior art for 





obviousness purposes




ii. Don’t want to punish prior filer for PTO delays



d. Loss of right/statutory bar redux (Foster case)




i. Once invention becomes obvious through publication, use or 



whatever, the inventor has 12 mos. to file pat. app. or lose right to 



obtain patent


6. Utility (§101) (Brenner v. Manson) (useless steroid case)



a. Justice Story's initial definition of "useful"




i. Not frivolous or injurious to society's well being; not harmful




ii. Fed Cir. rejects this view in Juicy Whip case



b. Modern interpretation of useful (Manson)




i. Requires that specific benefit exist in currently available form





- Don't want to fence off potential beneficial use by others





- Patents could be granted w/ minimal disclosure




ii. Rejects use for further scientific testing




iii. High water mark





- good law for chemistry, unclear whether broader



c. Policy arguments for utility




i. Don't want to give incentive for filing useless patents




ii. High administrative costs to handling the increased number of 



patents




iii. Justice Story thinks that should let the free mkt. determine 



usefulness

C. Formalities/Administration


1. Enabling Disclosure (§112)



a. Written description/Enablement (Gore)




i. Must allow enablement by PHOSITA w/ some experimentation



ii. Does description:





- as of filing of app.





- enable PHOSITA to practice invention





- w/o undue experimentation



b. Best Mode




i. Subjective inquiry





- inventor's actually preferred mode of practicing invention






- what did inventor actually know at the time of 





application?





- at the time of the app. filing




ii. Objective inquiry





- Does disclosure adequately teach PHOSITA to practice 




the disclosed method?






- Want to get the most info out to the public as 





possible






- Make sure everybody can use the invention





- compare enablement



c. Definiteness




i. Do claims set out exact metes and bounds of inventions?




ii. Reasonable degree of precision to a PHOSITA




iii. Distinct from enablement; focused on the claims rather than 



entire patent




iv. Applicant can be his own lexicographer and define own terms


2. Patent rights flow exclusively from grant by gov't


3. Patent Prosecution



a. Getting a patent through the PTO



b. Must be a member of the PTO bar in order to prosecute




i. Technical background required



c. Independent claims




i. Defines structure of the invention through limitations



d. Dependent claims




i. Narrowing claims that add additional limitations to the 




independent claims



e. $770 fee for filing



f. Examiner searches for prior art



g. Inventor can amend claims and respond



h. Examination is entirely ex parte




i. re-examination provision rarely used



i. Patent is presumed to be valid, but not conclusive

D. Rights/Terms


1. Infringement of Rights (Magna Graphics)



a. Patent owners have the right to exclude from others




i. Making, using, selling, offering for sale, importing



b. Mental state irrelevant



c. Independent creation irrelevant



d. No affirmative right to practice invention



e. Limitations




i. Experimental use





- in this case more as a defense against infringement





- very rarely successful





- cannot experiment for business





- only for amusement/philosophical purposes




ii. Repair (not construction)




iii. Exhaustion of rights w/ first sale





- means resale by others is OK



d. Blocking patents




i. Can still get a patent for new use on already patented invention




ii. Would still have to license from previous patent owner



e. Extraterritoriality (Deepsouth)




i. Patent law strictly enforced in the US




ii. Cts. did not hold D liable outside the US for infringing activity




iii. §271(f) overturned Deepsouth; can no longer ship parts to 



foreign countries for assembly => infringement




iv. §271(g) prevents manufacturing invention in foreign country 



and then shipping into US



f. Usually require operable assembly for infringement




i. Magna-graphics case high water mark; testing assemblies of 



invention constitutes making invention


2. Duration of Patents



a. Old term (before 6/18/1995)




i. From date of issue for 17 years



b. Current term 




i. Begins only when patent issues




ii. Lasts for 20 years from date of filing of app.




iii. Provisions for extension based on delays in processing app.


3. Literal Infringement



a. Inquiry




i. What is the patented invention?




ii. Does D's device fall within the patented invention?



b. Claim construction




i. Duty of the ct. not the jury




ii. Compare claim language to D's device





- Is every limitation in the claim in D's device?




iii. Only care about P's claims compared to D's device; P's actual 



device is irrelevant


4. Doctrine of Equivalents/Non-literal Infringement



a. Idea of infringement w/o literal infringement




i. Not every limitation met



b. First introduced in Graver Tank case



c. Whether infringing device has the substantially same function, way, or 


result



d. Differences are unimportant



e. Equivalence applied for every individual limitation; limitation-by-


limitation (Warner Jenkinson)



f. Cannot vitiate any limitation (Warner Jenkinson)




i. For example the skin lotion ratio limitation




ii. Cts. must adhere to limitation in patent



g. Cannot encompass prior art => precluded by anticipation doctrine



h. Exception to the doctrine of equivalents: Prosecution History Estoppel 


(PHE) (Warner Jenkinson)




i. When you amend claims to narrow the limitation you concede or 


surrender the subject matter





- Cannot sue for infringement on the subject matter that you 



conceded





- Cannot recapture by claiming equivalent




ii. S. Ct. stresses having a reason for amending claims





- rejects bright line per se rule (Festo)





- amendment must be for a substantial reason related to 




patentability for PHE to apply





- no reason then presumption of reason related to 





patentability





- need to examine scope of the claims





- apply flexible bar rule (Festo)






- equivalence to what was covered in original, 





unamended claim is barred






- but equivalence as to that element still possible




iii. Patent holder bears burden of rebutting presumption and 



showing reason for amendment (Festo)





- unforeseeable equivalent





- tangential rationale – reason for amendment other than to 




exclude materials





- could show that PHOSITA could not reasonably be 




expected to draft claim which literally encompassed alleged 



equivalent




iv. Amendments made for §112 also apply to PHE (Festo)



i. Equivalence doctrine shows the tension between certainty & public 


notice vs. fairness

E. Remedies


1. Injunctive relief, preliminary and final, available


2. Monetary relief



a. Basic measure is damages adequate to compensate, which means full 


compensation, making whole



b. Requires but for causation, foreseeability



c. Often measured by patent owner's lost profits


 



i. Panduit test used for eligibility





1) demand for the patented product; no demand, no profits





2) absence of acceptable non-infringing substitutes





3) manufacturer & marketing capability to exploit the 




demand





4) the amount of profit it would've made




ii. Can include lost sales of unpatented items if competitive 




products; can't be ancillary to competitive goods (Entire Market 



Rule) (Rite Hite)





- In Rite Hite, P could recover for lost profits on dock 




leveler, but not vehicle restraint since D's infringing device 




was only a dock leveler



d. Reasonable royalties




i. Measured by existing royalties or hypothetical royalty agreement



e. Ct. can award treble damages for willful infringement




i. Mental state relevant




ii. also attorney's fees



f. Cannot recover on infringement if no notice was given (§287(a))




i. For example, sending letter to D or marking an invention

F. Preemption (Bonito Boats)


1. Bonito is last in the line of pre-emption cases



a. Sears/Compco => Kewanee => Aronson => Bonito


2. S. Ct. will not allow any state law that substantially interferes w/ enjoyment of 
an unpatented design which has been freely disclosed to public


3. In Bonito, FL law prohibited copying boat hulls w/ a direct molding process


4. S. Ct. reasoning



a. Would hinder innovation




i. Unable to copy





- inteferes w/ background freedom to copy




ii. Conflicts w/ patent law





- state law has less stringent standards





- would provide protections for minor inventions





- purpose of patent law is to promote true innovation


5. Distinguishing Kewanee and Aronson



a. In Kewanee, the invention was not publicly disclosed



b. In Aronson, K law still allows enjoyment of invention (key chain) by 


the public; does not substantially interfere w/ public enjoyment 

V. Copyright Law

A. Subject Matter


1. Works of authorship (§102)



a. Not defined; illustrative categories



b. List is not exclusive



c. Includes musical works and sound recordings




i. Sounds recordings are recordings of musical compositions


2. Works must be fixed in a tangible medium of expression



a. Embodied in a copy




i. Copies are material objects in which literary work is fixed





- Literary just means made up of words





- Books, Floppy disks, Sheet music




ii. Phonorecords are material objects in which sounds can be fixed





- records, CD, tape, DVD


3. Only expression is protected, not "ideas" (Baker v. Seldon)



a. Policy: copyright doesn't have stringent standards of novelty and 


obviousness



b. Merger rule




i. Expression so integral to idea that they "merge" and thus others a





are allowed to copy the expression





- Ledger that was integral to accounting system (Baker v. 




Seldon)



c. Similar to functionality doctrine of trademarks; scenes a faire



d. Ideas are fundamental building blocks of authorship that are too 



important to public to be protected




i. Don't use ideas literally; only as metaphors for what's protected 



and what's unprotected




ii. For example, plot of a novel cannot be protected




iii. Methods, systems are not protected

B. Standards: Originality (§102(a))


1. Work must be independently created



a. As long as work was not copied; the work originated from the author, it 


can be copyrighted



b. Use/purpose irrelevant to protectability



c. Copyright law shouldn't judge aesthetics (Bleistein case)




i. Tastes fluctuate




ii. Don't want lawyers/judges to make such judgments


2. Work must be minimally creative



a. Sweat of the brow theory no longer valid (Feist case)




i. Used to be as long as effort was put into work you could 




copyright it



b. Constitutional requirement


3. Compilations are copyrightable (Feist case)



a. Formed by assembling pre-existing material




i. Anthologies, collections, atlas



b. Must be original




i. Creativity lies in the selection/arrangement of the facts or works




ii. Telephone books not copyrightable (Feist case)





- selection of numbers and alphabetical arrangement are 




obvious



c. Compilation of facts thinly protected



d. Only author's original contribution is protected




i. For a fact compilation, only the selection/arrangement is 




protected


4. Facts are not copyrightable



a. Facts are not original; only discovered

C. Ownership


1. Author is the owner of copyright (§201(a))



a. The actual creator; translated idea into a fixed expression


2. Exception: Works made for Hire (§201(b))



a. Employer is the owner and the author



b. Two types of WMFH (Reid case)




i. Work prepared by employee within scope of employment





- conventional, common law agency relationship





- multiple factors considered






- whether it was skilled occupation






- whether employee owned tools, studio






- whether there were any add'l projects






- no tax/benefit (particularly important)






- lump sum






- responsible for assistants




ii. Specially commissioned work





- written agreement, signed by both parties





- must fall into one of the enumerated categories (§101)





- agreement must expressly state that work was made for 




hire





- Policy: protects freelance creators; otherwise big 





publishers would always get rights


3. Exception: Joint Works (Erickson case)



a. Joint work if two or more authors 




i. Example: Beatles => Lennon/McCartney songs




ii. Both contributors must be authors




iii. Each author must contribute an individual copyrightable 



expression




iv. Not joint authors if one contributes only ideas





- Ideas are not copyrightable (§102(b))





- Can protect oneself by K



b. Intend contributions to merge 




i. Touchstone is intent





- not mere collaboration





- uncertainty would inhibit authors from seeking input on 




their works




ii. Must intend to be co-authors, not just intend for contributions to 



merge




iii. Look to objective evidence



c. Into unitary whole



d. In joint works, co-authors treated as tenants in common



i. Each author owns equal share of work regardless of quantity of 



contribution





- 2 authors would get 1/2 interest of work




ii. Each author is entitled to use of work





- equal right to license work





- subject to an accounting




iii. Can be altered by K

D. Formalities


1. Registration



a. Not required for protection



b. Just fill out form



c. Having registration is prima facie evidence of validity



d. Must register within 5 yrs. of publication



e. Must have copyright certificate in order to sue for infringement



f. Seems like a formality but,




i. Most copyrights aren't contested




ii. Still can go into licensing transactions w/o registration



g. Only entitled to statutory damages w/ registration


2. 1909 Act



a. Runs up to 1/1/78




i. All works before 1978 fall under 1909 Act



b. Requires copyright notice; fairly specific requirements



c. Failure to put on proper notice resulted in work no longer being 



protected by copyright law



d. Work not protected until published




i. Publication means unrestricted dissemination of work




ii. State law applies before publication


3. 1976 Act



a. Federal protection begins after fixation not publication



b. Once work was published, notice was still required




i. Lack of notice removed any copyright protection



c. Notice became a condition subsequent



d. Notice standards less stringent




i. If notice omitted, you could cure by registering or attaching 



notice to distributed copies


4. 1976 Act w/ Berne Amendment



a. No notice required



b. No formalities required at all



c. Conformed w/ int'l agreement for copyrights




i. Most foreign countries do not have formalities



d. Notice is optional




i. Serves some deterrent use and provides some remedial 




advantages

E. Terms


1. For works after 1/1/1978, term is 70 years after death of author



a. For WMFH, term is 95 years from publication or 120 yrs. from creation 


whichever expires first



b. For joint works, term is 70 yrs. after death of last author alive



c. These terms all reflect additional 20 years from CTEA of 1998 (Sonny 


Bono Act)


2. For works before 1978



a. Term lasts 28 years after publication



b. If you didn't renew, work went into public domain



c. Could renew for another 28 years



d. By 1978, if copyright hasn't expired, term extended 19 yrs.



e. By 1998, if copyright hasn't expired, term extended an add'l 20 years




i. CTEA extension



f. Anything before 1922 should be in public domain



g. Summary of renewal terms




i. Until 1978, 28 years




ii. 1/1/1978 to 10/26/1998, 47 years




iii. From 10/26/1998, 67 years




iv. Addition effective for any unexpired copyright


3. Reversionary Interest



a. If author transfers copyright to publisher in 1925, 28 yrs. later author 


can renew copyright and copyright goes back to author



b. If author dies, heirs can renew copyright



c. Until 1992 renewal application required


4. Eldred case



a. Challenging the retroactive nature of the CTEA as applied to unexpired 


copyrights



b. Appellant's arguments




i. The Copyright Clause only states that protection offered for a 



"limited time", therefore Congress doesn't have power to extend 



term



c. S. Ct. argues history and precedent; Congress extensions always have 


applied retroactively




i. It would be unfair for authors who created before extension



d. S. Ct. also argue that Congress had a rational basis for extension




i. To comply w/ European counterparts




ii. Encourage copyright holder to invest in restoration and public 



distribution of work



e. Dissents




i. Stevens says that Congress simply has no such power to extend 



retroactively




ii. Breyer says extension not rational





- Really no incentive to extend copyright 20 years






- Likelihood of copyright making money after 70 





years is <1%





- Benefits are mostly private





- Threatens expressive values; high permission costs





- He thinks the whole act is unconstitutional



f. 1st amendment argument




i. CTEA infringes free speech




ii. S. Ct. declines application of heightened scrutiny





- argues that copyright law has built in free speech 





protection






- fair use






- idea/expression distinguishment





- copyright law not completely immune to 1st amend. 




analysis though

F. Transfers and Termination


1. Can transfer rights



a. Via Inter vivos, will, intestacy



b. Assignments and licenses must be made in writing (§204)


2. Termination of transfers (§203)



a. Reversionary interest



b. Conditions for termination




i. Any transfer or license regardless of exclusivity; signed by 



author




ii. Other than by will




iii. Doesn't apply to WMFH




iv. On or after 1978



c. Non-waivable right to terminate transfer



d. Between 35-40 years after grant



e. Author must give at least 2 yr notice of termination and no more than 10 

years before




i. Probably for memory purposes



f. Who can terminate is determined by statute




i. Usually original author if living



g. Effect of termination




i. All rights revert to author




ii. Gives author a second chance

G. Rights


1. In General



a. §106 grants broad right subject to certain exceptions listed in §107-122




i. §106(1) grants right to reproduce work in a tangible medium




ii. Right to distribute copies




iii. Right to prepare derivative works


2. Distribution



a. Deals w/ transfer of a tangible medium to the public



b. Exception: "First Sale" doctrine (§109(a))




i. After first sale, copyright owner no longer has any rights to vend 



that particular copy




ii. First sale must be legally and lawfully made




iii. Examples: Blockbuster, Library, Half Price Books


3. Derivative Works



a. Based on some underlying work




i. Adapting, transforming or recasting the work



b. First sale doctrine only applies to distribution right not derivative works 

right



c. May require original authorship to constitute a derivative work



d. Derivative works can also be copyrighted




i. Originality standard must also be met




ii. Protection only given to author's original contribution




iii. No affect on copyright of underlying work




iv. Translation probably constitutes a derivative work





- Probably can get a copyright





- Need author's permission



e. Cts. split as to whether mounting original artwork onto ceramic tiles 


constitutes derivative work (Mirage and Lee cases)




i. 9th Cir. finds this to be a derivative work





- incorporates work in some form





- permanency is a factor




ii. 7th Cir. disagrees and finds this akin to framing





- no change to work





- not a derivative work





- otherwise any alteration of a copy would be a derivative 




work





- should also look to originality


4. Public Performance Right (§106(4))



a. No public performance right in sound recordings



b. Definition of public




i. Places open to the public – nature of venue




   Semi-public place – nature of people gathered; substantial 



   number of people gathered




ii. Transmission





- to a semi-public/public place





- to the "public"






- includes limited segment of public such as cable 





subscribers



c. Perform => to show images in sequence; make sounds audible



d. Line of public performance of VCR movies cases




i. Redd Horne




- VCR at front of store transmits movies to several rooms 




for rent





- Ct. finds copyright violation because rooms are open to 




the public




ii. Aveco




- VCR in each private room instead





- Ct. also finds violation because booth open at the time of 




rental; will rent to anybody




iii. Professional Real Estate




- DVD rentals at front desk which can be viewed in hotel 




room





- Ct. upholds this because hotel room is not open to the 




public




iv. On Command






- Movies transmitted to hotel room from central console





- Ct. held that this was transmission to the public




- relationship between hotel and hotel guest was 





commercial


5. Public Display Right (§106(5))



a. Same standards as public performance right


6. ASCAP/BMI



a. Encompasses 95% of modern music



b. Artists license them their works



c. They in turn monitor and license public performances of these artists' 


works



d. Usually give blanket license to perform works




- costs depend on the business

H. Limitations


1. Fair Use (§107) (Campbell/2 Live Crew case)



a. Treated as an affirmative defense



b. Applies to all subject matter (SJM) categories, all §106 rights



c. Requires case-by-case analysis of at least 4 factors




1) Purpose and Character of Use





- commercial v. non-profit educational






- no presumption for or against fair use for either 





type






- commercial nature of use tends to weigh against 





fair use





- transformativeness






- does the use add something new; does it alter the 





work used w/ new expression, meaning, or 






message?






- Campbell case sees this as central, though not 





necessary






- the more transformative the use, the less 






significant are other factors that weigh against fair 





use




2) Nature of Work





- some works subject to more fair use than others





- factual v. expressive nature






- fact works subject to more fair use; want to 





disseminate facts






- varies even within facts works based on 






expressiveness 





- published v. unpublished works






- published works subject to more fair use; less 





likely fair use if copied






- unpublished works protected more







- protect right of first publication







- creative control







- unpublished works not completely shielded from 





fair use







- §107(4) no bright line unpublished rule




3) Amt. and Substantiality of Work





- quantitative and qualitative measures relevant





- copying even small portion of work may be unfair if 




portion constitutes "heart" of the work (Harper Row)





- look as relationship to purpose






- for example, parody requires taking "heart" of 





original => no more than necessary to make it 





familiar to listeners or readers (Campbell)





- concern is reasonableness of amt. copied in light of 




purpose




4) Effect of Use on Potential Market





- often said to be the most important factor





- consider effect if the use were widespread





- consider market for original and derivative works






- also look at prepublication excerpt mkt.






- only look at mkt. where original author would 





likely enter






- no mkt. for parody





- consider effect of displacement by def. use, not by 





disparagement





- can presume mkt. harm from mere verbatim duplication 




for commercial purposes



d. Factors are non-exclusive; other factors may be considered



e. Factors need to be balanced



f. Open-endedness in cases



g. Commercial use should not be a presumption against fair use




i. Commercial use when party profits from exploitation w/o paying 


the customary price



h. *Transformative use*




i. Central to determination of purpose




ii. The more transformative the more likely the work will fall under 


fair use



i. Parody as fair use




i. Parody is a work that criticizes/comments on an earlier work in 



mockery




ii. The threshold question is whether a parodic character may be 



reasonably perceived




iii. Parody compared to satire (Campbell/2 Live Crew case)





- Parody criticizes the original





- Satire comments/criticizes something else i.e. pop culture






- Harder to find fair use for satire since you don't 





need to copy the original





- 9th Cir. has followed this distinction in "The Cat in the 




Hat" case



j. Bad faith is factor in fair use


2. Infringement



a. Elements




i. Ownership of a valid copyright





- registration within 5 yrs. of publication as prima facie 




evidence




ii. infringement of some exclusive right





- copying by D: factual copying





- copying had to be improper appropriation






- copied protected expression






- D's works are substantially similar



b. Factual copying




i. Proven through direct evidence i.e. eye witness (rare)




ii. Or circumstantial evidence





- D had access (Selle v. Gibb Bee Gee case)






- wide dissemination






- intermediary





- substantial similarity






- substantial similarity can be of unprotected 





elements of work





- usually need both of these elements





- up to probability in fact finder




iii. Independent creation is OK




iv. Can also infer from striking similarity





- probative similarity





- so similar that it precludes any explanation except for 




copying





- General rule: if you can show striking similarity then you 




don't have to show access




v. Inference of copying rebuttable





- Show evidence of independent creation; Bee Gee's work 




tape






- weakness in this evidence is doctrine of 






subconscious copying







- may have heard tune somewhere before 






but you don't remember







- can be held liable for this





- Or evidence of some prior common source



c. Improper Appropriation




i. Reveals the tension between too much copying and incentive to 



create




ii. Protected expression





- easy case => literal copying of portions of works





- hard case => no literal copying, just similarities






- abstract of the whole





- abstractions test






- somewhere the description becomes so general as 





to become an unprotected idea (Learned Hand) 





(Nichols case)






- requires case by case analysis





- quantity can be small




iii. Substantial similarity (Steinberg/New Yorker case)





- difficult to apply





- visual works are easy compared to literary works





- even harder to compare derivative works






- must compare to hypothetical work that P could've 




created is substantially similar to D's work





- compare works overall, but look for similarity of 





protected expression





- judges usually punt this issue


3. Secondary Liability



a. Contributory infringement (Cherry Auction)




i. Direct infringement




ii. Must show material contribution; induced, caused, direct 



infringement




iii. Knowledge – had reason to know of infringing activity





- don't have to know activity was infringement




iv. Example: Cherry Auction case





- Vendors were directly infringing





- Cherry Auction had reason to know because of sheriff 




seizure of records





- Cherry Auction contributed by providing facilities, 




utilities and parking



b. Vicarious Liability




i. Elements





1. Direct infringement





2. Right and power to supervise/control infringing activity






- doesn't matter if you practice the right; only have 





to have the right





3. Direct financial interest/benefit




ii. No knowledge requirement




iii. Descended from tort doctrine of respondeat superior





- copyright law doesn't require employee-employer 





relationship





- distinct from contributory infringement; focusing on 




relationship between D and infringer rather than actions




iv. Directness of financial interest may be becoming more 




attenuated



c. Sony case




i. P suing D for manufacturing VCR's that are capable of copying
 


P's TV programs




ii. Ct. held that if equipment had a substantial non-infringing use,  



then no contributory infringement





- authorized time shifting





- unauthorized time shifting is fair use






- no harm to market





- don't want to give copyright owners stranglehold on other 




unrelated areas of commerce



d. Napster case




i. 9th Cir. took knowledge approach





- if you have substantial non-infringing use then won't hold 




you to constructive knowledge, but actual knowledge will 




overcome this

I. Remedies (§504)


1. Statutory Damages



a. Available at P's election



b. Amounts (§504(c))




i. Between 750-30,000 per work infringed




ii. Up to $150,000 if willful; mental state relevant for damages




iii. Down to minimum of $200




iv. Ct. discretion to determine award within range



c. Availability depends on registration (§412)




i. Only for infringement commenced after registration



d. Reasons for having statutory damages




i. More deterrent




ii. Sometimes hard to prove actual damages




iii Might get more damages than actual damages


2. Actual Damages (Cream and Stevens cases)



a. Available at P's election



b. Typical measures




i. profits on P's lost sales, if direct competition between P and D




ii. reasonable royalty or mkt. value if no direct competition



c. Some speculation tolerated in calculation, but can't be overly 



speculative


3. D's profits



a. Available at P's election



b. Available in addition to P's damages




i. but only to the extent not accounted for in damages



c. Apportionment of profits attributable to infringement




i. only profits attributable to infringement allowed




ii. burden on D to prove deductions, apportionment




iii. ct. has duty to apportion if evidence suggests a 





reasonable approximation is required, no more


3. Attorney's fees



a. Recoverable only if copyright is registered


4. Non-monetary relief



a. Permanent and temporary injunctive relief at cts. discretion



b. Pretty routine



c. Could grant continuing royalty relief where injunctive relief not 



appropriate


5. Criminal Penalties



a. For willful infringement



b. Infringement must be for commercial purpose or private financial gain



c. Includes receipt or expectation of receipt of copyrighted works



d. During any 180 day period you reproduce or distribute one or more 


works worth more than $1,000 then commercially liable



e. Penalties can be up to 10 yrs. in prison

J. Preemption


1. In general



a. Congress has expressly mentioned how much preemption copyright law 

will have over state law (§301)



b. Reason for §301




i. 1976 Act ended division of labor between state and federal role 



in copyright law





- Copyright protection now begins as soon as fixed in 




tangible medium this no need for state law protection




ii. 1976 Act preempts state law that:





- grants rights equivalent to any exclusive right within the 




general scope of copyright law in §106





- in any work fixed in a tangible medium





- if work comes within SJM of §102, 103



c. 3 requirements for preemption




i. Equivalent rights




ii. Works of authorship fixed




iii. Works within SJM of §102,103



d. State common law copyright




- preempted for unpublished works




- remains viable for unfixed works


2. Hypotheticals



a. Hypo 1




i. A writes novel – work fixed




ii. T steals novel and sells to P




iii. P publishes novel – equivalent right violated




iv. A's claim preempted by federal copyright law



b. Hypo 2




i. M plays a jazz concert – work not fixed




ii. L writes down all the improvisation




iii. M can bring state copyright law claim



c. Hypo 3




i. A writes diary




ii. T steals diary and sells to P




iii. P publishes




iv. Issue is whether privacy is an equivalent right?





- Maybe not because privacy claims contain extra elements





- Actually, cts. split as to right of privacy



d. Hype 4




i. Garage band privately playing Lyle Lovett's music in garage




ii. Probably preempted by fed law since majority view is that 



private performance falls within scope of §106


3. Equivalent Right if:



a. Right involves conduct within scope of §106




i. Measured by rights within general scope of copyright as 




specified by §106




ii. State right that is broader than fed right can be equivalent i.e. 



right of private performance of work





- Congress could've granted this protection



b. Proving claim doesn't require any element beyond copyright 



infringement ("extra element" test)




i. Cts. look to substance of state claim, not form


4. Subject Matter Requirement



a. Preemption if state law gives rights in work that falls within SJM of 


§102,103



b. No clear definition of boundaries of copyrightable subject matter e.g. 


ideas and facts




i. Are they within boundaries of copyright, but not entitled to 



copyright protections? State law preempted




ii. Not within copyright SJM? States free to protect





- Goldstein suggests that ideas and facts are outside of 




domain of copyright law and thus not preempted

VI. Misappropriation

A. Form of unfair competition law


1. Originally federal common law (INS v. AP)


2. Adopted in at least 14 states; no longer any federal common law


3. R.3d reject this as a theory of liability

B. Rationales for misappropriation


1. Fairness and equity



a. Unfair to let someone use info. that a party has spent time and effort in 


collecting


2. Incentive to create



a. Allowing others to misappropriate will dampen the incentive



b. Counter: will restrict others from copying and innovating



c. Ct. in Dow Jones case decides to allow protection




i.  By requiring a license for the index, this will produce more 



incentive to create new indices




ii. Argument runs into problems because companies actually want 



an established index




iii. Problem w/ licensing is that gives author/creator advance notice 


when you ask for permission; almost asking for litigation

C. Misappropriation Limits (NBA v. Motorola)


1. Limited, "quasi-property" right: INS



a. Rights against competitor, not against world



b. Rights last while news is "hot", no longer than that


2. Only limited claims not preempted: Requirements for claims (extra elements) 
(2nd Cir)



a. Time sensitive info created at the same cost



b. D free rides on P's creation in direct competition




i. Some cts. have long required competition



c. and thereby substantially threatens existence or quality of P's creation of 

information

VII. Right of Publicity

A. Generally


1. Relatively new body of law


2. Sui genesis => new body of law


3. Rooted in state common law

B. Reasons for creating a right of publicity


1. Reward effort to develop fame


2. Provide incentive to become famous



a. Is right of publicity necessary?




i. These people are already rich and can earn money w/ other 



endoresments


3. Solve "commons" problem



a. Other advertisers will take advantage of fame and dilute the uniqueness



b. Is fame really a scarce commodity that needs protection?


4. Prevent unjust enrichment


5. Prevent false endorsement


6. Protect personal dignity


7. Control interference w/ celeb's image 

C. Reasons not to have a right of publicity


1. Free expression problems


2. Giving celebrity a windfall


3. Is it really desirable to make an incentive to become famous?


4. May be protection provided in copyright and trademark law



a. Dilution


5. Difficulty in adminstrability


6. Depletion of symbols for use in ads.



a. For instance, Martha Stewart type wholesomeness

D. Traditional doctrine of right of publicity


1. Protects use of name or likeness of celebrity


2. Also protects "identity" of celebrity



a. For example, "Here's Johnny" phrase will remind audience of Johnny 


Carson



b. Also, blonde wig, dress and posture of robot constitutes Vanna White's 


identity (Samsung)




i. Kozinski thinks the ct's interpretation essentially creates a right 



against even evoking a celebrity's image; protecting the role


3. TX has a right of publicity statute


4. Restatement definition: liability for



a. Unauthorized appropriation of commerical value of a person's identity



b. by use of name, likeness, or other indicia




i. phrases, voices, race car insignia




ii. total context => Samsung/Vanna White ad



c. for purposes of trade

E. Concerns on right of publicity


1. Freedom of expression



a. Symbolic value



b. Comment/criticism



c. News reporting



d. Public domain – ability/incentives for subsequent creators

F. Internal Limitations on Right of Publicity (Saderup/3 Stooges case)


1. May be statutory limitations (CA law)



a. Original works of art



b. News broadcast



c. Play, book, magazine, newspaper, musical composition, film, radio or 


TV program


2. Restatements: for purposes of trade doesn't include



a. News reporting, commentary, entertainment, works of fiction or 



nonfiction


G. External Limits on Right of Publicity


1. First Amendment



a. Look to fair use doctrine in copyright



b. Especially the transformative factor




i. If the work is sufficiently transformative then no right of 




publicity




ii. Raises Bleistein questions of whether judges should make these 



type of value judgments




iii. Heart of the balancing test



c. Substitute for celebrity's own fame




i. Work cannot be derived primarily from the fame of the 




celebrities depicted




ii. If work literally depicts celebrity w/o adding significant 




expression, not protection



d. Limits but doesn't bar right of publicity



e. Balance interest in protection against interest in free expression
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