IDEA SUBMITTAL LAW
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Sellers v ABC [“exclusive” news story as to Elvis’ death]

even if the 2 stories did overlap on a few points, those points were too vague & uncertain to be enforceable as a matter of law

Req’s for protection under state CL for “undeveloped ideas”:

1. novelty: meaning that the idea has to be something that is not generally known – not common, etc.

2. concrete: meaning that the idea has to be worked out enough so that it is no longer abstract – it is instead tangible
3. originality: meaning that the idea originated w/ the person who thought of it

and if you don’t meet these 3 crtieria, then the idea is in the public domain, b/c the basic rule is FREE USE of ideas unless they meet these 3 req’s


and once you DO meet these 3 req’s, then you have a RIGHT against having your IDEA COPIED, but there is no RIGHT against INDEP CREATION [such as there is in P law]

RICHTER v WESTAB INC [ad agency’s submittal of an idea to a client]

SERVICES RENDERED VS IDEAS SUBMITTED

Some courts focus on the act of submission and permit recovery on the basis of professional services rendered, w/o regard to novelty or concreteness – this often happens in cases involving professional, established agencies


Other courts ignore the services aspect, and deny recovery if there is no novelty or concreteness – this more often happens in the case of amateur submitters

LUEDDECKE v CHEVY MOTOR CO [no novelty = no prop right 2 protect]

What if u seem to promise to pay for a submitted idea?


If, in fact, the D did derive benefit from the P’s idea, they are still not indebted to pay b/c they did not offer to make any agreement to pay for such mere suggestion as the P made, and their correspondence did not invite such a suggestion.

STANLEY v COLUMBIA BROADCASTING SYSTEM INC

Just b/c an abstract idea isn’t protected by copyright doesn’t prevent its protection by K



Even though an idea is not property subject to ownership [b/c it is widely known and generally understood] , its disclosure may be of substantial benefit to person to whom it is disclosed. Disclosure may be said to be the consideration for the promise to pay.

QUASI-K LIABILITY is based not on a consensual agreement but in the absence of such, on the theory of unjust enrichment

Given that abstract ideas are free, there is no more right to recovery for their use in a quasi-K action than in an action for C.I.– the idea must be in a concrete form attributable to P’s own ingenuity, and the form as distinguished for the abstract idea must be used by the D.

So if the idea is not novel, then the evidence must est. that the p’or expressly or impliedly agreed to pay for the idea whether ornot it was novel.

So anything that can be construed as a bargained-for exchange ought to count for consideration

And this is b/c under NY law, the REQ is novelty to the buyer.

*Also, some ideas may be so common that even if the B doesn’t know about the idea, the law will IMPUTE the knowledge to the B

DOWNEY v GENERAL FOODS CORP (the Jello/ Wiggley case)

Here, having relied on its own previous experience, the D was free to make use of “Mr. Wiggle” without being obligated to pay the P for it

Idea submitter rarely succeeds on a property theory b/c any expression of an idea that is novel & concrete enough to qualify on the property ground could probably also qualify for protection under one of the more developed & traditional IP systems like TS or patent law

Can trade custom create property rights in ideas?


As is the case in the radio industry, yes.


Special trade assumptions can, of course, also be construed to permit recovery on an implied K basis.

Quasi-K

B/c of the principle of unjust enrichment, a corp. may be required to pay the reas value of certain ideas made by one of its e’ee’s to an agent of the company on the expectation of payment where an Express K would fail for lack of proof of the agent’s authority

4 theories under which a creator can bring suit for a copying of his idea:

1. misappropriation – conversion of property [b/c once the idea meets the above 3 req’s, it is a form of prop]

2. quasi-K or unjust enrichment

3. implied in fact K: these may well also be OK to protect a non-novel idea and not pre-empted [prob. falls in line w/ ARONSON}

4. express K: on this theory, you can recover on the K even if the idea turns out to not be novel [though the idea itself cant be said to be the consideration – it would have to be the DISCLOSURE of the idea that is the consideration]
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Article 1, section 8 of the US Con is the con basis for federal TM & UC legislation

Clause 8 is the source of federal copyright and patent legislation

Only Trade Secret Law is still controlled by the states – C, TS, & P law have a basis in fed and state law

The main reason for the nationalization of IP law in the US is the growing federal presence in the nation’s life generally.

also, 3 specific developments have accentuated/accelerated the trend:

1) The emergence of the federal preemption doctrine, such as Section 301(a) of the 1976 Copyright Act.

Courts have applied section 301’s preemptive formula to preempt state unfair competition and trade secret laws, among others

2) The rapid evolution of new technologies and

3) The growth of international trade in intellectual goods
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ARONSON v QUICK POINT PENCIL CO [the new, ingenuous key holder]

Issue: does federal P law preempts state K law so as to preclude enforcement of a K to pay royalties to an inventor.? NO

That is, can u be forced to pay royalties for an un-p’able invention? YES

Commercial K’s are traditionally the domain of state law, but  state law isn’t displaced just b/c the K relates to IP that may or may not be p--able.



whether the state law is preempted depends on whether that state law “stands as an obstacle to the accomplishment & execution of the full purposes and objectives of congress.”

So what are the purposes & objectives of P law?

1) Patent law seeks to foster & reward invention

2) It promotes disclosure of inventions, to stimulate further innovation and to permit the public to practice the invention once the patent expires

3) The stringent req’s for patent protection seek to assure that ideas in the public domain remain there for the free use of the public.

Other precedential points that the court here relies on:

1. A state may not forbid the copying of an idea in the public domain which does not meet the req’s for federal patent protection

2. A person licensed to use a patent may challenge the validity of the patent, and a licensee who establishes that a patent isn’t valid need not pay the royalties accrued under that patent

3. State law forbidding the misappropriation of TS was not preempted by federal P law

ARONSON repeated the SC’s approach in KEWANEE, b/c the SC here invoked the 3-fold approach tests to determine the preemption question:

1. in this case enforcement of the K furthered the policy of encouraging public discloisure of ideas & inventions, since the K led to the sale of products that revealed the idea

2. also, as w/ TS law, enforcement of Ks to pay for ideas would provide an additional incentive for invenstors

3. enforcement would not w/draw info from the publicm domain b/.c the idea that was the subject of the K here had never been in the public domain

4. BUT ENFORCEMENT OF THE K WOULD NOT PREVENT PARTIES WHO WERE NOT SUBJECT TO THE K FROM COPYING THE IDEA – IN NOO WAY COULD THE STATE DOCTRINE BE CONSTRUED AS GIUVING THE OWNER OF THE IDEA MONOPOLY RIGHTS IN IT

The PROPERTY THEORY is pre-emptable b/c this clearly falls under the fed P law.
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The primary reasons for trademarks is that:

1) They facilitate and enhance consumer decisions and 

2) They create incentives for firms to produce products of desirable qualities even when these are not observable before purchase.

This 9is b/c although trademarks and trade names typically identify quality standards, often trademarks identify the full features of the product.
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UNFAIR COMPETITION

LIKLIHOOD OF CONFUSION AS TO THE STD HERE.

While UC and TM law are highly interrelated, the most important distinction b/w UC and TM law is jurisdictional – UC law was principally the product of state law, and TM was principally federal law. But now those distinctions are pretty much history.

THEORY OF PROTECTION 

PASSING OFF AND SECONDARY MEANING

WILLIAM R WARNER & CO v ELI LILLY & CO [chocolate medicine case] [coco-quinine vs quin coco]
AS TO THE TM INFRINGEMENT CHARGE…

A name that is merely descriptive of ingredients/quality/characteristics cant be used as a TM.


THUS The use of a similar name by another to truthfully describe his own product does not = a wrong, even if is source confusion.

AS TO THE UC CHARGE…

the marketing of the D was not to est a market for its own product, but to try to get the retailer to buy D’s and pass it off as P’s].

That no deception was practiced on the retailer doesn’t matter…. the WRONG was n designedly enabling the dealers to palm off the preparation as that of the P’s.

So the court will grant an injunction on the UC charge. The only question now t, what is to be the nature and extent of that injunction?

the WRONG is in the sale of the goods of one maker as those of another.

So the right to which the P is entitled to is being protected against UC, NOT of having the court help to create a monopoly for him.


So the relief should be enough to stop the D from representing/suggesting to its customers the possibility of passing off quin-coco as coco-quinine

REMEDIES FOR PASSING OFF:

The CL provides injunctive relief against further passing off, and $$ relief measured by the P’s demonstrable loss and/or the D’s profits, if the I was willful or the D was unjustly enriched.


In extreme cases, PDs may also be awarded.


If the passing off calim is brought according to the L Act s 43(a), the available remedies are the same as the remedies available for I of a registered mark 

CHARCOAL STEAK HOUSE OF CHARLOTTE V STANLEY [definition of 2nd meaning]

Although a generic word or a geographic destination may not become a TM, it may nevertheless be used deceptively by a newcomer to the field so as to = UC… 


When a particular business has used words so long / so exclusively or when it has promoted it product to such an extent that the words do not register their literal meaning on the public mind but are instantly associated with one enterprise, such words have obtained a secondary meaning.

a secondary meaning exists when in addition to their literal meaning, words connote to the public a product from a unique source.

But even if a word has a 2nd meaning, a competitor may still use them so long as he accompanies their use with something that wall adequately show that the 1st product isn’t meant.

GALT HOUSE INC v HOME SUPPLY CO [the GALT hotel]

UC lawscan afford protection & relief against the unjust appropriation of, and injury to, the good will or business reputation of another, even though he isn’t a competitor.


P is the nonuser of the contested name – therefore, by its inaction; it could not have est. either a good will or reputation that the D’s could be legitimately accused of prating as a competitor.

the name must actually be used in the t-b – it cant merely be reserved for future use

UC law protects 

(a) the 1st to use a name, brand, or other symbol in connection with the sale of g-s against 

(b) a competitor whose subsequent use of the symbol 

(c) confuses, or is likely to confuse, consumers into believing that the 1st user, rather than its competitor, is the source of the g-s.

UC law has 3 elements, which are matter of degree, and each reciprocates the others:

1) The competitor’s deceptive acts

2) The 1st user’s investment in goodwill

3) Consumer confusion as to source

EXAMPLES:

(a) A’s symbol, b/c of its brevity of sue, has acquired no 2nd meaning, or capacity to ID A as the source. N order to prevail, A must show that competitor B actively palmed off its g-s as coming from A and deceived consumers as to source by word or deed. A must also show that, as a consequence of this conduct, consumers were in fact confused as to the source of the g-s.

(b) A’s symbol also has 2nd meaning. Neither conscious intent to deceive by B, nor actual deception of buyers, need be shown in this case – only the likelihood that B’s use of A’s symbol will deceive consumers to as the source

(c) A has adopted a distinctive, nondescriptive device that functions exclusively to ID A as the source. Here courts will presume that B’s use of the symbol was intended to and did cause consumer confusion, and was motivated by an intent to deceive and was in fact successful in accomplishing the deception.

N any of these 3 situations, the symbol used by B need not be identical to A’s.

Can a competitor that has lawfully copied a product refer to that products’ TM in its own advertising for the purpose of identifying the content of its product?


YES, so long as it does not contain misrepresentations or create a likelihood that buyers will be confused as to the source.

If a mark is GENERIC, thenit cant be protected.

As to 2nd meaning – the more DESCRPTIVE the term [which turns on the g-s to which the mark applies] the more the evidence of a 2nd meaning is needed in order to protect it.

GEOGRAPHIC SCOPE OF PROTECTION IN UC LAW

 There are 3 elements of a TM I case:

1. the P has to have acquired goodwill in the product he si trying to protect

2. the D is trying to I/take over that good will

3. there has to be some likelihood that consumers will be confused

AS TO THE COMPETITION ASPECT: there are 2 aspects to this:

1. GEOGRAPHIC

a. U get rights in a particular locale through USE of your mark [so if you in A, and the competirot is in B, then whoever uses 1st in C ought to have the exclusive right to use their mark there]

b.   But the extent of the rights that u get when u use a TM only extends so far as prople associate u w/ the source of your g-s

c.   So senior cant generally stop junio from using junior’s mark in junior’s own locale [indeed, the junior who uses that mark in gooid faith in that locale can even estop senior from using senior’s mark there

d. senior user thus only has priority where:

(i) senior itself uses the mark

(ii) where senior’s mark has become KNOWN, which turns on:

A. reputation/goodwill that has extended that far [through the use of advertising] – so senior’s rep can go farther than actual sales in est rights to a particular locale.

B. “zone of natural expension” – rights occur not only where u use your mark but also where u will be lilely to use your mark in the future. [but b/c of the difficulties in proving this, courts are loathe to enforce this theory]

2. PRODUCT MARKET

ZONE OF EXPANSION
THE SAMPLE INC v PORRATH [the SAMPLE stores]

Although P was 1st user P could not set up a store 1.5 miles away from D’s store, using the same name as D, b/c the D’s store had acquired a 2nd meaning n the minds of buyers, so that the public would be confused 

All that is required here is the adoption of a name by the P that will clearly identify the P’s store and distinguish it, in the minds of buyers, 

No longer does the protection of a business name depend primarily on whether that name has acquired a 2nd meaning.

If it is clear that the acts of the alleged unfair-competitor are actually unfair, equitable principles take over


But in order to restrain the P from using the name at all, the D would have to show that the name had acquired a 2nd meaning, which the D has not done.

There may well be come confusion as a result of a similar name, but the court must look to the overall picture, and from that it is clear that neither party has acquired a superior claim to the name, so that the most equitable solution is to allow both parties to use similar, but not identical, names.

Can a firm ever have rights in a region n which it does no business?

In which its name has no 2nd meaning?


Under the zone of expansion doctrine, a prior user can preempt the right to use its name in territories “that would probably be reached by the prior user n the natural expansion of its trade.”

But several courts have limited the zone of expansion doctrine to situations where:

(a) the 2nd user adopted the 1st user’s name in bad faith – knowing of the prior user – or

(b)  in which the 1st user’s name has acquired a 2nd meaning in the relevant market.
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LIMITS OF PROTECTION

1. PERSONAL INTERESTS: RIGHTS IN NAMES

DAVID B FINDLAY INC v FINDLAY [the brothers’ art galleries]
When should a man’s right to use his own name in his business be limited?

the law enjoins even the use of a family name when such use tends or threatens to produce confusion in the public mind.


But as a general principle of law, one's name is his property and he is entitled to its use.

BUT no man can sell his goods as those of another, And here the family name has become a trade name with a 2nd meaning.

Also, the INTENT of the 2nd user does not matter --- All that matters here is the objective facts of this UC and the injury to the P’s business, not the D’s state of mind.

SULLIVAN v ED SULLIVAN RADIO & TV INC [Ed vs. Sullivan TV’s]

there is no direct competition b/w the P and the D. however, both operate in the same general field and it is not essential for the parties to be in competition with each other in order to sustain an injunction…

injunctions have issued against the use of similar names in business even in the absence of a threat of confusion as to the source of the g-s.

what needs to be shown in a UC-name case:

1. if the name is common and has no 2nd meaning, the D’s use of the name must be part of an active passing off scheme and consumers have actually been confused.

2.    BUT If P’s name has some 2nd meaning, P need only show likelihood of confusion.

3.   if P’s name is particularly distinctive, and 2nd meaning is esp. strong, courts will presume consumer deception and grant relief even absent proof that confusion is likely.

When a founder leaves the company that bears her name, can she, in competing with her former firm, publicize her own achievements?

Levitt Corp. v. Levitt

The Court here enjoined Levitt from publicizing her prior experience with Levitt & Sons “to avoid the likelihood of confusion that would arise if the D should invoke the names of earlier Levitt projects in reciting the highlights of his career.

2. ECONOMIC INTERESTS: THE PLACE OF UC IN THE COMPETITVE PLAN

CRESCNET TOOL CO v KILBORN & BISHOP CO [the wrench design]
The cases of so-called “nonfunctional” UC are only examples of the 2nd meaning doctrine.

The only difference is that these cases focus on the appearance of the item, rather than on the mark

the P must show that the appearance of his wares has developed a 2nd meaning.


And if the P does not show this, the D may copy the P’s goods exactly, but he may not represent the P in their sale.

SEARS ROEBUCK & CO v STIFFEL CO [case of the identical pole lamps]

Can state UC law impose liability on the copying of an un-p’able item? 

NO!!!

Just as the state cant encroach on the federal patent laws directly, it cant, under some other law, such as that forbidding UC, give protection of a kind that clashes with the objectives of the federal patent laws.


An unpatentable article, is in the public domain and may be made and sold by whoever chooses to do so. 

of course there is going to be some confusion!! But this is not enough to support an injunction against copying that which the federal p law permits to be copied.

COMPCO v DAY-BRITE LIGHTING INC

if the design is not entitled to a design patent or other federal statutory protection, then it can be copied at will.

A state of course ha power to impose liability on those who, knowing that the public is relying on an original maker’s reputation for quality, deceive the public by palming off their copies as the original.

That:

1. An article copied from an unpatentable article could be made in some other ways

2. That the design is “nonfunctional” and no essential to the use of either article

3. That the configuration of the article copied may have a 2nd meaning which identifies the maker to the trade or

4. That there may be confusion among buyers

May be relevant in applying a state’s law requiring such precautions as labeling; however, and regardless of the copier’s motives, neither these facts nor any others can furnish a basis for imposing liability for copying and selling.

What about situations in which the TM is the article?

National Football League Properties v Consumer Enterprises

What, if anything, did SEARS and COMPCO add to CRESCENT?


The rule allowing simulation of an article’s functional features, but not its distinctive nonfunctional features, accommodates state law to federal competitive interests.


The functional features are properly judges only by federal patent law standards, and not by a state’s UC laws.

But where the feature is a mere design, imitation may be forbidden where the requisite showing of 2nd meaning is made.

IF Sears made anything clear, it is that states are free to regulate UC when it takes the form of copying distinctive trade dress.

In many cases however the difference b/w a product’s trade dress and the product itself may be neither apparent nor real!

COPYING THE PRODUCT vs COPYING THE TRADE DRESS

The SC qualified its  SEARS & COMPCO rulings by clarifying that states may prevent consumer deception about the source of goods by prohibiting the copying of trade marks and tradfe deress, as long as they do not in doing so prohibit the copying of features of the product itself.


Subsequent opinions have construed the SEARS/COMPCO opinions as only prohibiting states from protecting functional [as opposed to non-functional] product features.

LIMITS ON STATE UC LAWS:

1. there are limits as to prople’s rights to use their own name.

2. there are limits based on economic interests:

(a) CRESCENT: in modern UC & TM law, when we talk @ a symbol, we talk @ it as a rep of the P’s good will; the DESIGN of a product is often referred to as TRADE DRESS – so the P can only get relief if it can show that its Trade Dress has become asscoaited w/ the public as the source [ie, 2nd meaning]

(b) So the basic rule is that UC law does NOT protect functional features of a product [so if a feature is functional, then you cant prevent that feature form being copied]

(c) COMPCO – this case said that even though there was a 2nd meaning, the UC –copying claim fails b/c u cant prevent the caopying of an un-p’able item even if that item has indeed acquired a 2nd meaning [so 2nd meaning is not always enough to prevent copying]

(d) After SEARS & COMPCO, the stets can still req that the labeling be sufficiently distinctive – so states can still protect trade dress AND TM’s, tho NOT product design. Also, the states can still prevent intentional “palming off”!
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FEDERAL LAW OF INTELLECTUAL PROPERTY
STATE AND FEDERAL JURISDICTION


Section 1338(a) gives federal DC courts original juris over any civil action arising under any act of congress relating to patents, copyrights and TM’s.


DC juris is EXCLUSIVE in patent and copyright case


DC courts share their juris. With state courts in TM cases

Section 1338(b) gives federal DC courts pendant juris over state UC claims if the claim is joined with a substantial and related claim under CR, patent or TM laws.

SECTION 1338(a): ARISING UNDER JURISDICTION


An action arises under the Copyright Act if and only if the complaint is for a remedy expressly granted by the Act or at the very least presents a case where a distinctive policy of the Act requires that federal principles control the disposition of the claim.

It is not just b/c a right has its origin in federal law that a federal court has juris over matters that grow from that right.

THE WELL-PLEADED COMPLAINT

In deciding whether an action arises under the Patent, CR or TM Acts, if the complaint alleges the elements required, then federal juris will lie under 1338(a).


State elements in a well-pleaded complaint wont defeat federal jurisdiction and similarly, a complaint that discloses only state law grounds for recovery cant just bootstrap federal jurisdiction by anticipating possible defenses resting on federal law.

A claim supported by alternate theories in the complain may not form the basis for 1338 jurisdiction unless patent law is essential to each of those theories.

SECTION 1338(b): PENDENT JURISDICTION


Section 1338(b), which provides for pendent juris over state claims, imposes 3 jurisdictional requirements for a state claim to be resolved in federal court:

1. The claim must be for unfair competition

2. The federal claim to which it is attached must be substantial and 

3. The federal claim to which it is attached must be related

Courts generally treat pendent jurisdiction as discretionary.

TRADEMARK LAW

So the Fed TM system is essentially a registration system: 

1. u don’t HAVE to register, it is entirely permissive

2. and u don’t have to register to keep others from using your TM either! [UC law helps out a bit here, as the SAMPLE case shows]

3. but there are advantages to reistering, such as:

(a) giving u a natioal scope of protection [so that u have nationa-wide rights once u register]

(b) REMEDIAL advantages, in the form of injunctive relief [but of course u dnot gget $$ relief until the D acts either willfully or fraudulently]

(c) U also get assistance in est. your case

(d) U also get access to the fed courts
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QUALITEX CO v JACOBSON CO INC [functionality] [special green color for dry cleaning case]
ISSUE: whether the Latham Act permits the registration of a TM that consists only of color.

YES! Sometimes a color will meet ordinary legal TM requirements

The Act says that TM’s can include any word, name, symbol or device, or any combination thereof…and this language, read literally, isn’t restrictive.

A color can meet the statutory definition of a TM, which requires that:

(a) a person use or intend to use to mark to distinguish & identify his goods, from those made or sold by others and

(b)  to indicate the source of the goods, even if the source is unknown.


…. it is the Source-Identifying ability of the mark, and not its ontological status that permits it to serve those basic functions.



the “functionality” doctrine of TM law…. this doctrine says that a product feature is functional and cant serve as a TM if:

(a) it is essential to the use or purpose of the article or I

(b) f it affects the cost or the quality of the article.

(c)  where doing so will put a competitor at a significant disadvantage b/c the feature is essential to the use or purpose of the article or affects its quality or cost.

(d)   If a design’s aesthetic value lies on its ability to confer a significant benefit that cannot practically be duplicated by the use of alternative designs

(e)   The ultimate test of aesthetic functionality is whether the recognition of TM rights would significantly hinder competition

The only requirements for a word or symbol to be a TM are:

1. That it be a “symbol”

2. Used as a mark

3. To identify and distinguish the seller’s goods from goods made or sold by others but 

4. that it not be functional

5. so it has to be able to serve as a source-identifer
6.  if a mark is capable of being or becoming distinctive of the applicant’s goods in commerce, then it is capable of serving as a TM.

Here, the P had to have had a federallyu registered TM to get into fed court

The KEY issue in a TM I case is the ability to ID the source, not the particular TM itself.

And the FUNCTIONALITY doctrine here solvs the “color issue” – b/c color isn’t functional, it is subject to TM law

And coilor can be protected as a TM whether or not there is a showing of 2nd meaning b/c color canb over time indicate source, just as descriptive words can over time indicate meaning as to the source of the product


FUNCTIONALITY is disallows protection for TRADE DRESS
The line b/w functional & nonfunctional features reflects courts’ judgements that competitors legit neeed for the former outweighs the danger of consumer confuction, while their need for the latter does not:

a. trade dress is F if competitors need to copy it in order to compete effectively. And trade dress will be deemed to give a competitive advantage if it:

1. functions in a manner superior to the alternatives OR

2. if it is more economical to make than the alternatives
b. a feature is functional if it is substantially related to the utilitarian purpose of the product [ie, if the featrure plays a part in the ultimate use or function of the product]

c. if the dress is an important ingredient in the commercial success of the product, then it is also functional [thus ornamental features can be functional ] called AESTHERTIC FUNCTIONALITY – but this has been widely criticized]

Other things that may or may not be able to be a TM…

1. FRAGRANCE

Distinctive fragrances are register able, since it too could serve as a source identifier, and b/c it Is capable of being distinctive & not functional

2. LOCATION ON GOODS [of a particular tab]

when the Levi Strauss case came around, where the tab’s primary purpose was not to bear a mark and where the tab’s location had achieved a 2nd meaning, the location of the tab was found to be register able [again, though, this was found on the facts, not the law.

3. INGREDIENTS

Terms that are used only in connection with ingredients / components of products are register able.

Again, this was decided as a question of fact, not of law – the question asked here was whether the mark as used identify and distinguish the goods for which registration is sought.

4. CORPORATE AND FIRM NAMES

Courts generally treat the registration of firm names used in connection with goods as a question of fact.

But one has to keep in mind the distinction between a firm name, whose purpose is to identify a producer, and a TM, whose purpose is to identify goods with a producer.

5. SLOGANS

slogans are register able – BUT b/c slogans are characteristically less concise than word or symbol marks, they are often charged w/ descriptiveness – which is often defeated on the ground that the slogan is only suggestive.

But many slogans are highly desriptive, and in such cases 2nd meaning will have to be shown

6. PACKAGES< BUILDINGS< INDUSTRIAL DESIGN.

The register ability of packages on the Principal Register is today unquestioned.

And the trend has been to allow the registration of buildings as marks so long as the applicant can overcome problems of distinctiveness and functionality.

7. PRODUCT DESCRIPTIONS

Can a 2-dimensional description of the product be registered as a TM for the product?


YES, while a drawing of Superman n a box may tell a would-be buyer something about the appearance of the doll inside, this information-conveying aspect of the drawing does not conclusively eliminate its possible TM role.

8. FLAVOR

Eg, Warner v Eli Lilly case [chocolate flavor]

But in this particular case the flavor was found to have a functional purpose, and therefore it was not protectable under TM law.
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TYPES OF MARKS

(1.) SERVICE MARKS
IN RE CARSON [registration denied for “Johnny Carson for entertainment servies]

registration has been refused on the ground that JC only identifies the person rather than the services rendered themselves. NO!! BAD!!

The name of a person ID not only the person but also ID the  g-s rendered by the person, 


Accordingly, such a name may be registered provided that the specimens filed with the application shw that the name is used not just to identify the person but rather to identify the g-s rendered by the applicant 


Each case like this one must be decided on the facts and on the basis of the specimens included in the record.

So to get TM protection, there has to be a connection b/w the mark and the g-s so that the public will associate the mark w/ the g-s.

** one of the tests to see is something is used sa a TM is whether or not the mark creates a COMMERCIAL IMPRESSION SEPARATE & DISTINCT from the other material.,


and just b/c u use something that is distinctive does not mean that it qualifies as a TM [ie, just b/c it is distinctive does not mean that it ID’s & distinguishes the g-s]

ANCILLARY SERVICES

EX PARTE HANDMACHER-VOGEL [clothing vs. tennis matches]


Registration was originally refused on the ground that the mark does not meet the statutory requirement of a service mark because the service claimed is a medium employed by the applicant to advertise & promote the sale of its goods.

NO!!  the evidence indicates that the services are entertainment services completely unrelated to the designing, production, sale, or advertising of the applicant’s goods.

None of such goods are designed, advertised, sold or even offered for sale at the tournaments.

The TM was denied here b/c the court said that the TM was more associated w/ the goods than w/ the services

So you cant get a service mark for those services that are part & parcel of your g-s [ie, Randalls cant get TM baggin groceries b/c this is a true ancillary service – so randalls cant register its mark for that service]

(2.) CERTIFICATION MARKS

IN RE FLORIDA CITRUS COMM’N

the same mark cant be  both as a service mark and a certification mark in view of Section 14(e)(2).

The provisions of 14(e)(2) says a certification mark is 2 b cancelled if the registrant engages in the production  of any g-s to which the certification mark is applied. This therefore prohibits the issuance of a registration for a certification mark to any applicant who engages in the production of any g-s under a mark identical to the service mark.



That is, to prevent a party from certifying his own g-s

In order to maintain the true character of a certification mark and the unique function that it plays in the marketplace, the owner of a certification mark cannot use the identical mark as a service mark or as a TM in connection with any g-s that it markets.

A certification mark should be used only to clarify; any other such use is proscribed by both section 4 and by section 14(e)(2).
The essential difference b/w the 2 types of marks is that “collective marks are a “lodge button” and the certification mark is a guarantee.

CERTIFICATION MARKS are those used by one person/org. to certify that the g-s of others have certain characteristics.

Well-known sert marks include Underwriters’ Labs & the Good Housekeeping Seal of Approvel.


B/c consumers rely on cert marks for info about the g-s they identify, the law imnposes restriction on their use [L Act 1064], and failure to observe these restriction can result in cancellation of the mark’s registration:

b. the owner of the cert mark cannot apply the sert mark to its own g-s

c. the owner must control the use of the marks

d. the owner must be objective and may not discriminate

(3.) COLLECTIVE MARKS: there are 2 tyeps:

(a) COLLECTIVE MEMBER SHIP MARKS: these are adopted for the purpose of indicating membership in an org- it is not used to ID g-s.

(b) COLLECTIVE TM’S and SERIVICE MARKS: these are adopted by collective org’s, such as a co-op, for use by its members in selling their individual g-s, distinguishing their g-s from those of non-members. The collective org itself neither seels goods nor performs services under the mark, although it may promote it

CERT marks vs COLLECTIVE MARKS

The 2 are almost indistinguishable,

But as to Cert marks, one party owns this, but it is also used by others not to indicate source, but rather to certify the quality – regional origin – etc of the good [e.g., a union label]
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REQUIREMENTS FOR PROTECTION

Req’s for TM PROTECTION:

1. it has to actually be used OR be intetended to be used

2. it has to be a word/symbol/design [not to hard to meet]

3. it has to ID or distinguish the source of the g-s

REQ’S FOR PROTECTION FOR FED TM LAW

1. USE – and there are several ways in which this applies:

(a) SM in TM context – you have to USE the TM in order to protect it

(b) Use that acts to est priority and ownership rights in a mark

(c) 1127 “use in commerce” means not just TOKEN use – so the mark has to be placed on the goods, its tages or displays or on doc’s associated w/ the goods AND the goods must be transported in commerce

(d) but Toekn use is no longer accpetbale – instead now we have the “intent to use” provisio, but u still cant register until you actually use.

2. USE IN COMMERCE

1127 defines commerce to mean that which congress can lawfull regulate [ie, under the commerce clause] therefore congress can only provide fed TM protection to that commerce that falls under the CC [so this is a basic juris req]

and of course the fliop-side of use is non-use!!

The issue of abandonment – how to abandon:

a. non use of a mark w/ an intent to abandon

b. loss of distinctiveness [e.g. thermos case]

USE AND USE IN COMMERCE
Statute Supplement section 1051, 1055, 1057, 1060

APPLICATIONS BASED ON USE

Examiners will review the application for:

3. compliance with statutory formalities and 

4. will determine whether registration is barred on any of the ground specified in section 2 of the L Act.
APPLICATIONS BASED ON INTENT TO USE

The Office subjects these types of applications to the same initial steps as applications based on use – comparison with possibly conflicting marks and publication for opposition.

The difference lies in the steps that follow the opposition period – 

If no one successfully opposes the application, the Office will issue a notice of allowance, and all in all the intent to use applicant has effectively 4 years to reserve its mark

TOKEN USE


The 1988 Revision Act abolished token use registrations by defining “use in commerce” to = the bona fide use of a mark in the ordinary course of trade, and not made merely to reserve a right in the mark.



BUT The commercial sham of token use became unnecessary under the intent-to-use application system.

BLUE BELL INC v FARAH MFG CO

the question is which party established prior use of the mark in trade.


To answer this we have to define the term “use” as it has developed in TM law

B/c the action happened in Texas, Texas property laws control, and those say that ownership of a TM accrues when goods bearing the TM are placed on the market.


The exclusive right to a TM belongs to the one that used it 1st – such use need not have gained wide public recognition, and even a single use in trade may sustain TM rights if followed by continuous commercial utilization.


Secret, undisclosed internal shipments are not enough to support “use” – the sales were not made to customers, but served as an accounting device.

Ther use must have been directed to the user’s customers

But u don’t HAVE to have a sale in order to have use,  although evidence of sales is highly persuasive, the question of use remains one to be decided on the facts of each case, 

So to acquire TM rights there has to be an open use to intended consumers, not just an internal use.

The most common means of using a mark in trade include:

1. placing the mark on the goods for which it is inteded and 

2. making the marked goods available for sale to custoimers 

3. in the case of SERVICES, use in trade would entail using the mark in connection w/ sales of the service [eg, on signs, forms or letterhead used in connection w/ sales transactions, or in the course of rendering the services.

MANHATTEN INDUSTRIES INC v SWEATER BEE BY BANFF LTD [upscale clothing TM]

in light of the significant shipments and investment by D, we don’t believe that the P’s slight priority in time justifies awarding to the P the exclusive, nationwide right to use the mark.

That is because the concept of priority in the TM law is not applied in a calendar sense but on the basis of the equities involved.

The 2 different use standards that the courts employed before the TM Law Revision of 1988:
1. For the purposes of ownership and priority under state law, courts generally required substantial use in connection with g-s in the marketplace and assigned ownership to the 1st form that made such a use.

2. For purposes of federal registration, courts frequently held that a token, noncommercial use of the mark in commerce sufficed even though it was evident that the token use was made exclusively for the purpose of obtaining registration.

What is a bona fide use sufficient to establish TM ownership and priority?

There are several factors that the courts use to weigh whether this exists [in order of importance]:

1. Quantity and continuity of sale [the question of course is how much is enough]

2. Consumer purchases

3. Business of mark owner

4. Quality control

5. A distinguishing mark

6. Intent 

7. Profit or loss

8. Advertising and 

9. Test market

TRADEMARK ABANDONMENT

There are 2 distinct tests for TM abandonment:

1. This one treats TM abandonment as the obverse of TM Use. Just as use of a mark in connection with g-s is required to obtain rights on the mark, so the mark’s non-use in connection with g-s can lead to the loss of rights. This tests asks whether the mark’s use has been discontinued with the intention not to resume use [section 45 of the L Act says that nonuse for 3 years = primae facie evidence of abandonment] [and token use isn’t enough to forestall a finding of abandonment]

2. This tests treats TM abandonment as the obverse of distinctiveness and 2nd meaning. Just as rights will attach to a mark only if the mark indicates the source of g-s to the consumers, so rights will be lost when the mark loses its capacity to indicate source [e.g., Thermos] [section 45 of the L Act]

3. Other instances of abandonment through loss of capacity to indicate source include the TM owner’s licensing of the mark without enough control over the quality of g-s

CONSEQUENCES OF AN ABANDONMENT:

1. the mark is in the public domain and 

2. the mark’s owner no longer has any rights in the mark.

3.    If the TM owner accompanies its cessation of use with a formal declaration of abandonment, then any firm can adopt the mark as its own.

4.    But where the owner has abandoned the mark by allowing it to become generic, no one firm should be entitled to make the mark its own, since by definition, the mark is incapable of indicating source. [so there are different consequences for abandonment and for genericide]
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DISTINCTIVENESS AND RELATED STATUTORY REQUIREMENTS [req’d to get a TM]

L Act Section 1052

Distinctivness occupies a spectrum:

1. On the far end you have generic or common terms that are generally used as the names/descriptions of the g-s to with the TM is applied [e.g., “soap”

2. Next are merely descriptive terms that describe a characteristic or ingredient of an article or service. These terms can be valid if there is a 2nd meaning.

3. Next are suggestive terms, which only suggest a characteristic or ingredient of the g-s, and req’s the consumer to use his imagination to determine the nature of the goods [“ivory soap]. These terms can be protected without proof of 2nd meaning

4. Arbitrary or fanciful terms that are so far removed from the quality of the g-s that they not only receive the same protection as suggestive marks, but are also invulnerable to attack as being merely descriptive rather than suggestive. These kinds of marks are also called I DISTINCT MARKS, and can be reg’s w/o any proof of 2nd meaning
GEOGRAPHIC TERMS – these can occupy 1 of several positions on the above spectrum:

1. if it describes the quality of goods, courts will treat it as a generic or common descriptive term that is not entitled to protection.

2.    If the tem does NOT describe the quality of the g-s, then it is geographically descriptive, and like merely descriptive terms, courts will protect these terms if they acquire a 2nd meaning,

3.   Where the geographic term is either entirely fanciful or arbitrary as applied to the g-s, courts will protect it even absent proof of 2nd meaning.

TM BY WHICH THE GOODS OF THE APPLICANT MAY BE DISTINGUISHED FROM THE GOODS OF OTHERS

KING-SEELY THERMOS v ALADDIN INDUSTRIES INC [generic-cide]

the loss of the term’s distinctiveness was not through any lack of diligence on the P’s part, since substantial efforts were indeed made by P, But there was little that they could do to prevent the public from using the term in a generic sense

the test is not what is available as an alternative to the public, but what the public’s understanding is of the word that it uses.



In order to become generic the principle significance of the tern must be its indication of the nature/class of an article, rather than an indication of its origin.

But here, the word having become part of the public domain [i.e., generic] it would seem unfair to unduly restrict P’s competitors from using the word, BUT we will place some restrictions on the D’s use of the word, since some members of the public and a substantial portion of the trade still understand that the term is a TM

The standard to apply in determining whether a mark is generic is whether is primary significance to the public is:

a. the common name of the g-s or 

b. an indication of origin

the fact that there are alternative common names is irrelevant, as is evidence regarding measures the person claiming the term as a mark has taken to try to prevent the public from using the term as a common name

A mark’s distinctiveness terns on a showing that “the primary significance of the terms in the public mind is not the product but the producer.”

The L Act section 14(e) says that the primary significance of the registered mark to the relevant public rather than purchaser motivation shall be the test for determining whether the registered mark has become the common generic


Should TM used in connection with a patented subject matter fall in the public domain upon expiration of the patent?

`Since during the life the patent “shredded wheat” was the general description of the patented product, there passed to the public on the expiration of the public not only the right to make the article as it was made during the patent period, but also the right to apply thereto the name by which it has become known.


the SINGER case held only that the previous patent protection was one of several facts to be considered in the determination of whether a mark had become generic.
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DECEPTIVE MATTER

IN RE BUDGE MANUFACTORING CO [lovee lamb car seat covers]

The 3 part test for if a mark is deceptive under BUDGE is if it:

1. Misdescribes the goods to which it is attached

2. If consumers are likely to believe that the misdescription accurately describes the goods and

3. ‘If the misdescription is likely to be material to a buyer’s decision to buy.

If the mark ahs met the 1st 2 characteristics, but not the 3rd, then it is only deceptively misdescriptive.

the PTO wont allow the registration b/c the term is deceptive within the meaning of section 2(a) of the L Act 

Section 2(a) isn’t against misdescriptive terms unless they are also deceptive- thus that mark may be inapt or misdescriptive does not make it deceptive.

So there is a 3-part test for deciding that a mark is deceptive:

1. Whether the term is misdescriptive as applied to the goods

2. If so, whether anyone would be likely to believe the misrepresentation and

3. Whether the misrepresentation would materially affect a potential buyer’s decisions to buy the goods.

And here, the fact that the packaging had the words “simulated sheepskin” on them was not enough to save them, b/c these words are only advertisement material separate and apart from any TM significance.


With respect to a clarifying statement made in advertisement circulars, this argument is beside the point – it is the word of the mark, and not of the advertising circular that the P seeks to register.

Misdescriptiveness of a term can also be negated by its meaning in the context of the whole mark inasmuch as the combo is seen together and makes a unitary impression [e.g., COPY CALF}

CONFUSINGLY SIMILAR TO PRIOR MARKS

IN RE NAD [Narco Med vs. Narkomed]

The competitors obviously thought out their commercial interests with care –So great weight is to be given to consent agreements.

However consents are only 1 factor to be taken into consideration with all of the other relevant circumstances bearing on the likelihood of confusion referred to in 2(a).


Here, only very sophisticated buyers are involved who unquestionably know the source of the goods.

A mere assumption that confusion is likely will rarely prevail against uncontroverted evidence from those on the firing line that it is not.

MERELY DESCRITPIVE OR DECEPTIVELY MISDESCRIPTIVE

APPLICATION OF SUN OIL CO [custom-blended gasoline]

The term is merely descriptive b/c it is so highly descriptive of the P’s blended gas that it is incapable of becoming distinctive as claimed.


The term merely informs buyers that various grades of gas are blended for them.

The only definite conclusion that can be drawn from the surveys is that buyer who are acquainted with the P’s “Sunoco” gas know that it is custom-blended, not that the term has a 2nd meaning.

PRIMARILY GEOGRAPHICALLY DESCRIPTIVE OR DECEPTIVELY MISDESCRIPTIVE

IN RE LOEW’S THEATRES [Durango chewing tobacco]

Here, the TM was unregisterable under section 1052(e)(2) of the L Act b/c it was “primarily geographically deceptively misdescriptive” of the goods to which it applies.

The prime facie test for a PRIMARILY GEOGRAPHICALLY MISDESCRIPTIVE is:

1. if it convesy to a meaningful segment of the purchasing public primarily a geographical context

2. and those persons are likely to think that the g-sdid in fact come from that place

3. so it must be determined if the g-s does in fact come from that place:

(a) if it does, then the mark is primarily geo descriptive and can be registered/enforced only on a showing of a 2nd meaning

(b) if it does not then the mark is geo deceptively misdescriptive or deceptive, and the L ACT prohibits registration unless 2nd meaning was obtained prior to 12/8/93.

(c) If the mark is deceptive, the mark cant be registered/enforced at all, regardless of any 2nd meaing.

The PTO’s burden is simply to est. that there is a reas predicate for its conclusion that the public would be likely to make the place/goods association on which it relies.  The issue is not the fame or the exclusivity of the place name, but the likelihood that a particular place will be associated with particular goods.

TMs THAT R PRIMARILY MERELY A SURNAME

1052e bars registration of marks that are:

1. Merely descriptive or deceptively misdescriptive

2. Primarily geographically descriptive or deceptively misdescriptive

3. Primarily merely a surname absent proof of 2nd meaning 

Primarily merely a surname test:

i. A TM when used in trade has an impact on the public, 

ii. it is that impact/impression that should be evaluated in determining whether the primary significance of a word when applied to a product is surname significance.

iii.   If it is, and it is only that, then it is primarily merely a surname.

iv.   If the mark has a well-known meaning, [like Bird, Cotton, Miller, Boatman] and if the public, upon seeing it on the goods, may not attribute surname significance to it, then it is not primarily merely a surname 

2nd MEANING

Section 2f says the Commissioner may accept proof of 5 year’s “substantially exclusive and continuous use of a mark by the applicant” as prima facial evidence of 2nd meaning.

SUPPLEMENTAL REGISTER
except in the case of geographically deceptively misdescriptive marks, a mark that fails to meet the req’s of the L Act section 2e or 2f may be registered on the SR if among other things, it is capable of distinguishing the goods.

The SR is open not only to nondescriptive marks, but also to types of commercial insignia [labels, packages, configuration of goods, phrases and slogans] that may be barred from the principal register.


As might be expected, the L Act gives marks register on the SR substantially fewer rights than it gives to marks registered on the PR.

CONCURRENT USE

This happens if junior initiated use of the mark after thee filing date of the senior’s application or its registration:

1. The commissioner will still be required to determine that confusion or deception is not likely to result from issuance of the concurrent use registration and

2. He will he able to impose conditions relating to the mode to place of use of the marks to prevent such confusion or deception

The consequences of DECEPTIVE under 2a versus the consequences of DECEPTIVELY MISDESCRIPTIVE under 2e:

(a) If the mark deceptively misdescriptive, it can still be registered on proof of 2nd meaning under 2f.

(b)   But deceptive marks can never be registered.

WHEN A MARK IS DESCRIPTIVE or DECEPTIVELY MISDESCRIPTIVE:


A mark is descriptive or deceptively misdescriptive if consumers would be likely to think that it is meant to describe the particular g-s it identifies. If not, the mark is arbitrary, fanciful or suggestive, not descriptive or deceptively misdescriptive:

1. IF THE MARK IS ACCURATE IN describing the g-s, then it can be enforced/registered only on a showing of a 2nd meaning.

2. if the mark is inaccurate in describing the g-s, then it must be determined whether the mark is:

(a) deceptively misdescriptive – in which case it can be registered/enforced on a showing of a 2nd meaning

(b) deceptive, in which case it cant be enforced or registered at all, regardless of amny 2nd meaning.

HOW DO U DECIDE WHICH IT IS?


If the misrepresentation is likely to MATERIALLY AFFECT the reas consumer’s decision whether or not to buy the g-s, then the mark is deceptive.


If the misrep would NOT materially affect the purchase decision, then the mark is deceptively misdescriptive and can be enforced/registered if there is a 2nd meaning
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THE SUPPLEMENTAL REGISTER
(a) most anything can be registered on the SR, since all that the SR req’s is that the mark be capable of distinguishing the g-s.

(b)  section 27 of the L act provides that a mark’s being registered on the SR does not preclude it from being registered on the PR as well.

©  the SR encompasses virtually all subject matter that is protect able under state UC laws, and

(d)  it provides access to the federal court without a showing of either diversity, amount in controversy or pedant juris.

(e) The purpose of the SR was to provide a quick & simple registration to protect US traders abroad [b/c in many foreign countries, the only way that one can get TM protection is by registration.

(f) However, marks on the SR do not enjoy as much rights as marks on the PR

(g) Among the benefits that do NOT attach to SR registrations are the:

1. The presumption of validity

2. Ownership and exclusive right to use that attach to registrations on the PR and

3. Constructive notice of the registrant’s claim of ownership of the mark

RENEWAL

TM rights essentially turn on use

Unlike the Patent and Copyright acts, the L Act provides that certificates of registration shall remain in force for 10 years, renewable indefinitely for successive 10-year terms.

INCONTESTABILITY & IMMUNITY FROM CANCELLATION [time heals registration wounds]

The incontestability provisions of section 15, 33b and 14 allow time and use to heal many original defects in a mark.


Each section focuses its curative powers on a different context:

1. 14 applies when the registrant is defending its mark again a petition to cancel. 

This provision approximates incontestability by providing that after 5 years on the PR, a mark will generally be immune from attack in a cancellation proceeding.

Among the ground left open for attack after the 5 year period for immunity are functionality, fraudulent registration, abandonment, the mark’s having become generic, and any of the ground that would bar registration under 2a, b, or c.

2. 15, which est. the registrant’s incontestable right to use, applies when the registrant is defending an infringement action brought to enjoin it from using the mark. This section provides that a registrant’s right to use its mark in commerce shall be incontestable of the mark has been used for 5 consecutive years after its registration and the registrant files an affidavit to that affect. 

3. 33b applies when the registrant seeks to prevent someone else from using a confusingly similar mark. This section provides that any registration of a mark on the PR shall be admissible in evidence and shall be prima facie evidence of the validity of the registered mark and of the registrant’s ownership of the mark. This section gives substantially greeter evidential weight to incontestable marks by making them “conclusive evidence” rather than just prima facie evidence of validity, ownership and exclusive right to use

so 33(b) is the sword to guard against another’s infringment

INCONTESTABILITY is a sort of a misnomer b/c there are a # of situations under which you can contest the mark


1056 tells us that in order to get incontestability, u have to:

1. use the mark 5 years after registration, and 

2. u also have to file an affadavit saying that u are still using the mark and it hasn’t become generic.

And of course there are both offensive & defensive uses of “incontestability”

OFFENSIVE: this happens when u are using someone else, and u use 33(b) and 33(a):

33(a) says cert is prima facoie evidence of rights under the PR…this applies as soon as a mark is registered & before incontestability sets in, so that u get wide rights except for the prior users that are out there


33(b) says cert of a mark is conclusive evidnce if the mark is incontestable.

EXCEPTIONS TO INCONTETSABILITY:


33(b) contains defenses that can still be raised against incontestability [eg, fraud, abandonment, generic, functionality][

so incontestability gives you a stong case, but it does not mean that no defenses are allowed.

Also, when used OFFENSIVELY, u still have to show I on the other party’s part!

RIGHTS AND REMEDIES

RIGHTS 

There are 3 basic variables in how far the registrant’s rights extend:

1. geographic competition

2. product competition [ie, product line]

the mark itself – ie, how similar are the marks
Sections 1057b, 1060, 1065, 1072, 1115

GEOGRAPHIC BOUNDARIES as a possible limit on the scope of TM rights [aka “concurrent use”]

United Drug Co v Theodore Rectanus Co

The general rule is that, priority of appropriation determines the question.

EXCEPTION:

If the marks are in use in a distinct & separate areas, then 2 can use the same mark at  the same time

DAWN DONUT CO v HART’S FOOD STORES INC

We hold that b/c

1. no likelihood for public confusion arises from the concurrent use of the mark in separate trading areas, and 

2. because there is no present likelihood that the P will expand its retail use of the mark into the D’s market areas, 

3. the P is not now entitled to any relief under the L Act.

4.   But should the P expand its market into the D’s area, b/c the D had constructive notice of the P’s use of the mark since it was registered then the P could then enjoin the D.

A FEDERALLY REGISTERED TM = CONSTRUCTIVE NOTICE!!

B/c of the constructive notice provisions, by eliminating the defense of good faith and lack of knowledge, section 1072 affords national protection to registered marks, regardless of the areas in which the registrant actually uses the marks.

The actual result in this case is v fact-intensive b/c there is no likelihood of confusion b/c the P is neither selling or making in that area.

Also, liscensine w/o any quality control will work an ABANDONMENT of the TM [called “naked liscensing”] b/c quality-control is a vital concern of the TM owner in liscensing the mark

The registrant may enjoin only that concurrent use that creates a likelihood of public confusion as to the origin of the g-s.


Therefore:

1. if the 2 marks are confined in 2 sufficiently distinct and geographically separate areas, 

2. with no likelihood that the R will expand his market into the D’s market, 

3. then concurrent use can take place

the substantive rules governing concurrent use.

BEATRICE FOODS stated that in concurrent use situation, the senior is entitled to a registration covering the entire US, less the area in which the junior has est. territorial rights – but territorial rights need not be = to territorial use.



While use of a mark with knowledge that another is also using it is not good faith, that does not mean a later user who has adopted in good faith must forego any further expansion after learning of the prior user.

Even under the CL, such an issue depends on such factors as natural area of expansion, the possibility of encroachment on the area of the other party, and other equitably consideration.

CONSTRUCITVE NOTICE under section 22 has 2 consequences:

1. It prevents a junior f who begins her use after the date of the senior’s registration from acquiring any right to use the mark and 

2. It confines the rights of any senior, unregistered user to the territory that the user had at the time of the registration.

CONSTRUCITVE USE prevents a junior user from getting any right to use the mark after the filing date of an intent-to-use application; it does not however freeze the rights of any senior unregistered user.
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PRODUCT AND SERVICE BOUNDARIES as a limitation on your TM rights

SCARVES BY VERA v TODO IMPORTS LTD [TM for scarves = TM for the D’s perfume?]

The TM laws protect 3 interests that are present here:

1. The senior user’s interest in being able to enter a related filed at some future time

2. His interest in protecting the good reputation associated with his mark from the possibility of being tarnished by inferior goods from the junior user and

3. The public’s interest in not being misled by confusingly similar marks…a factor that may weigh in the senior’s favor where the D has not developed the mark himself

We have heretofore protected the TM Owner’s rights against use on related, non-competing products,

And here, absent equities in the junior’s favor, he should also be enjoined from using a similar TM whenever the non-competitive products are sufficiently related that buyers are likely to confuse the source of origin.

A TM owner’s right to relief where the products are non-competitive depends on a number of variables:

1. The “strength” of the mark

2. The degree of similarity between the 2 marks

3. The proximity of the products

4. The likelihood that the prior owner will bridge the gap

5. Actual confusion

6. The D’s good faith in adopting his mark

7. The quality of the D’s product and

8. The sophistication of the buyers

A TM owner need not prove that the junior’s conduct will mislead all buyers, but only that it is likely to mislead many buyers; a showing of actual confusion is not necessary.

FAMILY OF TM’S

This term is used to refer to a group of TM’s, owned by 1 company, in which the same syllable or syllables recur.


The PTO has been reluctant to find rights in families of TM’s. The few cases in which is has sustained a family constellation reflect the view that the family should surround a strong mark.

FAIR USE

Competitors are free to use the descriptive elements of a registered mark in a non-TM sense.

Section 33(b)(4) of the L Act allows as a defense to incontestability that the use that is supposed to be I is a use, otherwise than a mark,

1. of the party’s individual’s name in his own business, or 

2. of the individual name of anyone in privity with such party, or 

3. of a term or device which is descriptive of and used fairly and in good faith only to describe the goods or services of such party, or their geographic origin.

COLLATERAL USE

Can merchants refer to the REPAIRED goods they sell by the TM of the maker?

Yes,  so long as the plugs also bore the words “repaired” or “used”. However in dicta the court cautioned that cases may be imagined where the reconditioning or repair would be so extensive or basic that it would be a misnomer to call the article by its original name, even though the words “used” or “repaired” were added.

Pages 342-363

INFRINGEMENT

PIKLE-RITE CO v CHICAGO PICKLE CO

You have to look into the CONTEXT of a TM to determine the likelihood of confusion
With reference to infringement, the STD  is whether the D’s use is “likely to cause confusion or mistake or to deceive purchasers as to the source of origin of such goods.



Whether there is a TM infringement does not depend upon the use of identical words, but it is enough if one adopts a TM so like another in form, spelling, or sound that one, with a not very definite or clear recollection as to the real TM, is likely to become confused or misled.

In determining whether the D’s mark is similar enough to the P’s mark tobe likely to cause confusion, NO SIDE BY SIDE COMPARISON is necessary – indeed the court cant assume that the consumer would have the opportunity to make a side by side comparison.

Indeed the consumer  may have only a hazy recollection of the P’s mark at the time that he encounters the D’s mark.

Thus there are several factors to consider in determining a likelihood of confusion:

1. the SIMILARITY of APPEARANCE: in making the comparison of appearance a court will look to the overlal impression created by the mark – if the mark is a composite of several elements, such as a word conbined w/ a drawing, a court will not dissect the mark in making the comparison.

2. CIMILARITY OF SOUND – eg, the marks “S.O.” and “Esso”

3. SIMILARITY OF MENAING – eg, cyclone and tornadoi, and Pledge & promise

4. SIMILARITY OF BUYERS

5. SIMILARITY OF MARKETING CHANNELS

6. SOPHISTICATTION OF BUYERS

7. EVIDENCE OF ACTUAL CONFUSION – although this is not necessary to prove a likelihood of confusion

It is not necessary for the P to prove actual confusion…the statutory test is the LIKLIHOOD OF CONFUSION.

.

Here, the injunction should be limited to those states in which P has est. a market for its POLKA products [and the P is entitled to no other relief than an injunction, b/c the P did not prove fraud or a palming off by the D’s of any article to persons who thought that they were buying the P’s products.  While the absence of fraud or palming off does not undermine a finding of UC, the character of the conduct giving rise to the UC is relevant to the remedy that should be afforded.

An accounting will not be ordered just b/c there has been an infringement!

And an accounting has been denied where an injunction will satisfy the equities of the case.

In PICKLE, the lack of identical-ness isn’t enough to get the D off the hook, b/c the question is whether someone w/o a very cler recollection would be likely to be confused/diverted.


So the court is only looking at the mark itself, NOT the labels [b/c in UC law we look at the whole context of the label, whereas in TM law we only look at the mark alone, by itself]

And the TEST is NOT a side-by-side comparison [either visually or audibly] but rather it is its effect on consumers.

MCGREGOR-DONIGER INC v DRIZZLE INC [expensive vs. cheap coats]

in determining LIKLIHOOD OF CONFUSION, there is a non-exclusive list of factors that will be considered [see “SCARVES BY VERA”]

1. STRENGTH OF THE MARK

 “strength” refers to the distinctiveness of the mark, or its tendency to identify the goods with a source.


The strength/distinctiveness of a mark determines both:

1. the ease with which it may be est. as a valid TM & 

2. the degree of protection it will be accorded.


where TM’s are virtually identical, even if the products are non-competitive, the senior user of a more-than-descriptive TM can carry its burden on the “strength of the mark” component of this formula w/o proving 2nd meaning.



In fact, a decision of the PTO to register a TM without requiring proof of 2nd meaning affords a rebuttable presumption that the mark is more than merely descriptive.

2. SIMILARITY OF THE MARKS

(a) Similarity in & of itself is not the acid test. Whether the similarity is likely to provoke confusion is the critical question

(b) In assessing similarity, it is the impression on prospective buyers that is important. And to determine this, you take into account all the factors that could reas be expected to be perceived by & remembered by potential buyers 

(c)   likelihood of confusion is reduced by D’s using its TM to identify itself as the source rather than as the name of a particular good.


3 and 4. PRODUCT PROXIMITY & QUALITY OF D’S PRODUCT


the concern is not direct diversion of buyers but indirect harm through loss of goodwill or tarnishment of reputation.

5. BRIDGING THE GAP

the likelihood that P would enter D’s market under the same TM.


BUT, the absence of a present intent to bridge the gap isn’t determinative.


6. ACTUAL CONFUSION

While a P need not prove actual confusion in order to prevail, it is certainly proper for the trail judge to infer from the absence of actual confusion that there was also no likelihood of confusion.


7. GOOD FAITH
i.e., that 1 TM was selected without any knowledge of the other TM.

9. SOPHISTICATION OF BUYERS
 In some cases, of course, as where the goods are identical & the marks are identical, the sophisticating of buyers cannot be relied on to prevent confusion.

Despite frequent exhortations that marks should be viewed in their entirety, courts in infringement cases will usu. 1st dissect the mark to separate its distinctive & protectable components from those that are non-distinctive. Against this background, the court will then evaluate the P’s and D’s marks in their entirety to determine the likelihood of confusion.

…infringement cant be found if the nondescritptive parts of the 2 marks are distinctive enough to prevent confusion

But of course in later cases for non-competing goods there is a multi-facted tests to be applied [and courts have expended this tests to apply to cases involving competing goods as wello]

DRIZZLE  said that the ets for I for non-compeitng goods is:

Whether there is any likelihooid that an appreciable # of prudent buyers are likely to be misled, or indeed simply confused, as to the source of the goods in question.

Obviously there is a lot of fudge room in this test! So to determine if the test is met there is a multi-facted test, and every circuit has its own set of factors that they look at!

So these types of cases are v fact-intentive – so u cant just look at the marks & their products to determine if there has been an I.

BUT what if the P wanted to expand into the D’s market?

If u use a similar mark on a similar product, then the P will have problems – and this isn’t unfair to the P b/c the P isn’t est in that particular market w/ that particular TM and the D is! [so that wouldn’t be equitable to the D if the D is  very well est. in that market and has est a lot of gooswill]


So their mark for golf jackets doesn’t extend [unlike in Dawn] to give them rights in the D’s market area as well.
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REMEDIES

Statute: 111, 114, 1116-1121, 1124

MALTINA CORP v CAWEY BOTTLING CO

AS TO AWARDS OF ACCOUNTING…

Section 1117 entitled a TM owner to recover, [subject to equitable principles], the profits earned by the D from a TM infringement.


There are 2 commonly accepted circumstances under which an accounting is acceptable:

b. a means of compensating a TM owner for lost/diverted sales.

c. an accounting not as compensation for lost/diverted sales, but as redress for the D’s unjust enrichment & as a deterrent to further infringement.

So u can get an accounting, even w/o:

1. a showing of diversion of sales [b/c a TM is property in & of itself]

2. the existence of any direct competition b/w the P and the D

W.E. BASSETT CO v REVLON

This held that an accounting should be granted if 

1. The D is unjustly enriched

2. If the P sustained damages from the infringement or

3. If an accounting is necessary to deter a willful infringer from doing so again [ie, an injunction alone will not adequately deter future infringement]

So here an accounting serves 2 purposes:

a. Remedying unjust enrichment and 

b. Deterring future enrichment

AS TO HOW MUCH YOU GET IN AN ACCOUNTING

The D here had to account for its total gross profits and was not allowed to deduct overhead and other expenses, b/c These expenses would have produced a net loss from the sale of the liquor and would have enabled D to escape liability to the P’s from its infringement.

Here, the unlawful venture increased the gross profits w/o swelling the gross expenses…so a proportional share of overhead is not deductible when the sales of an infringing product = only a small percentage of total sales.

MINNESOTA PET BREEDERS INC v SCHELL & KAMPETER INC

If a TM owner proves a willful, deliberate infringement or deception an accounting of profits may be based on:

a. Unjust enrichment

b. Damages or 

c. Deterrence of the willful infringer

However section 35(a) of the L Act does NOT permit the award of monetary relief as a PUNITIVE MEASURE.

And you also don’t get an accounting where an injunction would suffice

Damages can be measured by:

a. Loss of sales & profits caused by the infringer’s use of the owner’s TM or

b. Consequent economic injury to the TM owner’s reputation & goodwill

Profits earned by the infringer through its use of the TM can be treated:

a. As presumptively equivalent to the profits lost by the TM owner and thus, awarded on a compensatory basis or

b. Under the approach taken in MALTINA, as unjust enrichment.

#1 profit awards are the intended equivalent of #1 damage awards, the difference being in the critical burden-of-proof shift from the TM owner to the infringer-D.

But this BOP shift req’s that the 2 parties be in competition!!

#2 Profit awards, b/c they rest on an unjust enrichment rationale, do NOT require competition.

To bar double recovery, an award of #1 profits will preclude an award of #1 damages but will not preclude an award of #2 damages.



Under section 29, the TM owner can recover damages & profits only if it can show that the infringer:

1. knew of the registration OR 

2. that notice of the registration [such as the familiar ®] accompanied displays of the mark.

TM vs. UC injunctions



Injunctions granted in UC actions are typically shaped to meet the particular circumstances of the case.

TM injunctions are usu. granted either absolutely or not at all.


The reason for this difference lies in TM law’s exclusive focus on TM’s & its disregard for contextual factors.

But where the TM is WEAK, a court may only req the D to label its goods to disclaim an association with the P.

COUNTERFEIT GOODS

This poses a special problem for TM relief.

Here, injunctive or $$ relief typically has little effect, so the real need is for substantive deterrents [such as criminal sanctions against those who traffic in counterfeit g-s.

SECONDARY LIABILITY [1051]

HARD ROCK CAFÉ LISCENSING CORP v CONCESSION SERVICES INC [Flea market T shirts]

the Dc said that CSI had acted with “willful blindness” that counterfeit goods were being sold on their premises, and that willful blindness is a sufficient basis for a finding of a violation of the L Act.


Under “flea market” circumstances D must take reas precautions against the sale of counterfeit products.

As to CONTRIBUTORY LIABILITY:

It is well est. that if a manufacturer or distributor is C I if he:

1. intentionally induces another to infringe a TM, or 

2. if it continues to supply its product to one whom it knows or has reason to know is engaging in TM infringement

3.   so the D may be liable for TM violations by the seller if it knew or had reason to know of them…


Since willful blindness is = to actual knowledge for purposes of the L Act, if D was “willfully blind” that would be enough to hold them liable [and to be willfully blind, a person must suspect wrongdoing & deliberately fail to investigate…but there is still no affirmative duty to take precautions against the sale of counterfeits!!]

AS TO VICARIOUS LIABILITY:

CSI is liable for the seller’s actions even if it was not N, and V liability can apply either under Tort rules or under Copyright violations rules.


Under tort rules, a req’d finding is:

1. that the D and the infringer have an apparent/actual partnership, 

2. have authority to bind one another in transaction with 3rd parties or 

3. exercise joint ownership or control over the infringing product is required.

Under V liability as applied to Copyright violations…

A D is V liable for copyright infringement if it has:

1. the right & ability to supervise the infringing activity and 

2. also has a direct financial interest in such activities.

But the SC tells us that 2nd liability for TM infringement should be more narrowly drawn than 2nd liability for copyright infringement.

So while CSI here may be contributory liable, it isn’t V liable.

WARNER v ELI LILLY


The test for Contributory TM infringement:


if a manufacturer or distributor intentionally induces another to infringe a TM, or if it continues to supply its product to one who it knows or has reason to know is engaging in TM infringement, the manufacturer or distributor is contributory responsible for any harm done as a result of the deceit.

LIMITS ON $$ REMEDIES


1114(1)(a) – if u use a TM likely to confuse then U r infringing


1114(1)(b) – if u reproduce a mark or if u apply a reproduction to products/packages, then u are liable.


1114(1) – u only get profits/damages if the I is commited w/ knowledge that the reproductions are intended to cause confuciton

LIMITS ON INJUNCTIVE REMEDIES


1111 – the P does not get profits & damages unless the P has provided NOTICE to the infringer by one of several way:

1. w/ a ® or a © - and this would be actual notice

2. The D could also have actual notiuce by trying to register their mark & being denied b/c the mark is already registered

3. the P could send a “cease & desist” letter to the D

4. the TM mark signifies thjat the mark is just their trademark, but it doesn’t necessarily mean that the mark has been registerd [and this isnt enough for 1111 b/c that section req’s notice of an actual, REGISTERED mark]

5. but your rights don’t depend on your providing notice – this is just a limitation of remedies
the basic structure for a CONTRIBUTORY I in TM law is that the manu can be CBN if:

a. the manu intentiaonally induces a 3rd parties I [quni-coco] OR

b. if the manyu continues to suppy to one that it knows/has reason to know that it is infringing.
So the MS for CBN is KNOWINGLY [for b] and INTENT [for a –inducement]…so CBN is akin to a  tort

Of when LLs are liable for those on their premises, the MS for a TM I action is no MS req’d at all! [so basic TM I law is one of strict liability for LLs]

VICARIOUS LIABILITY

The MS for this is nothgin! 

U can be liable w/o even N – so the apllcaition of VL in I cases is fairly limited under TM law.
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DILUTION 

The nature of the Dilution COA:

The statutes provide rights in highly distinctive, famous marks & trade names that go well beyond the rights provided under the traditional passing off doctrine, 

And there are essentially 3 branches of dilution relief:

1. DIMINUTION OF THE UNIQUENESS OF THE P’S MARK OR TRADE NAME:

Thjis is where the D uses the same of highly similar mark on dissimilar g-s.

While this does not cause a likelihood of consumer confusaion, the D’s use whittles away or dilutes the strang association consumers have b/w the mark and the P.

2. TARNISHMENT:

This happens where the D uses a mark in a context which is unwhoilesome, or at elast out of keeping w/ the P’s high-quality image.

Again, it isn’t necessary to show any likelihood of confusion here – and this form of relief may enable TM owners to prevent parodies of their marks.

3. USE OF THE MARK IN A MANNER LEADING TO A LIKLIHOOD OF CONFUSION

This is just essentially the passing off COA.

TM DILUTION AMENDMENTS
The term dilution means the lessening of the capacity of a famous mark to identify and distinguish g-s, regardless of the presence or absence of:

1. Competition between the owner of the famous mark and other parties or

2. Likelihood of confusion, mistake or deception.

But the TM Dilution act of 1995 exempts 3 categories of use from liability:

a. Fair use of a famous mark by another person in comparative commercial advertising or promotion to identify the competing g-s of the owner of the famous mark

b. Non-commercial use of a mark and 

c. All forms of news reporting and news commentary

MEAD DATA CENTRAL INC v TOYOTA MOTOR SALES USA [lexus vs. lexis]
through extensive sales & advertising, P has made Lexis a strong mark in its field.

However among the general adult population Lexis is recognized by one 1% of those surveyed, and ½ of that 1% were attorneys.

therefore Lexis is strong only within its own market.



The purpose of Dilution law is to prevent the “whittling away of an est. TM’s selling power and value through ITS unauthorized use of the identical est. mark


altho the concept of exact identity has been broadened to that of substantial similarity,  Nevertheless, the similarity must be substantial before the doctrine of dilution may be applied.

we do not believe that everyday, spoken English is the proper test to use in deciding the issue of similarity in the instant case.

It is the rare TV commercial that does not contain a visual reference to the mark & product.

So we here conclude that in the field of commercial advertising, which is the field subject to regulation, there is no substantial similarity b/w the P’s mark and the D’s.

a finding of dilution in this case must be based on 2 elements:

a. P’s mark must possess a distinctive quality capable of dilution and 

b. P must show a likelihood of dilution

AS TO (a)…

Distinctiveness for dilution purposes = the strength of a mark for infringement purposes.

It has also been defined as uniqueness or as having acquired a 2nd meaning.

However, the fact that a mark has selling power in a limited geographical or commercial area does not endow it with a 2nd meaning 

This court has defined dilution as either:

3. The blurring of a mark’s product identification or 

4. The tarnishment of the affirmative associations a mark has come to convey


There must be some mental association b/w P’s and D’s marks – if a reas buyer isn’t likely to link the 2 uses of the TM in his mind, even subtly or subliminally, then there can be no dilution.

“Blurring” sufficient to constitute dilution requires a case-by-case factual inquiry, focused on 6 judicially recognized factors:

a. The similarity of the marks

b. Similarity of the products covered by the marks

c. Sophistication of the consumers

d. Predatory intent

e. Renown of the senior mark

f. Renown of the junior mark

The P here is suing for TM DILUTION, not for I b/c here the 2 goods are substantially different [and the one of main element of an I is likelihood of confusion, which isn’t present here]

HOW TO MAKE OUT A DILUTION COA [the factors that you need:

1. “substantially similar” marks [just like for a TM I] so you don’t need identical marks, just substantially similar marks

2. showing of dilution of the distinctive quality of their TM [but this element has nothing to do w/ “distinctiveness” insofar as TM registration is concerned b/c distinctive quality for dilution purposes concerns itself w/ the general public, not just potential buyers]

3. DILUTION, which can mean:

(a) tarnishment of the senior mark [diluting a mark by tarnishing it] [a common example of tarnishment is using a substan. Similar mark to market shoddy goods]

(b) it can just mean a BLURRING of the 2 marks…Blurring applies to the whittling away of a mark’s selling power by using a similar mark on a dissimilar product…so this goes to the uniqueness of a mark [and this is b/c the “strengh” of a mark is indicated by its uniqueness or singularity, which is taken away if anther person is using a SS mark on a dissimilar product]

w/ blurring, if we are protecting a marks’ singularity, certain problems arise though – like the threat of a complete exclusive right to use a mark…so you need some way to limit this doctrine, and MEAD tries to do this w/ this 3 req’s for proving a dilution action

also, Fed law tries to limit the reaxh of dilution law though a # of factors [under 43© of the L Act]

1. dilution only extends to famous TMs [ie, protection only extends that far]…so here u look not just at whether a mark has a distinctive quality but how much of it it has [NABISCO]

2. so b/c 43© applies only to a dilution of famous marks, it does not appear that there will be any fed COA to prevent dilution of trade names]

3. BUT a few courts have applied the new dilution provisions to product configuration TRADE DRESS

OTHER LIMITATIONS [ie, what will not = dilution]:

1. fair use of a famous mark by another person in comparative commercial ad’s or promotion to ID the competing g-s of the owner of the famous mark

2. non-commercial use of a mark and

3. a;; forms of news reporting & news commentary

TARNISHMENT

Again here is is not necessary to show that the D’s use lead to a likelihood of confusion as to source…

Applied broadly, the prohibition encompasses any unauthorized use of mark in any context, commercial or noncommercial, that diminishes the mark’s positive associations.


Applied narrowly, the prohibition encompasses only unauthorized commercial uses of the mark in connection with shoddy goods or with goods that lack the prestige associated with the mark.

NABISCO v PF BRANDS [CatDog crackers vs. Goldfish crackers]

This case tsaid that for dilution there is no neeed to show an “actual, consummated dilution”

And this case also found the dilution COA was suited to product feature claims, and that there is a “distinctiveness” req that is SEPARATE from the “fame” req, and so they provided non-exclusive list of factoirs to determine if the D’s use of a mark = diminution dilution

DILUTION is defined as:

The lessening of the capacity of a famous mark to identify & distinguish g-s, regardless of the presence or absence of (1) competition b/w the owner of the famous mark and the other parties or (2) likelihood of confusion, mistake, or deception (section 1127)

And there are 5 necessary elements to a claim of dilution:

a. The senior mark must be famous

b. It must be distinctive 

c. The junior use must be a commercial use in commerce

d. It must begin after the senior mark has become famous and 

e. It must cause dilution of the distinctive quality of the senior mark

DISTINCTIVENESS in a mark is a characteristic quite different from fame!


There are several factors that help a court to determine whether there is dilution:


a. DISTINCTIVENESS

This element plays a dual role – 

a) first, it is a statutory element and, so that the more distinctiveness the mark has, the greater the interest to be protected.

b)    the more the senior mark tends toward the weak, common, quality claiming, the more strongly that would argue against the finding of dilution, esp. if the senior user is in a distinctively different field.

b.  SIMILARITY OF THE MARKS

The marks must be of sufficient similarity so that, in the mind of the consumer, the junior mark will conjure an association with the senior.

c. PROXIMITY OF THE PRODUCTS & THE LIKLIHOOD OF BRIDGING THE GAP

the antidilution law is  clearly concerned with the junior user being in a different field than the senior user [i.e., the Buick aspirin]


BUT we see no reason why dilution cant occur as well where the products are competing. [Although actual confusion is of course unnecessary to actionable dilution of a famous mark]

d. INTERRELATIONSHIP AMOUNG THE SENIOR MARK’S DISTINCTIVENESS< THE SIMILSRITY OF THE JUNIOR MARK< & THE PROXIMITY OF THE PRODUCTS

The weaker any one of these 3 factors may be, the stringer the other must be in order to mark a case of dilution.

e. SHARED CONSUMERS & GEOGRAPHIC LIMITATIONS

 If the consumers who buy the products of the senior user never see the junior user’s products or publicity, then those consumers will continue to perceive the senior user’s mark as unique, notwithstanding the junior user.

f. SOPHISTICATION OF CONSUMERS

g. ACTUAL CONFUSION

BUT neither actual nor likelihood of confusion is necessary to find dilution

h. ADJECTIVAL OR REFERENTIAL QUALITY OF THE JUNIOR USE

The senior’s mark may be arbitrary or fanciful in the senior area of commerce but highly adjectival in the junior’s area, in which case there is less of a dilution case for the senior.

APPLICATION OF ANTIDILUTION LAW TO COMPETING PRODUCTS

In general, the closer the products are to one another, the greater the likelihood of both dilution and confusion

U cant stop someone from using your TM, but u can stop them from using it in a way that will cause consiumer confusion/mistake.

And even if the is the Junior mark that becomes the famous one, if Senior was 1st to use, then the junior cant sue him

1125© shows that there is no req tht a mark has to be registered in order to qualify for dilution protection – so u can register a mark if it is likely to cause dilution [b/c u cant register a mark if it is likely to cause confusion]


the PTO cant refuse to register on the grounds of DILTUION, but the owner of the other TM can sue in an oppostion.

1125©(4) lists 3 defenses to a dilution action:
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FEDERAL UNFAIR COMPETITION LAW: LANTHAM ACT Section 43(a) [statute supplement 1125]

TWO PESOS INC v TACO CABANA [trade dress can be I distinct]
 the trade dress of a restaurant can be protected under L Act 43(a) based on a finding of inherent distinctiveness, w/o proof of 2nd meaning

TRADE DRESS is the total image of the business, including the shape & general appearance of the restaurant

CHEVRON CHEMICAL v VOLUNTARY PURCHASING GROUPS

TM law req’s a showing of 2nd meaning ONLY when the claimed TM isn’t distinctive enough to identify the producer, and this applies to trade dress as well

b/c 43(a) protects qualifying UNREGISTERED TM’s and the general principles that qualify a mark for registration under section 2 are what is applicable for determining whether an unregistered TM is entitled to protection under 43(a).
that is, Marks that are descriptive are not inherently distinctive, and hence they can’t be protected. However section 2 provides that a descriptive mark that couldn’t otherwise be registered may still be registered if it has acquired a 2nd meaning [2(e), (f)]

So a mark can become distinctive in 2 ways:

a. It is inherently distinctive [and under 43(a) if a TM is this then u don’t need a 2nd meaning] or

b. It has acquired distinctiveness through a 2nd meaning

BUT eligibility for protection under 43(a) also depends on:

c. Nonfunctionality and

LIABILITY under 43(a) depends on:

d. Proof of the likelihood of confusion

2nd meaning is only req’d for registering Descriptive marks, thus inherently distinctive marks can be registered w/o any proof of 2nd meaning

the SC here reliec on the L Act registration provisions in finding that 43(a) protects unregistered, I distict trade dress, regarldless of the existences of a 2nd meaning.

This is b/c the general principles qualifying a mark for registration under s 2 are applicable tpo determining whether an unregistered mark, trade name or trade dress is entitled to protection under 43(a)

So trade dress can be I distinct, although product design can never be, and thus req’s 2nd meaning in order to b protected.

Taco C is suing for I of its Trade Dress, a dostrine which as evolved to include te overall appearance or image of the product.

And to prevail, Taco C has to show [b/c their trade dress is not registered}

1. USE 

2.  Distinctiveness [either inherent or acquired-2nd meaning] 

3. a likelihood of confuction AND 

4. non-functionality in order to get protection

 [so what u have to show under s 2 u also have to show under s 43]

WAL-MART STORES v SAMARA [copying of cute kiddie’s clothes]  Product Design cant be I distinctive

ISSUE: under what circumstances a product’s design is distinctive, and therefore protectable 

Trade dress nowadays includes the design of a product as well.

Registration of a mark under section 2 of the L Act:

a. Enables the owner to sue an infringor under section 32

b. Entitles the owner to a presumption that its mark is valid [section 7(b)]

c. Ordinarily renders the registered mark incontestable after 5 years of continuous use [section 15] and 

d. Gives a producer a COA for the use by any person of anything that is likely to cause confusion as to the source of the goods.

43(a) [the unregistered marks provision] require that:

a. The producer show that the allegedly infringing feature is not “functional” [43(a)(3) and 

b. Is likely to cause confusion with the producer for which the protection is sought [43(a)(1)(A)]

Distinctiveness is prereq  for registration of trade dress under section 2, and thus is also a prereq to an unregistered mark’s entitlement to protection under 43(a) [of course distinctiveness can = inherent or = a 2nd meaning].


Marks that are “arbitrary” “fanciful” or “suggestive” = inherently distinctive.

But some things just cant be inherently distinctive, like color [qualitex] and DESIGN.

B/c product design’s purpose isn’t to ID the source – it is to sell the product!

The court here thinks that declaring product design NOT inherently distinctive is the right thing b/c of the possible chilling effect on COMPETITION [and also b/c in certain circum’s it would expand P law too much]


But this chilling effect is not true of inherent distinctiveness b/c:

1. the source-identification aspect of a product design is just too hard to prove

2. there is a wider range of possible marks when it comes to other types of TMs

so for product design trade dress u have to show ACQUIRED DISTINCTIVENESS [2nd meaning] and not just inherent distinctivemness

and in case of doubt a court should err on the side of classifying something as PRODUCT DESIGN so that a p has to show 2nd meaning

TRADE SECRETS

THEORY OF PROTECTION

FOREST LABS INC v FORMULATIONS INC [process for extending the shelf life of sugar tablets]

The trade secret COA

2 essential elements to a COA for misappropriation of a trade secret:

1. There must be an actual trade secret and 

2. There must likewise be a breach of confidence [stemming from a confi r’ship]
STD FOR FINDING A CONFI R”SHIP



The RESTATE says that the question is simply whether in the circumstances B knows or should know that the information is the P’s trade secret and that its disclosure is made in confidence [and it is the P’s burden to prove this]

A trade secret is defined by the restatement of torts as:

1. Any formula/pattern/device/compilation of information 

2. which is used in one’s business, and 

3. which gives him an opportunity to obtain an advantage over competitors who do not know/use it. 

4.    Thus some process/method which is not obvious or generally known in the trade, and which gives the innovator a substantial advantage over a competitor.

5.      CONTINUOUS USE:  the info/idea must be used “continuously” in the P’s business. Thus “one shot” info such as the terms of a secret bid for a K would not qualify b/c it is not used continuously or repeatedly in the busi

ABBOTT set forth 6 factors to be considered in determining whether given information qualifies as a trade secret:

a. The extent to which the information is known outside his business

b. The extent to which it is know by e’ee’s and others involved in his business

c. The extent of measures taken by him to guard to secrecy of this information [but under this factor all that the TS owner has to take in order to protectthis TS is reas measures under the circum’s]
d. The value of the information to him and to his competitors

e. The amount of effort or money expended by him in developing the information

f.   The ease or difficulty with which the information could be properly acquired or duplicated by others [All that is needed is some procedure that gives an advantage over a competitor who does not have it.

Thus disclosure in a P destroys any TS protectionHowever, if there is a wrongful use/disclosure prior to the issuance of the patent, the wrongdoer will not be absolved from liability for his wrong committed during that prior period.

The RESTATE says: [as to 3rd party involvement] 


One who learns of another’s trade secret from a 3rd party w/o notice that it is a trade secret and that the 3rd party’s disclosure is a breach of his duty to the other, or who learns the secret through a mistake w/o notice of the secrecy and the mistake

Is liable to the other for disclosure or use of the secret after the receipt of such notice unless prior thereto he has in good faith paid value for the secret or has so changed his position that to subject him to liability would be inequitable.

INJUNCTIONS

How long should a TS injunction last?

a TS should be protected only so long as it remains secret.

thus a TS injunction & protection is disallowed once the protected information becomes generally known.

DAMAGES can include both:

1. the actual loss caused by the misappropriation and 

2. the unjust enrichment caused by misappropriation that is not taken into account in computing actual loss.

3.    in the lieu of damages measured by other means, damages may be measured by a reas royalty.

4.    And if the misappropriation was willful & malicious, exemplary damages may be awarded  in the amount not exceeding twice any award made under the damages & profits provisions.

The way to look at TS law is:

1. what SM is covered by a particular TS law [this is very very broad]

TS’s are not that which is related to businesses, BUT u do have to stand to gain an economic advantage from the TS in order for it to be protectable. [and this economic advantage has to be over others]

Also, absolute novelty is not a pre-req BUT if it is widely known then it wont be protectable.

2. what standards does the SM have 2 meet

3. what rights does the TS owner have

4. what constitutes I of those rights

5. remedies

DuPONT & CO v CHRISTOPHER [aerial photos of the P’s new plant]

the D says that in order for appropriation of TS to be wrongful there must be a trespass, other illegal conduct, or breach of a confidential r’ship. NO!!  TS protection is not so limited

Restate 757(a) recognizes a COA for the discovery of a TS by any “improper” means…the COA isn’t limited to the breach of a confidential r’ship when the facts of the case raise some other issue of wrongful conduct on the part of one discovering the TS’s of another

One may use his competitor’s secret if he discovers it by:

1. Reverse Engineering, or 

2. by his own independent research…but to obtain that knowledge without spending the time & money to discover it independently is IMPROPER unless the holder

(a) voluntarily discloses it or

(b)  fails to take reas precautions to ensure its secrecy.

the improper acquisition of TS is one liability, and the disclosure/use of those TS is an additional liability

WHEN ACQUISTION, USE OR DISCLOSURE OF AN TS IS ACTIONABLE.

A. DISLCOSURE OR USE OF A TS IN BREACH OF CONFIDENCE…a duty of confi will arise under several scenarios:

1. special r’ships

2. express K’s to retain confi

(i) shrink-wrap liscenses for software

(ii) click-wrap liscenses

3. Implied K’s to retain confi: if the D has notice that the P is about to disclosye info to her in confidence & agrees to hear it [oar at least fails to take an opportunity to protest] then the D may be deemed to implicitly to have agreed to retain the info in confi & will have a duty not to use or disclose that info

(i) onotice: notice will be deemed to have occurred if a reas person under similar circum’s would have understood that the P was making the disclosure in confi

B. Disclosure/Use of a TS learned from a 3rd party w notice – if A revelas a TS to B and B breaches the confi by revealing that TS to C, then C will have a duty not to disclose or use that TS if he has notice that: (1) the info is a TS and (2) it was revealed to him in a breach of B’s duty.

1. NOTICE: this will be determined using a reas man std

C. dislcoure/use of a TS learned by mistake w/ notice: if A reveals her TS to B by mistake and B has notice [reas man std] that the info: (1) is a TS and (2) was revealed by mistake, then B has a duty to refrain from using/disclosing that info w/o A’s permission, and will be liable if she does so.

D. Continued disclosure/use of a TS after receipt of notice that it is a TS and that it was gotten through another’s breach of duty:

If B learned A’s TS thorugh C who was breaching his duty by disclosing it, then B will not be laiblr for doisclosure/use of the TS. However under Restate 758 of Torts, if B alter receives such notice, he must stop all further disclosure/use unless he can show that either: (1) that he paid full value for the secret in good faith or (2) that he otherwise has so changed his postion in reliance on the TS that to refrain him from furher disclosure /use would be inequitable. Continued use in the absence of such a showing will render B liable.

E. Continued disclosure/use of a TS afer receipt of notice that it is a TS and that it was acquired by mistake:

If B learned A’s TS by mistake, but at the time of learing it he had no notice that the info was a TS & was revealed by mistake, then the B will not be liable for his subseqnt use/disclosure of the TS if he can show either of the above 2 things

F. disclosure /use of a TS acquired through improper means, such as:

1. illegal conduct

2. conduct below generally accepted standards of commercial morality – BUT if the D got the TS through indep research OR by reverse engineering a finished product that A voluntarily placed on the market, his means was proper.

3. taking advantage of the P’s vulnerability

Pages 137-154

Limits of Protection

PERSONAL INTERESTS: RESTRINTS ON POST-EMPLOYMENT COMPETITION


WEXLER v GREENBERG

even where the individual has to come extent assumed the risk of future restriction by an express agreement, courts will carefully look at those agreements for reas “in the light of the need of the e’er for protection and the hardship of the restriction on the e’ee”

PEPESICO v REDMOND [P’s key e’ee is taking a job w/ D –P’s biggest competitor]
 D like most other high-ranking e’ee’s of the P, signed an NDA when he started working for the P.

Here in particular P is worried that D will disclose to Q P’s “strategic plan” that contained P’s plans for competition, and this plan derives all of its value from the fact that it is secret and competitors cannot anticipate the P’s next moves.

a court may enjoin the actual or threatened misappropriation of a TS…so that a party seeking the injunction must therefore prove both the existence of a TS and the misappropriation, b/c a court should not prevent e’ee’s from pursuing their livelihoods when they leave their current positions.

SO a P may prove a claim of TS misappropriation by showing that D’s new employment will inevitably lead him to rely on the P’s TS.


Here the danger of misappropriation is not that Q threatens to use the P’s TS, but rather that Q, unfairly armed with the knowledge of the P’s plans, will be able to anticipate its distribution, marketing, etc.

REED, ROBERTS ASSOCIATES INC v STRAUMAN [D leaves P’s co & starts his own competing co next door]

An RC is not a proper subject for specific enforcement if  the services of the e’ee were not unique or extraordinary and the e’er failed to establish a studied copying of a customer list.


In this context a RC will only be subject to specific enforcement to the extent that it is:

1. reas in time and area, 

2. necessary to protect the e’er’s legitimate interests, 

3. not harmful to the general public and 

4. not unreas burdensome to the e’ee.

This RC’s will only be enforced to the extent:

a. necessary to prevent the disclosure of TS or confidential info, or

b.  where the e’ee’s services were unique or extraordinary.

COVENANTS NOT 2 COMPETE & TS COMPARED


these 2 measures in fact have very similar effects.

COV’S NOT 2 COMPETE

Courts construe these narrowly. Presumptively invalid, these covenants are generally enforceable only upon proof that they are reas necessary to the e’er’s business security


In determining whether a cov’s duration is reas, courts often use the same measure they use in determining how long a TS injunction may run: the time it would take a competitor to arrive independently at the former e’er’s protected methods.

TRADE SECRETS

The effects of a TS injunction will characteristically exceeds the bounds of the injunctive decree

there are at least 2 differences b/w the scope of an enforceable cov not 2 compete and the scope of protection that TS law offers in the same circumstances:

a. For purposes of sustaining the cov not 2 compete, the e’er need only show that the e’ee is in a position to use its TS…whereas to receive a TS injunction the e’er must prove that the e’ee is in fact using the TS

b. In the TS action the e’er bears the heavy burden of showing that the particular information being used by the e’ee is a TS and is not just part of the e’ee’s general knowledge & skills

As a general rule, absent an express K, all rights to inventions belong to the e’ee.

 But 2 exceptions virtually swallow this general rule:

1. If the e’ee was specifically hired to engage in R&D, courts will imply an agreement that rights to his inventions belong to the e’er

2. If the e’ee was not hired specially for R&D but made the invention during working hours, or while using the e’er’s facilities, the e‘er then obtains a “shop right” essentially an irrevocable, non-exclusive license to practice the invention. But the e’er in such a case has no equity to demand a conveyance of the invention, which is the original conception of the e’ee alone, in which the e’er had no part
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ECONOMIC INTERESTS: THE PLACE OF TS IN THE COMPETITVE PLAN

TABOR v HOFFMAN [pumps vs. patterns for the pumps] [and the patterns were secret] 

a competent pattern-marker could make a pump  from the pump itself, without the aid of the patterns, although it is very hard to do so and involves a lot of trial and error.

The ISSUE therefore is whether there is a secret in the patterns that still remains a secret, although the pump has been given to the world.

The sale of the compounded article to the world was not here a publication of the patterns used in its making.

The fact that 1 secret can be discovered more easily than another does not affect the principle. Even if resort to the patterns of the P was more of a convience than a necessity, still, if there was a secret it belonged to him and the D had no right to obtain it by unfair means, or it use it after it had been thus obtained.

KEWANEE OIL CO v BICRON CORP [is state TS law preempted by P law?] NO!!!


Ts law offers protection against a breach of confidentiality or any other means of “improper” acquisition, but it does not offer protection against discovery by fair and honest means [such as by independent invention, accidental disclosure, or reverse engineering]


But P law protects not only copying the subject matter, which is forbidden under the Copyright Act, but also independent creation.

The question of whether the TS law is pre-empted involves determining whether that law stands as an obstacle to the accomplishment & execution of the full purpose and objectives of Congress.


and to determine if TS law clashes with the patent law it is necessary to look at the objectives of both.

P LAW OBJECTIVES

1. to “promote the progress of science and the useful arts.”

2.    And the patent law promotes this by offering exclusion rights as an incentive for inventors…but in return the patent law does require disclosure from inventors.

3.    that which is in the public domain cannot be removed therefore by action of the states [federal law requires that all ideas in general circulation de dedicated to the common good unless they are protected by a patent]

TS LAW OBJECTIVES

1. the maintenance of standards of commercial ethics and 

2. the encouragement of invention.

3.   even though a discovery may not be patentable that does not destroy the value of the discovery to the one who makes it

So under what circum’s might TS law encroach on patent law?

1. Since no patent is available for a discovery unless it falls within one of the express categories of patentable subject matter, the holder of such a discovery would have no reason to apply for a patent whether TS protection existed or not.

2.    Abolition of TS law would therefore not result in increased disclosure to the public of discoveries in the area of nonpatentable subject matter.

3.    Certainly the patent policy of encouraging invention is not disturbed by anther incentive to invention. 

4. Similarly, the policy that matter once in the public domain must remain there is not incompatible with TS law – for by definition a TS has never been in the public domain

5.   The harder objective of the patent law to reconcile with TS law is that of disclosure, the quid pro quo of the right to exclude.

There are 3 categories of TS:

1. The TS believed by its owner to be a validly patentable invention

It is here that the federal interest of disclosure is at its peak

If state TS lawwere to cause a substantial risk that holders of good inventions would not seek patents, but rather would rely on TS law, we would be compelled to hold that such a system could not con continue to exist.



BUT TS law provides a far weaker protection than patent law

So since There is no real risk that TS law will conflict with the federal policy favoring disclosure of clearly patentable inventions, so no preemption of TS law is justified.

2. The TS known by its owner NOT to be so patentable

Here TS law would actually encourage invention 

3. The TS who valid patent ability is uncertain

TS protection would assist those inventors in the more efficient exploitation of their discoveries and not conflict with the patent law.

For those inventors “on the line” the abolition of TS protection might encourage some to apply for a patent that otherwise would not have done so.

Here  those who might be encouraged to file for patents by the absence of TS law will include inventors possessing the chaff as well as the wheat.  Better, in such a case, had the invalid patent never been issued

What could be protected by TS law but not by P law?
a marketing plan or a customer list b/c these do not fall into the categories for p’ability

SEARS & COMPCO show that the SC thinks that the list for p’able SM is DEFINITIVE [if its not on the list then it is in the public domain]

BUT in KEWANEE the SC opts for another reading – ie, by leaving certain things out of p’able SM, then the states are free to do as they wish w/ those particular SM’s…so if it is not p’able Smthen congress obviously does not care about it enough to rule one way or the other…so the states are free to do w/ it [either protect it or not] as they wish

Is it possible for someone to be in the public domain yet still qualify as a TS?

Yes, there are probably lost of manuscripts filed away in old attics that no one knows about yet, for the purposes of c law, are still in the puyblic domain.

In place of thIn place of the balancing and ;line-drawing terms of SEARS & COMPCO, KEWANEE described the purposes of congress in passing the P laws as 3-fold:

1. to provide an incentive to invent

2. to promote public disclosure of inventions to inform the public and

3. to ensure that info already on the public domain would remain there

thus after ARONSON and KEWANEE, it might appear that SEARS & COMPCO – while not expressly ovberturned – have been limited to their specific facts and would have little influsence on future preemption determinations.

But BONITO BOATS REFUTES THIS READING

TS and PATENTS

A TS holder can choose which aspects of her discovery to lodge in a patent and which to withhold as a TS, but she cant  withhold facts that are necessary top the public’s understanding of the patented subject matter.

Why might one prefer TS proection over P protection?

1. TS protection is potentially perpetual.

2. you don’t have to disclose the info in order to mark it a TS, as u have to w/ a P

3. TS’s are a lot cheaper than P’s in terms of time & $$ aspects

4. if u get denied on a P u are SOL!!

5. KEWANEE!!

But TS law is still not an obstacle to the goals of P law b/c of the RIPRENESS OF TIME THEORY – if something is to be discovered at all v likely it will be discovered by more than one person

So this case is the 3rd step we’ve seen in the pre-emption arena –

W/ COMPCO being the high water mark and ARONSON & KEWANEE being steps back from that.
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PATENT LAW

“To Promote the Progress of the Useful Arts”

P’able SM is products & processes [ s 101] , and there are 3 standards to get a P:

1. NOVELTY

2. NON_ONVIOUSNESS

3. that it be disclosed sufficenetly

4. utiltiy

382-400

PATENT CLAIMS

Section 112 of the Patent Act requires a patent application to include

1. a “specification” describing the invention and 

2. the manner and process of making and using it;

3.  claims pointing out & distinctly claiming the subject matter which the applicant regards as his invention.

4. Basically, the specifications are the windup, the claim is the pitch.

5.   but the claim also defines the limits of that exclusive use which is secured by the patent. The claim is the metes & the bounds of the P
Claims are sometimes drafted to encompass unpatentable subject matter…such claims are declared invalid by the PTO or, if allowed, are declared invalid by the courts.


Also, a claim will be unpatentable if it replicates information that is already known. In some cases, a claim may be narrowed to avoid the prior art.

REQUIREMENTS FOR PROTECTION

STATUTORY SUBJECT MATTER

DIAMOND v CHAKRABATY [is a human-made micro-organism a P’able SM?]

35 USC section 101 says that p’able SM includes

1. any new or useful process,

2.  machine, 

3. manufacture, or 

4. composition of matter, or 

5. any new and useful improvement thereof,.


“manufacture” = “ the production of articles for use from raw materials prepared by giving to these materials new forms, qualities, properties or combinations whether by hand labor or by machine.”


 “composition of matter” = “all compositions of 2 or more substances and all composite articles, whether they be the results of chemical union, or of mechanical mixture, or whether they be gases fluids powders or solids.” 

That which is NOT p’able SM…

1. the laws of nature, 

2. physical phenomena, and 

3. abstract ideas

4. Thus the discovery of a new mineral in the earth is not patentable.

thus, the D’s new bacteria plainly qualifies as a p’able SM, since its discovery is not nature’s handiwork, but the inventor’s.

the relevant distinction is not b/w living and inanimate things, but b/w products of nature, [living or not], and human-made inventions.

So this case held that that which has to do w/ the natural world is not p’able [ie, abstract ideas, physical phenomena]

Basically, it has to be a human-made invention and cnt exist independently as a product of nature.

Of course, u can still get a P on the new use of an alredy-known minberal or plant, and this is b/c the line is not drawn b/w live & inanimate objects. But rather b/w that which is naturally ocuring and that which is mdae by man.

Diamond held tht geneticallyt engineered life forms ttah had characteristics that they would not have had in nature can be the subject for a utility P.

Some have argued that the SC’s oipinion should not be read as authorizing P’s on higher forms of genitically engineered life, like cows & sheep.

However the PTO has interpreted this case as authorizing such P’s, had has issued P’s for genetically engineered mammals [mice]

NEW USE PATENTS


The claimed invention in a “new use patent” will often combine an old process and an old product to produce a new result.

Since the “new use” patent owner will have no rights in the old product, it can bring a direct infringement action only against those who use the old product according to the new method described in the patent.

U can get a P on the new use of a known material or process

And u can even get a P on the new use of an already-p’d material or process, your new use p just cant coverthe existing product/material itself, just your new use of it.

Could u get a p on using dope to improve your gas milage?

No – your p is not an affirmative right to use your process, it’s only a right to stop another from using your process

STATE STREET BANK & TRUST CO v SIGNITURE FINANCIAL

Here the P would not give the D a liscence to use its new, p’d accounting system so the D is suing, saying that the P is invalid

The ultimate question should be whether a MA as claimed is applied in a useful way.

That keyt is whether the operations produces a useful, concrete and tangible result
 

we have to consider whether the claimed SM fell into the judicially-created exceptions to the statutory SM – aka the mathematical algorithm exception 

THE MATHMATICAL ALGERITHM EXCEPTION

MA’s are not patentable SM when they are merely abstract ideaas! Certain types of mathematical SM, standiong alone, = mere abstract ideas until REDUCED to some type of practical application – i.e., a useful, concrete and tangible result.

So unpatentable MA’s are identifiable by showing that they are merely abstract ideas constituting disembodied concepts or truths that are not useful --- this means that to be patentable an algorithm must be applied in a useful way.

Today we hold that the transformation of data, by a machine through a series of math calculations into a final share price, is indeed a practical application of a MA, b/c it produces a useful concrete and tangible result.

thus a process, machine, manufacture, or composition of matter employing a law of nature/natural phenomena/abstract idea is patentable SM even though a one of these, by itself, would not by itself be entitled to such protection.

The question of whether a claim encompasses a statutory SM should not focus on which of the 4 categories of SM a claim is directed to, but rather on the essential characterizes of the SM itself – i.e., its practical utility.

It used to be very hard for computer programs to get a patent, but State Street, holding that a general purpose computer programmed to implement a business-oriented process constitutes patentable SM under section 101, may represent the final chapter in the decades-long j struggle over the patentability of computer software.

STATUTORY STANDARDS

Statute Supplement: sections 100-104, 111, 112, 116-118, 256

Section 102: Novelty and the statutory bars

APPLICATION OF BORST – does an unpublished memo void a nuclear process P?


prior knowledge of a patented invention would not invalidate a claim of the patent unless such knowledge was available to the public.

Therefore the article is available as evidence of prior knowledge insofar as the requirement for publicity is concerned.

The criterion should be whether the disclosure is enough to enable a PHOSITA to reduce the disclosed invention to practice.



Even the act of publication or the fiction of constructive reduction to practice will not be enough if the disclosure does not meet this standard.

The novelty bar of 102 deals w/ the activites of:

1. 3rd parties [that is, u cant get a P if a 3rd party has done one of a # of things] AND

2. activites that occur before a p applicant invents the invention

102(g)(2) applies to the actions of 3rd parties

if a 3d party invents the same product/process, then that 3rd party has PRIOROTY unless he has abandoned/suppreed/concealed the invention

102(a) versus 102(g)(2)
a) under BORST, the baseline req for something to be known under 102(a) is that it has to e publically known

b) 102(g)(2), on the other hand, says nothing about the invention having to be publically accessible [aka “secret” prior art]

c) 102(g)(2) applies in 2 circumstances:

4. A & B both claim to be the 1st inventor, in which can u have to have an interference proceeding to determine who really was 1st
5. you can show that the P Holder’s P is NOT valid b/c the holder was not in fact the 1st – therefore a 3rd party cannot be sued as an infringer of that P.

and the way that u decide who was 1st is:

priorty goes to the 1st party to reduce to practice, and reduction to practice can be constructive, which means that it is descrivbed well enough in a P application so that a PHOSIAT can make it.


Or reduction can be ACTUAL – the thing has actually been made and it works

BUT reduction to practice is not always the rule! P [102(g)]
Sometimes the 1st to conceive wins the priority battle, and this is b/c invention is a 2-step process that involves both conception and reduction.


Thus the 2nd set of issues in 102 is LOSS of RIGHT, or STAT BARS

102(b) is the foundation of the 1-yar-on-sale bar [PHAFF}

and in order to start this 1 year period running, the TEST is that the invention has to be COMPLETE [substantially complete isn’t enough] BUT the invention can be complte w/o being reduced to practice! [that is, if the invetion is ready for patenting, then it can be subject to the on-sale bar]

this means that if the inventor:

1. described it enough that a PHOSITA could produce the invetion [this is called constructive reduction] OR

2. if the inventor points out some practical way of putting it into operation [that is, if u actuallyu build the thing] AND

3. there has to be a commercial offer ofr sale, whether or not anyone actually buys it

[so u have to have either #1 or #2, in conjunction w/ #3]

and there is also, under 102(b) the PUBLIC USE BAR, where the Critical date is one yer before filing for a P


this bar applies if there is public use in this country more than one year prior to the date of filing, and it take very little publicity to be a public use and use can be public even if the use is hidden from view [the corset case]

KEWANEE
does a TS = a public use? YES – it has to, else they could use it indefinitely!! So commercial exploitation is a public use even if it is done in secret and under agreements of confidentiality

PFAFF v WELLS ELECTRONICS INC [“on sale” for I year + limitation]
section 102(b) says that no one can patent an invention that has been on sale for more than one year before filing a patent application.


But what marks the beginning of that 1 year time limit? Marketing of the product? 

the word invention in the Patent Act refers to the inventor’s conception, NOT the embodiment of that idea.

 The P Act does not req a  requirement of reduction 2 practice before it can be p’ed.


INDEED, The statute’s only reference to “reduced to practice” is in 102(g), which sets out the standard for resolving priority contests b/w 2 competing claimants to a patent.

Thus assuming diligence on the part of the applicant, it is normally the 1st inventor to conceive, rather than the 1st to reduce to practice, who est. that right to a patent.

thus an invention may be patented before it is reduced to practice b/c it is enough 

1. if he describes with sufficient clearness and precision to enable a PHOSITA to understand what the process is, and 

2. if he points out some practicable way of putting it into operation.

EXCEPTION TO THE 1 YEAR ON SALE BAR: experimental use

 even if such testing occurs in the public eye. The law has long recognized the distinction b/w inventions put to experimental use and commerical 

“invention” = a concept that is complete, rather than merely “substantially complete.”

And though while  reduction to practice ordinarily provides the best evidence that an invention is complete. it does not follow that proof of reduction to practice is necessary in every case.

We therefore conclude that the on-sale bar starts 2 run  when 2 conditions happen:

a. The product must be the subject of a commercial offer for sale – an inventor can both understand and control the timing of the 1st commercial marketing of his invention and 

b. The invention must be ready for patenting. That condition may be satisfied in at least 2 ways:

1. By proof of reduction to practice before the critical date, or

2. By proof that prior to the critical date the inventor had prepared drawings or other descriptions of the invention that were sufficiently specific to enable a person skilled in the art to practice the invention

TP LABS INC v PROFESSIONAL POSITIONERS INC [retainer case] [public use for 1 year prior to filing bar]

The consideration of the issue of public use has a 2-step analysis:

a. Determine whether a public use has occurred and

b. If a public use is found, then the Court must ascertain whether the use was not a public use under the statute b/c it was experimental.

It is not public knowledge that precludes obtaining a patent, but a public use or sale of it.

CITY of ELIZABETH v AMERICAN NICHOLSON PAVEMENT said:


When the subject of invention is a machine, it may be tested & tried in a building, and in such a case use is not public use –As long as he does not voluntarily allow others to make it and use it, and so long as it is not on sale for the general use, then he keeps the invention under his own control and does not lose his title to a patent.



Furthermore, whilst the machine is in experimental use, the public may be incidentally deriving a benefit from it. Customers from the surrounding country may enjoy the use of it and still it will not be in the public use, within the meaning of the statute.

BUT if the inventor allows his machine to be used by other persons general, either with or without compensation, or if it is, with his consent, put on sale for such use, then it will be in the public use and on public sale, within the meaning of the law.



If use is experimental, even though not secret, public use is negated.

And even though a device may be hidden from view – the corset case – a public use can still be found

So the facts here indicate that the inventor was testing the device, not the market

But if he were testing the market then that would be a public use

PAULIK v RIZKALLA

patent rights are granted to the 1st inventor rather than the 1st to file.

thus the “mere lapse of time” will not prevent the inventor from receiving a patent.


The sole exception to this principle resides in section 102(g) and the exigencies of the priority contest.

There is no law holding that a long period of inactivity need not = a fatal forfeiture, if the 1st inventor resumes work on the invention before the 2nd inventor enters the field.

But inactivity that  lasts “too long” can indeed work a forefeiture

The loss of the 1st inventor’s priority is based on equitable principles and public policy as applied to the facts of each case.


Thus  where 1st inventor lost priority to the right to the patent, the 2nd inventor had entered the field during either a period of inactivity or deliberate concealment by the 1st inventor.


An inventor cannot obtain a patent for his SM if:

A. It has been known or used in this country by others before he invented it or

B. If it has been patented or described in a printed publication in this or a foreign country more than one year before he applied for a patent or

C. It has been in public use or on sale in this country for more than one year before the date of his patent application.

Section 102 distingishes b/w the acts of an applicant seeking patent protection and the acts of others.


Knowledge or use under subsection (a) must be “by others” while


Public use or sale in section (b) is not so limited.



Section 102 bars a patent only if the prior art is identical to – “anticipates” – the invention for which the patent is sought. The identical requirement distinguished section 102 from section 103, where prior art – though nonidentical – may make an invention obviu9s and unpatentable. [ie, the non-ob req]


Unlike section 103, section 102 requires a single prior art reference to disclose every element of the invention for which the patent is sought.

And under 102 the prior art has to be able to be publically accessed, and even 1 copy will warrant a finding of publication

Also,  For SM to anticipate [ ie, to act as a statutory bar] it must have been reduced to practice, or as in PFAFF’S formulation, the invention must also be complete. Knowledge or use of a conception alone will not suffice.

The Novelty Req & the Statuory Bars

The req that the invention be novel is set out in 102.

And for the purposes of 102, the invention that was the usbject of the erlier activity must have had ALL THE SAME ELEMNTS AS THE INVENTION that the P claims in his P app, arranged in the sameway:

1. 102(a) focuses on actions of persons other than the invetor, prior to the date that the inventor made the invention –ie, prior to that date, did other presons cause the invention to be known or used in the US? Did they cause it to be p’d or did they make it the subject of a prinbted publiction anywhere in the world? In such a case, the app for the invention will be DEEMED ANTICIPATED and thus lacking novelty.

a. when an invention is known by others in this country…BORST set forth 2 criteria:

(i) the invention must have been fully disclosed: ie, it was reduced to practice, which can be actual or constructive…constructive reduction entails creating & filing an app for a P, and the app must allow a PHOSITA to make the invention

2. 102(e) denies a P to B if (1) at time B invented, the same invention was described in an app for P pending in the PTO AND (2) that app was ultimately published under the P Act 122(b) or granted. The info contained in the app will be deemed prior art as of the app’s filing date.

3. 102(g) prohibits B from obtaining a P if A made the same invention in the US before B and A did not abandon, suppress, or conceal it prior to B’s invention date. Thus an earlier US invention by A mauy preclude B from obtaining a P even though the provisions of neither 102(a) nor 102(e) has been met. 102(a), (e) and (g), taken together, show the general US policy of reserving a P for the 1st person to invent in most cases, w/ exceptions when necessary to ensure that inventions are made available to the public
a. Determining who is 1st to invent: invention req’s (1) an inventive concept and (2) reduction of the invention concept to practice. It is presumed that the 1st person to reduce the concept to practice is the 1st to invent, but this presumption can be rebutted. If the 2nd person to reduce to practice can show that he was the 1st to conceive of the invention & was diligent in reducing the conception to practice from a date prior to the other’s date of conception, he will be found to be the 1st inventor.

(i) reas diligence in reducing to practice – gaps in time in which no effort is expended toward reduction in practice. Delays due to the inventor’s efforts to commercially exploit the invention or to his doubts about the value of the invention generally are not excused.

b. abandonment, suppression or concealment – even if B was the 2nd to invent, he may be favored over A…if A abandoned, suppressed or concealed the invention prior to B’s invention.

(i) failure to file for a P – this does not in itself mean that he has abandoned, suppressed or concealed if he has worked diligently

(ii) the 1st inventor’s use as a TS is not necessarily a concealment or suppression as long as the public receives the benefit of the invention – eg, a product or service made possible through use of the invention
4. 102(b), (c) and (d) are meant to ensure that inventors file their app’s for p’s in a timely manner. 102(b) has the 1 year “on sale” or “in use” or described in a printed publication bar.

a  .EXCEPTIONS to public use:

(i) the inventor’s private personal use

(ii) experiemental use

NOVELTY versus NON-OB

NOVELTY





NON-OB

1. asks about stuff that has actually happened.


1. the inquiry here is hypothetical

2. any prior art will do to make the invention not novel, not

2. only the pertinent/relevant prior art will do – PHOSITA has to be in the

just the pertinent prior art




art to which the invention pertains

3. w/ respect to prior art, the std is IDENTITY –so the prior art
3. we aren’t looking to the prior art for the exact same invention – we only

art has to describe the identical invention


look to what the prior art teaches

4. we look for a SINGLE source that discloses the identical

4. just the opposite

info – its not enough that there are many sources that describe


componenets of the invention, but never puts them together

5. so the scope here is very broad – we’ll look at any prior art, but
5. narrower scope, broad releavncy

that which is relevant is much narrower [identicalness]
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SECTION 103 of the P Act: NON-OBVIOUSNESS

Non-ob the the most significant hurdle that an applicant faces

TEST OF NON-OB: the difference b/w your invention & the prior art is such that as a whoile the invention would have been obvious at the time of the invention to a PHOSITA AND it is the art to which the invention pertains

Under GRAHAM, there are 3 factual inquiries to determine obviousness:

1. the scope & content of the prior art

2. the differences b/w the prior art and the claimed invention

3. the level of skill in the art [that is, what level of skill does a PHOSITA have?]

and there are also SECONDARY CONSIDERATIONS as well, such as commercial success, etc. [and there has to be a NEXUS b/w the 2nd considerations and the merit of the climed invention]

using these factors, we measure all of the factual inquiries against the PHOSITA std., asking:


“ if PHOSITA were faced w/ the problem that the invention is supposed to solve, would PHOSITA be naturally led to the solution the invention adopts or at least, would PHOSITA be naturally led to this solution the invention adopts as one of the obvious./natural alternatives?

GRAHAM v John DEERE


non-obviousness = whether the SM sought to be patented & the prior art are such that the SM as a whole would have been obvious at the time the invention was made to a PHOSITA.

HOTCHKISS v GREENWOOD

this case required a comparison b/w the SM of the P, or P application, and the background skill of the calling.

It has been from this comparison that patent ability was in each case determined.

Patent ability is dependent on 3 explicit conditions:

a. Novelty [101]

b. Utility [102] and 

c. no obviousness [103]…and the non-ob std. Is the PHOSITA std., where:

(1) The scope and content of the prior art is to be determined

(2) Differences b/w the prior art and the claims at issue are to be ascertained

(3) The level of ordinary skill in the pertinent art is to be ascertained

And the secondary considerations of [which are merely indicia of non-ob]

2. Commercial success

3. Long but unsolved needs

4. The failure of others
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STRATOFLEX INC v AEROQUIP CORP

OBVIOUSNESS


The scope of the prior art has been defined as that “reas pertinent to the particular problem with which the inventor was involved.” –

There is no basis for finding that a solution found for problem experienced with one material would not be looked to when facing a problem with another!



The question under section 103 is not whether the difference themselves would have been obvious – consideration of the differences is only an aid in reaching the ultimate determination of whether the claimed invention AS A WHOLE would have been obvious.

SECONDARY CONSIDERATIONS

Evidence of these must always be present when determining obviousness.


Recognition and acceptance of the patent by competitors who take licenses under it to avail themselves of the merits of the invention is evidence of nonobviousness!

Section 103 and the CACF [Court of Appeals for the Federal Circuit]

as evidenced from STRATOFLEX, the court has enhanced the role played by 2nd considerations, and has rejected the rigorous non-obviousness test earlier applied to so-called combination patents.

In DEERE, the SC prescribed 3 inquiries into non-obviousness:

a. The scope & content of the prior art are to be determined

b. Differences b/w the prior art and the claims at issue are to be ascertained

c. And the level of ordinary skill in the pertinent art resolved.

But there were also several 2nd consideration factors as well, and Commercial success is the most frequently used. A patent owner must show that commercial success stems from the quality of the invention and not from such extrinsic factors such as market position and advertising efforts.


A PRIMAE FACIE case of obviousness is not deemed made unless both:

1. The new compound is structurally similar to the reference compound and 

2. There is some suggestion or expectation in the prior art that the new compu8nd/composition will have the same/similar utility as that discovered by the applicant.

3. It is enough for a Prima facie case to show that a structural similarity existed b/w the compounded claimed and the prior art compounds.

IS Nonobviousness a question of law or fact?

DEERE said that it was one of law.

The CACF said that a 103 determination involves both fact and law. 

SECTIONS 102 and 103 IN CoNCERT: WHAT IS PRIOR ART?

HAZELTINE RESEARCH v BRENNER

Under 102(e) info in a P app that is pending on the PTO at the time of the later applicant’s intervention will = prior art IF the pending app is eventually granted.

the 2 inventions in the 2 patents do not have to be identical, and the delays of the patent office ought not to cut down the effect of what has been done.

The contention seems to be that 102(b) has no applicability where the invention is not completely disclosed in a single patent or publication…NO!!! the non-ob req does not req identity in the prior art

Where the time bar is involved, the actual date of invention becomes irrelevant and that it is not in accordance with either the letter or the principle of the law, to permit an applicant to dispose of a reference having a date more than one year prior to his filing date by proving his actual date of invention.

HAZELTINE rolled section 103 forward to include references that first arise or become public after the date of invention.

Three of them (a), (e), and (g) deal with events prior to applicant’s invention date and the other, (b) with events more than one year prior to the US application date.

How do we determine what the pertinent art is?

U have to ask what infor would the Phosita think was relevant in soliuving this particular problem – so is the allegegd art something a PHOSITA would be expectetd to look into.

How do we determine what is the content of the prior art?

The general rule is that if u combine references from sources other than just the pertinenet art, there has to be some suggestion to combine them, and then yu also have to have some suggestion that the combo would be successful as well
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UTILITY

In most cases, this is the least burdensome of the 3 req’s to prove

LOWELL v LEWIS [OLD case!!] utility does not mean superceding that which is in common use



Nothing in the P Act contains any such qualification/reference to general utility, to est. the validity of the patent.

All that the law requires is, that the invention should not be injurious or frivolous to the well-being, good policy, or sound morals of society.

And “useful” only means NOT mischievous or immoral [e.g., a new invention to poison people or to promote debauchery isn’t paten table].

BRENNER v MANSON

Utility will be found where there is a CURRENT, SIGNIFICANT, BENEFICIAL use for the invention – or in the case of a Process, the produce of the process.


Merely showing that the invention may lead to further invention or that the invention fills space is not enough…while there musyt be a present benefit, however, it is not necessary to show that the invetion works better thatn alterntaivbe methods of accomplishing the particular goal.

Nor is it necessary to show that the particular invention has commericla value, but an invention that fails to operate as claimed in the P app may fail for lack of usefulness.

This case is prob the high-water mark in terms of utility – prob still applicable in the chem. Field – but prob not v good to kake an analogy from this to the mechanical or electrical filed.

a process patent in the chemical field, that has not been pointed to a specific utility, creates a monopoly of knowledge

So unless & until a process is refined & developed to the point where specific benefit exists in currently available form – there is not enough justification for permitting an applicant to engross what may prove to be a broad filed.

w/ respect to a product as opposed to a process; Congress has struck the balance on the side of non-patentability unless “utility” is shown.

OPERABILITY – helps to determine reduction to practce
in the patent lexicon, this is very different from “utility”

Operability’s function is to assist in determinating actual reduction to practice.

reduction 2 practice is shown either actually [through completion of a working model of the invention] OR constructively [through the filing of a patent application]

Operability is the hallmark of Actual reduction 2 practice.

Even if an invention is inoperative as disclosed, it will be considered operative IF:

a. It can be made operative by procedures that would naturally occur to a PHOSITS OR

b. If it substantially achieves its avowed purpose

INVENTORSHIP

It is one thing for an e’er to suggest improvements of a device w/ enough elaboration to enable PHOSITS to make a machine embodying the e’er’s conception [this meets the inventorship req] – it is another to suggest merely a desired result w/o any disclosure of the means by which it is to be attained [this would not meeet the inventorship req]

As to JOINT INVENTORSHIP< the classic rule is that:

If an idea is suggested to one, and he starts to work on it but doesn’t finish it, and then a 2nd comes along and finishes it & a perfect machine is made, then they can get a joint patent. 

However if one person invents one part of a machine, and another invents another distinct part of it as well, then each should get a patent for their respective part.


Inventors may apply for a patent jointly even though they did not:

1. Physically work together or at the same time

2. Each did not make the same type or amount of contribution or 

3. Each did not make a contribution to the SM of every claim in the patent

ENABLING DISCLOSURE [s 112]

We judge whether the app has complied w/ this req at the time the app is filed – NOT at some later time when we are looking back.


“STRETCH RATE” – u don’t have to state everything in the app in order for it to be enabling – knowledge that is common in the art can be presumed to be known by a PHOISITA.

GORE & ASSOC v GARLOCK


Patents are written to enable PHOSITA’s to practice the invention, NOT the public

Section 112 requires that the inventor set forth the Best Mode of practicing the invention known to him at the time the application was filed – so the application must be viewed in light of the knowledge extant at the time of filing, and subsequent knowledge is irrelevant.


Assuming some experimentation were needed, a patent is invalid only when PHOSITA is required to engage in UNDUE experimentation to practice the invention.

The enablement req is distinct from the best mode req that is also in section 112.

ER is objective – BM is subjective

Where the ER calls for an objective description of the invention & the method for making or using it, the BM req requires the inventor only to disclose what he thinks is the best mode for carrying out the invention.


BM does not mean an objectively optimal mode, nor even a better mode that may be contemplated by someone else.

For a patent to be denied/declared invalid for failure to disclose the BM, it must be shown that the inventor concealed a better mode than the one disclosed.

ENABLE ReQ discloses the “ingredients” and BM discloses the process that the inventor thinks is the best way to produce the product.

There are 2 parts to the inquiry to make sure that the inventor has complied w/ the BM req:

5. SUBJECTIVE – what did the inventor actually know? Did he actually have a preferred method – this is what the inventor knows – not necessarily what the P applicant knows

6. OBJECTIVE – if the inventor actually did have a BM< then u look at the adequacy of that disclosure – did the method reveal enough to actually allow a PHOSITA to use the BM.
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ADMINISTRATIVE PROCEDURES for obtaining a P [see 10/18 notes]

each claim of a P describes the boundaries of the patent owner’s exclusive rights.


Thus if a claim is broadly written, it may be declared invalid b/c of the prior art – whereas if it is narrowly written it can pass muster under the prior art

CALMER INC v COOK CHEM CO


D contends that the invention encompasses a unique combination of the – admittedly – old elements and that the patentability is found in the result produced.

As originally admitted, the invention contained 15 claims that in v broad terms claimed the entire combo of the invention.

All 15 of the claims were rejected by the PTO b/c:

a. The D was vague & indefinite as to what the invention was

b. The claims were met by a previous patent


It is well settled that an invention is construed not only in the light of its claims, but also w/ reference to the “file wrapper” or prosecution history of the PTO.

Claims as allowed must be read & interpreted w/ reference to rejected ones and to the state of the prior art – and claims that have been narrowed in order to get the issuance of a patent by distinguishing the prior art cant be sustained to cover that which was previously by limitation eliminated from the patent.

So we conclude that the claims at issue here must fall as not meeting the test of section 103, since the difference b/w them & the pertinent prior art would have been obvious to a PHOSITA at the time of the invention

REISSUE AND REEXAMINATION

2 avenues exist of modifying existing patent:

a. Section 251 of the P Act allows for patent reissue when it is deemed ineffective/invalid by reason of either the claims being too broad or the design & specs being off

b. Chapter 3 of the P Act says that any person at any time may file a request for reexamination by the Office of any claim of a patent on the basis of any prior art

FRAUD & INEQUITABLE CONDUCT ION THE PTO

In her “contract negotiations” with the PTO, the patent applicant has a duty not to use fraudulent misrepresentations to induce the patent grant.


Fraud or inequitable conduct in the PTO may give an accused infringer the defense that the patent is invalid or unenforceable.

This fraud characteristically involves non-disclosure of pertinent information such as the relevant prior art.

The clear & convincing proof that a party must offer to support a claim of inequitable non-disclosure is:

1. Prior art or info that is material

2. Knowledge chargeable to applicant of that prior art or info and of its materiality and 

3. Failure of the applicant to disclose the art or info resulting from an intent to mislead the PTO

Showing that may rebut that proof:

a. The prior art or info was not material

b. If the prior art or info was material, a showing that the applicant did not know of it

c. If the applicant did know of it, a showing that applicant did not know f its materiality

d. A showing that applicant’s failure to disclose that art or info did not result from an intent to mislead the PYO

“Gross N” does not in & of itself justify an inference of intent to deceive – the involved conduct, viewed in light of all the evidence, including evidence indicative of good faith, must indicate sufficient culpability to require a finding of intent to deceive.
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RIGHTS & REMEDIES

P rights differ from TM rights in that P rights flow from a positive grant from the fed gov’t…but TM rights are independent of any statutory grant

And the rights that u get from a P is the right to exclude others from:

1. making

2. using 

3. selling

4. importing into the US your invention

5. u even have an absolute right against independent creation!! [which is different from TS or © law]

6. your excluiev rights are only good here in the ol’ US – BUT271(f) says if u supply all the components from the US to a foreign buyer so as to actilvey induce I, then u are liable for I…and in the contexts of process Ps, if u use a process that would infirnge a US P, then importing the products of that process = I

and ignorance of the patent is no excuse – P I is a strict liabilioty crime

EXCEPTIONS TO YOUR EXCLUSIONARY RIGHT:

1. experimental use – but only if u ar not experimenting for profit

2. repair

PAPER CONVERTING MACHINE CO v MAGNA-GRAPHICS CORP [TP roll-winder] [temporal scope of P rights]

ISSUE:  the extent to which a competitor of a p’ee can manufacture and test during the life of a p a machine intended only for post-p use.

 the P here lost, during the term of its p, a K for the machine that it would have received but for the D’s acts.

no activity other than the unauthorized making, using or selling of the claimed invention can’t = direct infringe of a p, no matter how great the adverse impact of that activity on the economic value of the p.

So if it injures the p then perhaps it is a wrong but it is certainly not an infringe.


Given the amount of testing performed here, coupled with the sale & delivery during the p-term of a “completed” machine [completed by being ready for assembly and w/ no useful non-fringing component] we find that the D did here infringe the p.


To reach a contrary result would emasculate the congressional intent to prevent the making of a p’d item during the p’s full term.

Where significant, unpatented assembled of elements are tested during the p term, enabling the infringer to deliver the patented combo in parts to the buyer, w/o testing the entire combo together as was the infringer’s usual practice, testing the assemblies can be held to be in essence testing the patented combo and hence infringement.

271© says that an “offer for sale” only applies during the life of the P – so if the D makes an offer for sale that will occur after the P has expired, then the D will be ok

also, P rights start on the date the P is issues, but the total of 20 years starts from the date youir P app is filed [unless the PTO causes a long delay, in which case they wil give u more time]

WILBER-ELLIS CO v KUTHER [how much repair of a canning machine = an I?]

the P here covered a combo of unpatented components

When what was done to P’d machines = REPAIR [in which case there was no infringe] or to RECONSTRUCTION [in which even there was]

when the wearing or injury is partial, then repair = restoration and NOT recon.

When 6 of the 35 elements of the combo p were resized, no invasion of the p resulted, for the characteristics of the 6 elements [i.e., size, shape & construction] were not what was patented!

And although the change made in the 6 elements improved the usefulness of the machines, that does not make the adaptation “recon”

COMBO P’s

This is a P that combines old, known elements in a new way = and in such cases it is the COMBO that is the invention, and thus the p’ee has no monopoly in the individual components themselves


Under this type of P, RECONSTRUCTION, as opposed to REPAI< happens when the enire embodiment is spent and the owner replaces so much of it as essentially to make a whole new combination [thus mere replacement of certain elements of a combo P does not = recon, even KEY componenets]

Here, NOVELTY will be found when the newly combined known elements perform some new function or give a new result that would not have been predicted, given the known elements [and the STD is whether a PHOSIAT would have predicted this result]

REPAIR OR RECON?


CONVERTIBLE TOP case said that the question to be decided was whether the owner of a combo p, comprise entirely of unp’d elements, had a p monopoly on the manufacture, sale or use of the several unp’d components of the p’d combo.


By distinguishing  b/w the unp’d and the p’d components, rather than b/w repair and recon, you naturally come to the conclusion that replacement of any part of a combo can never = recon.

EXPERIMENTAL USE – AN EXCEPTION TO I [this is not used v much]

In order to qualify for the exception, the infringing activity must fall w/in one of 2 classes:

a. To ascertain the verity & exactness of the spec and 

b. Philosophical experiment

then it must be determined if the experimenter infringed the p for profit [if he did, then there is an infringe]

S 271(g) says whomever imports into the US a product which is made by a process patented in the US shall be liable as an infringer.

S 271(b) imposes liability on anyone who actively induces direct infringement, such as by:

1. Distribution of brochures advertising the sale of infringing equip

2. Instructing in the use of a patented process

3. Purchase of articles made by an infringing process

4. Indemnification of an infringer and

5. Encouragement of a licensee to breach its p license agreement

CONTRIBUTORY INFRINGEMENT AND P MISUSE [selling a non-staple article]

A p owner will sometimes condition a customer’s use of its p’d product [say a fridge] on the purchase of an unpatented product [dry ice] used w/ the p’d product.


If the customer instead buys its dry ice from a 3rd party, this would breach the agreement w/ the p owner, giving it an action for p infringement against the customer, but the 3rd party supplier would NOT be liable for contributor infringement. B/c this would let the P owner monopolize the market for an unp’d product, which may = p misuse b/c it gives the p owner greater market power that its p warrants.

Section 271© of the p act employees the concept of “staple” article to draw the line b/w the contributory infringer and p misuse.

But s 271(d) confers on the p owner a limited power to exclude others from competition in non-staple goods.

Thus for CI, the item that the D sold must:

7. be a MATERIAL COMPONENT of the p’d invention

8.  that is NOT A STAPLE ITEM and

9. has NO SUBSTANTIAL NONINFRINGING USE

10. thus selling a standard articlr of commerce that has many uses cant = CI, even if the seller/D knows of the P and the buyer’s plan to use the item to infringe [although such a sale might = inducement]
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INFRINGEMENT – intent is irrelevant in an I case!

Statute sections: 281-282, 288, 290, 293

CREWS, P CLAIMS & INFRINGEMENT – Non-Literal I


in any & every question of infringe, the prior art makes a difference and must be looked at.

In the P Act, CI  is confined:

1. to the knowing sale of a component esp. made for use in connection w/ the particular P.

2.   There is no suggestion in the act that one p’ee may object to the sale of a product that might be used in connection w/ other P’s.

3.   Moreover, the act expressly provides that the sale of a STAPLE ARTICLE or COMMODITY OF COMMERCE suitable for substantial non-infringing use is NOT contributory infringement [271©]
4.    a finding of CI does not remove the article from the market altogether – it just gives the p’ee effective control over the sale of that item.

5.  Thus a finding of contributory infringement is normally the functional equivalent to holding that the disputed article is w/in the monopoly granted to the p’ee.

6.   u so nless a commodity has no use except through the practice of the p’d method, the p’ee has no right to claim that its distribution constitutes contributory infringement.

7.   And in order to resolve the “substantial non-I use”  question, we need not explore all the different potential uses of the machine & determine whether or not they would constitute I.

8.    Rather, we need only consider whether on the basis of the facts as found by the TC a significant number of them would be non-infringing.

EIBEL PROCESS CO v MINNESOTA & ONTARIO PAPER CO

In administering the p law the court looks 1st into the art to determine the merit of the invention and whether it has advanced the art substantially


If it has, then the court is liberal in its construction of the p to secure to the inventor the reward he deserves.

If it does not, then the p, if sustained, will be given a narrow scope and infringement will be found only in approximate copies of the new device.

LITERAL I

Does the P “rad on” the D’s device? That is, is every limitaion in the P claim also present in the D’s device

[compare to the NOVELTY req of “anticipation” where every element in a p claim has to be present in the prior art somewhere]

so that which infringes literally earlier is that which would anticipate earlier

GRAVER TANK & MFG CO v LINDE AIR PRODUCTS CO [est the DOE doctrine…way for finding non-literal I]

Infringement under the DOE compares inventions on an element-by-element basis

But Literal I isn’t the only knid of actionable I!!!

The DOCTRINE OF EQUIVILANTS [DOE] evolved to address non-literal I


To prevent an infringer from stealing the benefit of an invention, a p’ee may invoke this doctrine to proceed against the producer of a device “if it performs substantially the same function in substantially the same way to get the same result.”

The DOE is meant to prevent the copycat from avoiding liabilioty by making only colorable changes.

In order to determine whether the D’s device is “eqiuivalent” it must be determined that the D’s device contains an element that is identical or equivalent to each elemnt in the P claim.

Equivalanccy is an objective determination made on an element by element basis from the perspective of a PHOSITA.

In evaluating whether one of the D’s elements is equivalent to a claimned element, the inquiry may be framed as:

(a) whether the D’s elemnt performs substantially the same function in substantially the same way so as to obtain a substantially same result as the claimed element or

(b) whether the difference b/c the D’s element and the claimed element is “insubstantial”

BUT This doctrine is not always applied in favor of a p’ee, it is sometimes used against him.

Thus where a device is so far changed in principle from a p’d article that it performs the same / similar function in a substantially different way, but nevertheless falls w/in the literal words of the claim, the DOE may be used to restrict the claim and defeat the p’ee’s action for infringement.

To determine What = equivalency, Consideration must be given to”

a. The purpose for which an ingredient is used in a p

b. The qualities it has when combined w/ the other ingredients

c. And the function that it is intended to perform

d. Whether a PHOSITA would have known of the inter-changeability of an ingredient not contained in the p w/ one that was

Thus a finding of equivalence is a finding of fact

WARNER-JENKINSON CO INC v HILTON DAVIS CHEMICAL CO [continuation of the DOE analysis]

In order to determine whether there has been an I, not only do we have to determine:

1. what exactly the P’d device is [so what do the claims mean…a job for the judge] but also 

2. have to compare the P’d invention to the D’s device

GRAVER , had a STD of an “EQUIVILANCE” b/w the elements of the bad product and the claimed elements of the p’d invention.

BUT NOW  WE NEED TO CLAIRFY THE SCOPE OF THE DOE [as delineated in Graver]

For a combo P, “equivalents” refers to the equivalency of an element or part of the invention w/ one that is substituted in the accused product or process.

Thus, each element in a p claim is deemed material to defining the scope of the p’d invention, and thus the DOE must be applied to the individual elements of the claim, not to the invention as a whole.

A well-est. limit on DOE  is PROSECUTION HISTORY ESTOPPEL [PHE], which says that any surrender of SM during a p prosecution precludes re-capturing any part of that SM, even if it is equivalent to the matter expressly claimed.

But PHE is only applied where the change was made so as to avoid problems w/ prior art



Where the reason for the change was NOT related to avoiding the prior art, the change may introduce a new element, but it does not necessarily preclude infringement by equivalents of that element.

However where no explanation is est., the court should presume that the PTO had a substantial reason related to p’ability for req’ing the change. In those circum’s, PHE would bar the application of the DOE as to that element.

But no intent plays a role in the DOE!! 

Limits that this case sets on the DOE:

1. PHE ( the record of prosecution b/w the p’ee and the PTO] this supercedes the DOE… so if u give it up in order to get a P, u cant reclaim it BUT if the change was not in order to gte a P, then u can claim that later in a DOE claim

2. the DOE must be appolied to individual elements of the claim – not at the invention as a whole, and we look to see if the element of the P’d invention has an equivalent

this case also rejects the limits of:

1. intent is not irrelevant

2. that the limits to equivalanence should be disclosed in the P itself – all u need is a PHOSITA to determine if something is an equivalent – so ther might be come “after arising equivalents” – that is, equivalent comes down to be known after the P itself has issued

3. in applying an element-by-element ananylsis, u ahev to be careful to apply that anaylsis so as not to eliminate an element entirely

4. the court here also declines to promulgate any sort of test, as well as declining to determine whether this is a question of law or fact.

CREWS

For a process p, it is the series of steps comprising the process that is central – replication of every step in substantially the same operative order constitutes infringement.

In the case of a machine or device, it is substantial similarity in the means, mode and results of operation that infringes.
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REMEDIES [s 284]

Once u show I, remedies are generally govered by s 284, which is the basic measure of CDs…and adequate dams means that u try to make the P owner WHOLE [ie, put him in the position he would have been in but for the I]

But not every I will give rise to a $$ remedy – the injury must have been one that was reas foreseeable.

And there are 2 ways to measure CDs:

1. can award lost profits to the P owner OR

2. it can award reas royalty for the I’er’s use or the p’d invention

RITE-HITE CORP v KELLEY COMPANY INC: what is to be the measure of damages?

S 284 says that a claimant must receive damages “adequate” to compensate for the infringement.


Thus a damage award shall in no event be less than a reas royalty  [so a reas royalty is just the floor amount]

 “adequate” =damages that fully compensate a p owner!!

the rule for determining actual dam’s to a p’ee is to determine the sales & profits lost to the p’ee b/c of the infringement.

To recover lost profits damages, the p’ee must show a reas probability that BUT FOR the infringement, it would have made the sales that were made by the infringer.

One way to prove the BUT FOR test of lost profits damages is for the p’ee to prove 4 elements of:

a. Demand for the p’d product

b. Absence of acceptable non-infringing substitutes

c. Manufacturing and marketing capability to exploit the demand and 

d. The amount of profit it would have made

The p’ee need not show a reas probability – when the p’ee est. the 4 elements of this test, then it has sustained the burden of proving entitlement to lost profits due to infringing sales 

AND If a particular injury was or should have been reas foreseeable by an infringing competitor, then that injury is generally compensable


Being responsible for lost sales is surely foreseeable.

if the p infringement had nothing to do w/ the lost sales, then the BUT FOR causation will not have been proven.

Lost Profits on Units that Do Not Embody the P’d invention:

In additiona to recovering lost profits from an I’er on sales of the P’d device, a P’ee can also recover lost profits on sales of devices that don’t incorporate the P’d invention IF the p’ee can show:

1. that it would have sold the un-p’d device BUT FOR the D’s I

2. the lost sales were reas foreseeable and 

3. the un-p’d device directly competes w/ the D’s infringing product

ENTIRE MARKET VALUE RULE:

The P’ee may be entitled to recover lost profits on un-p’d conponets sold w/ a p’d device under this rule.

This rule applies when p’d and un-p’d components together are considered to be parts of a single assembly, or constitute a functional unit, operating together to achieve a result. 

When a p’ee seeks damages un un-p’d components sold w/ a p’d apparatus, courts have applied a formulation known as the “entire market value rule” [emvr] to determine whether such components should be included in the damage computation, whether for reas royalty purposes, or for lots profits purposes.

The emvr has typically been applied to include in the compensation base un-p’d components of a device when the un-p’d and the p’d components are physically part of the same machine.

The rule has been extended to allow inclusion of physically separate un-p’d components normally sold w/ the p’d components.

However in such cases the un-p’d and the p’d components together were considered to be components of a single assembly or parts of a complete machine, or they together constituted a functional unity.

The fact that an  award is not based on the D’s profits did not make it an unreas award – furthermore, the fact that the award was based on and was a significant portion of the p’ee’s profits also does not make it unreas

Courts will grant a prevailing p owner an injunction for the remainder of the p’s term almost as a matter of course – however they will withhold injunctive relief on such traditional equitable grounds such as LACHES, ESTOPPEL, or DISPORPORTIONATE harm to the public interest.

DAMAGES: u need NOTICE on your P’d article in order to get damages

The evidence of an infringer’s profits continues to be relevant in computing the p owner’s dam’s – either as a factor in determining a reas royalty or as a surrogate for the p owner’s lost profits


WILLFUL INFRINGE is the most common ground for giving prevailing p owner INCREASED Dam’s AND ATTY FEES under s 284.

In determining whether the D’s conduct was willful, if infringer had obtained an atty’s opinion before undertaking its making, use or sale of the p’d invention, and they still infringed, then they are in really big trouble!

MARKING
S 287 of the P Act conditions recovery of damages on notice to the infringer of the subsisting p

In the absence of marking, a p owner can give the requite notice directly  - either orally or in writing and at the latest, by filing an I action
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FEDERAL PREEMPTION

BONITO BOATS v THUNDER CRAFT BOATS: to what extent does P law preempt certain state laws?

In making its decision, the SC here returned to the reasoning of SEARS & COMPCO, which is the “balancing competing interests” std.

However at the same time it also purported to reaffirm the 3-fold congressional purpose considered on those cases as part of congress’ overall scheme.

The Court concluded that though in more recent cases it had taken a “decidendly less ridgid view of fed preemption” SEARS got it right

So while BONTITO can be seen as refuting KEWANEE, on the other hand the court’s attempt to reconcile the SEARS/COMPCO and KEWANEE approaches leaves considerable uncertainty about just what the appropriate std for preemption is.



One way BONITO can be read is: in enacting the P laws, Congress intended that ideas not meeting the high std’s for p’ability would remain in the public domain free for the public to use.

 But a state law that prohibits or restricts copying may be tolerated if:

1. it is limited in scope [provides only limited protection against copying] so that the level of intereference w/ congreess’ purpose can be characterized as moderate or slight

2. it does not w/draw ideas that are already in the pblic domain or provide a strong disincentive for disclosure and 

3. it Is intended to promote a legit state police power goal outside the sphere of congress’ concern when it enacted the P laws.

state reg of IP must yield to the extent that it clashes w/ the balance struck by congress in our p laws.

Also, the law here does not operate to prevent UC – b/c the general concern of the law of UC is w/ protecting CONSUMERS from confusion as to source – and all that the law here does is protect the producer.

UC has been limited to protection against copying of NONFUNCTIONAL aspects of consumer products that have acquired a 2nd meaning such that they operate as a designation of source…but the DESIGN idea may be freely exploited in all other contexts.

the law here prevents everyone from engaging in a form of reverse engineering – and while this is one of the rights vested in the p holder, it has never been a part of state protection under the law of UC or TS.

BUT our decisions SINCE SEARS & COMPCO make it clear that the Patent & Copyright Clauses do NOT – by their own force or by negative implication – deprive the states of the power to adopt rules for the promotion of intellectual creation W/IN their own juris {ARONSON, KEWANEE]


Where congress determines that neither fed protection nor freedom from restraint is req’d by the national interest, the states remain free to promote originality & creativity in their own domains.


Nor does the fact that a particular SM lies w/in the SM of the fed p laws necessarily preclude the states from offering limited protection which does not impermissibly interfere w/ the federal p scheme.


As SEARS makes clear, states may place limited reg’s on the use of un-p’d designs in order to prevent customer confusion as to source WHERE those reg’s are not aimed exclusively at the promotion of the invention itself, 
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CL COPYRIGHT

The 1976 Copyright Act made fed c protection attach  from a work’s 1st fixation in tangible form [NOT at publication]

BUT the act extends fed protection only to works that are fixed in a “tangible medium of expression” it leaves protection of unfixed works to state CL.

 “fixed” = sufficiently permanent or stable to permit the work to be perceived, reproduced, or otherwise communicated for a period of more than transitory duration.

A work isl be fixed unless it was embodied in a copy or phono-record by or under the authority of the author.
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COPYRIGHT LAW

REQ’S FOR PROTECTION

FORMALITIES - NOTICE

C Act sections 401-412, 601, 701-710


Until MARCH 1, 1989 –BERNE, US copyright acts req’d notice as a condition to the work’s protection, 

BUT the BERNE amendments only eliminate the notice req only for that disseminated after 3/1/89

SO If the copies were publically distributed on or after JAN 1, 1978, but before 3/1/89, then the 1976 Act’s notice rules will govern.


If the work was published before JAN 1 1978, then the 1909 act’s rules will govern – so that  a work published w/o the notice req of the 1909 act will be in the public domain unless the 1909 act excused the error or omission; and the 1976 act has no effect on this

The 1909 act still governs that which was produced b/w 1926 and 1978, and under the 1909 act, notice was a condition precedent [a opposed to the 1976 act where notice is a condition subsequent] but after 1989 notice is neither a condition precdent or subsequent
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STATUTORY SUBJECT MATTER

C Act sections: 101-105

Section 102: General SM of Copyright

“Original Works of Authorship”

The 2 fundamental criteria of C protection are:

a. Originality [that is, not copied] and

b. Fixation in tangible form

c. Also cant be an idea, concept, principle etc

Originality only req’s:

a. That the author makes the selection independently and

b. That it display some minimal level of creativity

FIXATION IN TANGIBLE FORM

fixation = “can be perceived, reproduced, or otherwise communicated, either directly or w/ the aid of a machine or device.”

Under the bill it makes no difference what the form/manner/medium of fixation may be –words, numbers, notes, sounds, or pictures.

The concept of fixation represents the dividing line b/w the CL and the C Act protection…an unfixed work is subject to protection under state CL, As to LIVVE BROADCASTS – if the images are 1st recorded and then sent out to viewers, then this would be a motion picture…. and if the images are recorded at the same time that they are belong broadcast, then they should also be regarded as FIXED 

SO the work is regarded as fixed if a fixation is being made at the same time as the transmission.

CATEGORIES of C’ABLE WORKS: the categories listed in 102 are not exclusive!

 “literary works” doesn’t = somehting of literary merit…it include computer data bases & computer programs to the extent that they incorporate authorship in the programmer’s expression of original ideas, as distinguished from the ideas themselves.

LITERARY WORKS = not only works of “art” but also art repro’s, plans & drawings, photographs and reproductions of them, maps, charts & globes – works of these kinds intended for use in advertising and commerce, and works of APPLIED ART

APPLIED ART = all original pictorial, graphic and sculptural works that are intended to be or have been embodied in useful articles – but the DESIGN of a useful article hall only be considered a pictorial, graphic or sculptural work to the extent that the design incorporates these features that can be separately identified from, and are capable of existing independently of, the utilitarian aspects of the article.

A “useful article” = having an intrinsic utilitarian function that is not merely to portray the appearance of the article or to convey info.


So the C act is trying to draw a line b/w c’able works of applied art and un-c’able works of industrial design [even if the product be aesthetically satisfying & valuable]

And “sound recordings” are distinguished from phono-records, as the latter are physical objects in which sounds are fixed…they are also distinguished from any c’d literary, dramatic, or musical works that may be reproduced on a “phono-record”


And sound tracks are included in the definition of a “motion picture” and excluded in the definition of a “sound recording”

A motion picture, as defined, would NOT include:

1. Unauthorized fixations of live performances or telecasts

2. Live telecasts that are not fixed simultaneously w/ their transmission or 

3. Filmstrips & slide sets that, although consisting of a series of images intended to be shown in succession, are not capable of conveying an impression of motion.

Works not subject to Copyright include:

(a) names, titles, slogans, familiar symbols or designs, mere variations of typographic ornamentation, lettering or coloring, mere listing of ingredients or contents

(b) Ideas, plan, methods, system or devices, as distinguished from the particular manner in which they are expressed or described in a writing

(c) Blank forms [like blank checks] which are designed for recording info and don’t in themselves convey info

(d) Works consisting entirely of info that is common prop containing no original authorship – such as calendars, height & weight charts, tape measures.

NATURE OF COPYRIGHT: only proitects expression, not the underlying idea/original

The expression adopted by a programmer is the c’able element in a computer program, NOT the actual process / methods embodied in the program

SECTION 103 – COMPILATIONS & DERIVATIVE WORKS..see Fiest for req’s for compilation protection

a compilation or derivative work is c’able to the extent of its expression and if  falls w/in one or more of the categories listed in s 102.
But c in a compilation has no effect whatsoever on the c or public domain status of the pre-existing material.

LITERARY CHARACTERS

To be protected, fictional characters must have the same degree of original expression req’d of other c SM – so the less developed the characters, the less they can be c’d.

But the fact that a c’able character has fallen into the public domain should not preclude protection under the TM laws so long as it is shown to have acquired independent TM significance, identifying in some way the source/authorship of the goods.

ORIGINAL EXPRESSION

The Originality Std.: there is no such thing as “anticipation” in c law [as there is in P law]

SHELDON v MGM CORP
Unlike a P, a C only has to be new, not ORIGINAL [but the work still can’t be “borrowed” – since the plagiarist cant be an author!!]

BLUESTEIN v DONALDSON LITHOGRAPHING CO [copying of circus posters]


Others are free to copy the original – but they are not free to copy the copy of the original [the original being the actual person who sat for a picture]…the copy is a personal reaction of an individual upon nature.

the antithesis to illustrations or works connected w/ the fine arts is NOT works of little merit…. the antithesis is only prints or labels designed to be used for any other articles of manufacture.

“NOVELTY” versus “ORIGINALITY”

When you copy from an original – whether you deviate a little or a lot – if you derivate at all then your copy is c’able. [original does NOT = new]

And even if u duplicate another work exactly, so long as it is a product of Indep Creation it is still protectibble

So unlike P law there is no req’s for originality or non-obviousness

In cases like this, the court looks for new matter, for some variation from previous works, to find some c’able – uncopied – component in the claimant’s work.

THE IDEA-EXPRESSION DISTICTION

MERGER

Sometimes expression isn’t protectible if it ius too closely tied up w/ the idea - 

courts will withhold protection from an otherwise c’able expression, if the idea embodied in the expression can only be effectively expressed in only one or a limited number of ways.


Merger doctrine applies mainly to factual & functional works – [the closely related doctrine of SCENES A FAIRE applies principally to fictional works and withholds protection from elements in these works, such as incidents or character attributes that are preordained by the work’s unpredictable ideas, such as basic plot or character types.]

Courts apply the originality req differently to different types of SM – in the case of fictional works; courts will find originality in even the smallest variations.

But originality becomes more problematic in functional works.
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FEIST PUBLICATIONS v RURAL TELEPHONE SERVICE CO [c’ability of the white pages?]

This case concerns the interaction of 2 well-est. propositions:

1. That facts are not c’able and

2. That compilation of facts generally are.

Common sense tells us that 100 un-c’able facts don’t magically change their status when gathered together in one place.

BUT the reason that compilations of facts are c’able is b/c the essence of c of ORIGINALITY – and original means only that:

a. The work was indep created by the author [as opposed to being copied] and 

b. That it possess at least some minimal degree of creativity [although of course the level of this req id terribly low]

c. This is indicated by the fact that the crucial terms “author” and “writing” presuppose some degree of creativity!!

This distinction is one b/w creation & discovery [as one who merely discovers a fact cannot be its creator or originator]

Factual compilations, on the other hand, may have the requisite originality, b/c choices as to SELECTION and ARRANGEMENT – so long as they are made independently by the compiler AND entail a minimal degree of creativity, and 101 does not give protection to a selection if facts that are arranged, selected, coordinated in a way that lacks originality!]

The C Act identifies 3 distinct elements and requires that each be met for a work to be qualified as a c’able compilation:

(a) The collection & assembly of pre-existing facts, data, or material

(b) The selection, coordination, or arrangement of those materials 

this req FOCUSES on the manner in which the collected facts have been selected/coordinated/arranged.  This is a straightforward application of the originality req!!

(c) The creation, by virtue of the particular selection, coordination or arrangement of an “original” work of authorship.

Originality only req’s:

c. That the author makes the selection independently and

d. That it display some minimal level of creativity

So after FIEST originality means:

1. the work is not copied  AND

2. it is minimally creative

3. so no matter how much effort u put into collecting/poroducgin data, that effort alone does not protect that collection of data, b/c FIEST rejects the “sweat of the borw” theory

FIEST derived from precedent in 2 ways:

a) The observation that originality is a con req –this case nonetheless implies that if congress decides to protect such non-original works as alphabetized phone directories, then it must do so under some power other than the c power [probably the commence power]

b)   The assertion that originality imports ‘creativity” also lacks general precedential support.

MILLER v UNIVERSAL STUDIOS [made for TV movie based on the famous crime in P’s book]

The ISSUE here is whether “research is c’able.”


The labor involved in NEWSgathering & distribution is not protected by, although it may be protected under a misappropriation theory of UC…and this is b/c the news element is NOT the creation of the writer, but rather it is the history of the day.

The line drawn b/w un-c’able facts and c’able expression provides a means of balancing the public’s interest in stimulating creative activity against the public’s need for unrestrained access to info. [like the balancing discussion of SEARS]


There is no rationale basis for distinguishing b/w facts & the research involved in obtaining those facts.

To hold that research is c’able is no more or less than to hold that the facts discovered as a result of research are entitled to c protection.
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HASBRO BRADLEY v SPARKLE TOYS [“right to cure lack of notice” case]

A prelim injunction may be granted only on a showing of:

(a) Irreparable harm [this may ordinarily be presumed from c infringement] and 

(b) Either:

1. Likelihood of success on the merits or 

2. Sufficiently serious question going to the merits to make them a fair ground for litigation and a balance of hardships tipping decidedly toward the party requesting the prelim relief

A PRIMA FACIE case of c infringement consists of proof that:

a) the P owns a valid c and

b)  the D has engaged in authorized copying.

Under s 410©, the P’s certificates of c registration are prima facie evidence that the c’s are valid

And although not having notice on the toys WAS in vio of 401(a), this does not mean that the designs were immediately thrust into the public domain!!

104(a): if a work falls into the public domain b/c it was 1st publichsed in a foreigh countrey and it is too late to cure the omission here in the US then under this provision we restoire (c) in foreign works for things that have passed into the public domain b/c the foreign work had not complied w/ the formality req’s of US law

405(a) allows for the curing of ≠ notice under certain circum’s, in which case the c is valid from the moment the work was created, just as if it had had the notice on them all along.

These circum’s are:

1. if u omit notice from a relatively small # of copies

2. if there is a vio of a liscence agreement


and to cure all u have to do is:

1. register your C w/in 5 years of publication and

2. make a reas effort to add notice to copies that were distributed prior to realizing that there was an omission [but this only applies if the products are being distributed in the US after the omission has been cought]


405(a)(2) says if the omission is cured in 5 years, then the c is perfected & active retroactively for the entire period after the cure.

And under 405(a)(2), you can cure INTENTIONAL as well as UNINTENTIONAL omissions as well.


The req of 405(a)(2) to add notice is limited to copies that are distributed to the public in the US – but it seems significant that Congress did not here repeat the words “by authority of the c owner!!!!!!!”

[But after all – we aren’t going to decide the case on this issue; for there is no evidence at all that the Jap buyers resold their toys here in the US}

104(d) and 402(d) say that if notice appears on the published copy, then a court shall give no weight to a defense that innocent i mitigates actual or statutory damages.


The validity of c on or after JAN 1 1978 turns on compliance w/ the 1976 C Act

The validity of c before JAN 1 1978 turns on compliance w/ the 1909 Act.

405(a)(2) allows a 5-year LOCUS POENITENTIAE for publication w/o notice if 2 req’s are met:

a. The work is registered in the interim and

b. A reas effort is made to place notice on copies public ally distributed in the US after discovery of the omission

And the 1976 act removed publication as the dividing line b/w state & federal protection – now, in order to be protected by federal laws, all that is req’d is the first fixation, not publication



So even though notice is no longer req’d, u might still want notice b/c:

1. b/c if there us notice, then the I’er cant claim innocence in regards to mitigation of damages

2. it is the cheapest way to let prople know that u intend to claim © on this work, and also that u intend to sue infringers

REGISTRATION & DEPOSIT

EXAMINATION

When app’s are received in the C office, the check is for compliance w/ the law, but the examiner does not & cannot investigate at large –.

the policy of the office is to be liberal in registering claims

While case law est. that omissions or misrepresentations in a c app can render the registration invalid, a common element among them has been intentional or purposeful concealment of relevant info.

And where this element is lacking, courts generally have upheld the c 

And the doctrine of “unclean hands” does not bar relief unless D can show that he has been personally injured by the P’s conduct.

REASONS TO REGISTER

Registration is not a condition of c protection, and a c owner can register at any time.

But the 1976 act stoll offers several incentives to prompt registration:

a. 405(a)(2) allows registration to cure errors in notice only of the registration for the work has been made before, or is made w/in 5 years after the publication w/o notice

b. 410© limits the automatic primae facie effect of Registration certificates to registrations made before or w/in 5 years after the 1st publication of the work

c. 412 provides that no award of statutory damages or atty’s fees can be made for:

(1) An infringement of c in an unpublished work commenced before the effective date of its registration or 

(2) And infringement of c commenced after the 1st publication of the work and before the effective date of its registration, unless such registration is made w/in 3 months of the 1st publication of the work.

d. it is prime facie evidence of the validity of a ©

e. there are remedial advantages in an I case [that is, you can only get statutory damages if your © is registered prior to the suit][

f. it is a pre-req to a suit for I – but THIS only applies if u have a US-origin work…if u have a work of foreign origin u don’t have to registert in order to sue for I [b/c the BERNE amendments only pertain to how we treat those w/ foreign ©’s
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Ownership

C ACT sections: 201, 202

Section 201: OWNERSHIP of COPYRIGHT

INITIAL OWNERSHIP
2 principles of c law are re-stated in 201(a): 

1. That the source of c ownership is the author of the work and 

2. That in the case of a joint work the co-authors of the work are likewise co-owners of the c

A work is “joint” if:

1. The authors collaborated with each other or

2. If each author prepared his contribution w/ the knowledge and the intention that it would be merged w/ other works as “inseparable or interdependent parts of a unitary whole.”

3. The KEY here is the INTENTION, at the time the writing is done.

4. And this definition is to be contrasted with that of a “COLLECTIVE WORK” in which the elements of merger & unity are lacking

WORKS MADE FOR HIRE: here the e’er = the A, not the actual creator

 [this is akin to the “shop right” doctrine of P law]

The basic problem here is HOW to draw the line b/w works written on a SPECIAL ORDER/COMMISSION that should be considered as “works made for hire” and those that should not.

Of these circum’s, one of the most important categories is that of “instructional material” – and this concept is intended to include “textbook material” and they are to be distinguished from works prepared for use by a general readership.

There are 2 ways in which a work can be made for hire –:

1. in the scope of e’ment

2. specifically commissioned works….but under this rubric there are several other pre-reqs to comply w/:

(a) it has to fall w/in one of the 9 categories listed under “specifically commissioned works”:

(b) AND there has to be a written agreement signed by both the parties expressly saying that this is a work made for hire

(c) So even if it falls w/in one of the 9 categories, if there is not a written argeemeent then it is not a work made for hire

But how do we determine what is an e’ee?

1. the test is not a control test

2. the test comes from the law of agency and the master-servant doctrine under that law, and there are a # of factors under this to determjine if someone is an e’ee or an IC [see page 629]

(a) the factors that tend to be the most important:

(i) tax treatment or lcak thereof = an e’ee

(ii) benefits

COMMUNITY FOR CREATIVE NON-VIOLENCE v REID [the commissioned homeless statue]
 101 creates a dichotomy b/w e’ee’s and IC’s, and since the D was an IC, and the statute only applied to e’ee’s, this was not a work for hire.

In works made for hire the e’er for whom the work was prepared is considered the author.

Classifying a work as one made for hire determines several things:

b) The initial ownership of its c 

c) The c’s duration [302©]
d) The owner’s renewal rights [304(a)]

e) Termination rights [203(a)] and 

f) Right to import certain goods bearing the c [601(b)(1)]
101 says that a work is made for hire under 1 of 2 circum’s:

1. A work prepared by an e’ee w/in the scope of his employment or 

2. A work specially commissioned for use as a contribution, as a supplementary work, as a compilation, as an instructional text, or as an atlas… if the parties agree by written instrument signed by them that the work should be considered a work made for hire.

In determining whether a hired party is an e’ee under the CL of agency, we consider the hiring party’s right to control the manner & the mean by which the product is accomplished.

And there is a non-exclusive list of factors under restatement of Agency 220(2) that helps to make this determination.

And under this restate test, the D was not an e’ee – while it is true that the P did direct a lot of the D’s work, the extent of control the hiring party has over the details of the product are not dispositive.

So b/c the D was an IC, whether the statue here is a work for hire depends on whether it satisfies the terms of 101(2).
The P here is not the author of the statue, though it may still be a joint author if D prepared the work w/ the intention that their contributions would be merged into inseparable or interdependent parts of a unitary whole.



In that case, the P and the D would be co-owners of the C in the work [201(a).
ERICKSON v TRINITY THEATRE

JOINT WORK

In a joint work, the joint authors hold undivided interests in a work, despite any differences in each author’s contribution.


Each author as a co-owner has the right to use or license the use of the work, subject to an accounting to the other co-owners for any profits.

Thus a person whose contribution is relatively minor, if accorded joint ownership status, enjoys a significant benefit.

inseparable parts = the joint contributions of 2 authors to a single novel or the contributions of 2 painters to a single work

 interdependent parts = the lyrics & the music to a song]

A work is joint if:

4. the authors collaborated w/ each other, OR 

5. if each of the authors prepared his contribution w/ the knowledge & the intention that it would be merged w/ the contributions of another authors as “inseparable or interdependent parts of a unitary whole.”

6.   The touchstone here is the intention, at the time of the CREATION , that the parts be absorbed or combined into an integrated unit. 

7.   Thus the statute clearly req’s a focus on the intention to collaborate

8.     Also, the product will be considered a “joint work” only if the collabators can be considered authors. [that is, the COPYRIGHTABILITY TEST]

under this test, a collaborative contribution has to be an original expression that could stand on its own as the SM of c,[ b/c 101’s and 302(b)’s use of the word “author” suggests that each contribution must be a “copyrightable” “work of authorship” w/in the meaning of 102(a).]
So the D here must clear 2 hurdles in order to est. that the plays at issue are joint works:

a. It must show that the parties intended to be joint authors at the time the work was created and 

b. The D must show that its contributions to the works were independently c’able.

What do u need to be a JOINT AUTHOR?

1. there must be INTENT of the 2 parties to work together and 

2. each party still actually has to be an author [so the work has to be c’able on its own 2 feet]

3. thus the basis test is INTENT + ONTRIBUTION

4. as to the contribution, it has to fall w/in the SM of C law [c’ability test]
WHEN is INTENT measured from?

From the time that u CREATE your contribution

Consequences of being a joint author:

1. each J A is an equal co-owner of an undivided fractional interest [so if ther ar e 2 co-a’s, then they each own ½…if 3, they own 1/3] 

2. and this is the case regreadless of the quantitiy of your contribution
3. u get ownership in the WHOLE work, not just that which u contributed
4. so b/c u get o’ship in the whole thing, u can liscence any use of the work, even the part that u didn’t contribute
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TRNASFER & TERM

CONTRIBUTIONS TO COLLECTIVE WORKS

 “compilation” includes collective works as well [101]


COLLECTIVE WORK = an assembly of separartely c’able works of a’ship. It is NOT necessary that the contriubution enamate from different authors, though they often do.

And here, c protection is limited to the compilation author’s original expression – the compilation author does not get any rights in the pre-exisintg works that she uses in the compilation…nor does inclusion in a compilation affect any of the c owner’s rights in those works.

there is a basic distinction b/w a joint work – where the separate elements merge into a unified whole – and a collective work – where they remain unintegrated and disparate.

TRANSFER OF OWNERSHIP

A transfer can be any conveyance of EXCLUSIVE RIGHTS in a ©, but NOT a non-exclusive righjt in a ©

W/ a non-exclusive liscence, this isn’t a transfer and thus there does not have to be a writing as there does for exclusive right transfers

201(d) makes © right completely sub-divisible – geographically, and temporally…SO any of the exclusive rights that make up a c, including any subdivision of them, can be transferred and owned separately.

so RH can have an excluiev right to pub in TX until 2002, and someone else can have an exclusive right to pub elsewhere, or pub in TX after 2002

Ownership of a c may be transferred by any means of conveyances and is to be treated as personal property on the death of the owner…

So you can transfer a c by assignments, mortgages, and exclusive licenses but NOT by non-exclusive licenses.

And a licensee of the c has all the same rights & remedies as the original owner.

203: TERMINATION OF TRNASFERS AND LISCENCES

SCOPE OF THE PROVISION

the termination of a transfer/license under 203 req’s the serving of an advance notice w/in a specified period of time and under specified conditions.


However, the right to take this action cannot be waived in advance or be contracted away!

Under 203(a) the right of termination would apply only to transfers & licenses executed after the effective date of the new statute [1978] and would have no retroactive effect.

In the case of a work of joint authorship, where 2 or more of the authors signed the grant, majority action by those who signed the grant, or by their interest, would be req’d to terminate it.

And there are 3 different situations in which the shares of joint authors, OR of a dead author’s widow/kids/grandkids, must be divided under the act:

a. The right to effectuate a termination

b. The ownership of termination rights and 

c. The right to make further grants of reverted rights

The respective shares of the authors/ authors’ beneficiaries would be divided in exactly the same way in each of these situations.

The principle of per stripes representation would also be applied in exactly the same way in all 3 situations –

WHEN A TRANSFER-GRANT CAN BE TERMINATED [see Gs]

LIMITS ON THE TERMINATION RIGHT:

1. only an author can terminate a transfer:

so an author can term his transfer to RandomHOUse, but RH cant terminate its transfer of © rights to Universal

2. only transfers executred on or after 1/1/1978 can be terminated

3. in the case of joint works, the termination can be effected by a majority of the a’s who made the transfer [including their hiers]

4. termianation cant be made by WILL

5. a right to terminate a transfer cant be WAIVED in advance. [so u cant K for no termination rights]

6. the work cant be one that was made for hire

7. you can only terminate in a certain WINDOW – anytime b/w 35 and 40 years from the date of the grant [so u can only term sometime in that 5 year window]

(a) EXCEPTION: if the grant covers the right of publication, then the period begins at the end of 35 years from the date of publication under the grant OR at the end of 40 years from the date of execution of the grant, whichever is shorter.

8. u have to provide NOTICE to terminate: time window for the notice is NOT LESS THAN 2, or more than 10 years before the date that the termination would be effective

9. as to DERIVATIVE WORKS:

(a) on termination, the g’ee can continue to exploit their rights in any derivative works – BUT ONLY THOSE that are CURRENTLY EXISTING [so u cant begin a derivative work after termination, only exisiting derivative works can continue to be exploited]

EFFECT OF TERMINATION

Termination means that the ownership of the rights covered by the transfer reverts to everyone who owns termination interests on the date the notice of termination was served, whether they joined in signing the notice or not.

In other words, if a person should have signed the notice, then that person is bound by the actions of the majority who did.

And since the reverted rights vest on the date that notice is served, the heirs of a dead beneficiary would inherit his share.

203(b) (1) provides that notwithstanding a termination, a derivative work prepared earlier may continue to be used under the conditions of the terminated grant – however this privilege is not broad enough to permit the preparation of other derivative works.

204, 205: EXECUTION & RECORDATION OF TRANSFERS

Under 204(a) a transfer of c ownership is valid only if there is a signed writing.

Any document pertaining to a c may be recorded under 204(a) if it bears the actual signature of the person who executed it OR if it is appropriately certified as a true copy.

However, 204© makes clear that the recorded document will give constructive notice of its contents only if 2 conditions are met:

1. The document or attached material specifically identifies the work to which it pertains so that a reas search under the title or registration number would reveal it and

2. Registration has been made for the work

REGISTRATION AS A REQ FOR RENEWAL

This used to be the req, but now b/c of the Berne convention; this req has been eliminated, effectively making renewal automatic.

TERMS – INITIAL AND RENEWAL

insofar as anonymous or pseudonymous works are concerned, or works made for hire, 302© approximates the life of the author plus 70 years w/ a term of 95 years from the year of a work’s 1st publication OR 102 years from the year of its creation, whichever expires 1st

If, before the end of this term, the author is revealed, then the c will last for the standard life + 70 term.

302(e) says that if, after 95 years since the 1st publication or 120 years from a work’s creation, whichever expires 1st, a prospective user obtains a certified report from the Office that its records disclose nothing to indicate that the author of the work is living or died less than 70 hears before, the prospective user becomes entitled to the benefit of a presumption that the author has been dead for at least 70 years.

Good faith reliance on the report = a complete defense to any action for infringement

302(a) makes the basic term = life of the author + 70 years.

For WORKS FOR HIRE, the basic term is whichever occurs 1st, either:

1. 95 years from the date of publication or

2. 120 years from creation

in JOINT WORKS, the © expires 70 years after the death of the Last Surviving Author.

UNDER THE 1909 Act:

1. the c term expires 28 years after the date of pub [IF it was pub’d w/ notice – if no notice, then it goes into the public domain]

2.    at the end of that 28 year term, whoever has the RENEWAL interest can renew the © and if they don’t then it goes into the public domain [and the renewal term is another 28 years]

3. BUT if the © term is still in effect in 1978, then the 1976 ACT applies [even tho it was originally the 1909 act that applied] and the author’s heirs get a longer term, and that is for a TOTAL term of 75 years [whereas under the 1909 act, all u got was a totoal term of 56 years: 28+28]

4. and if u are still protected by © in 1998(???) then the SONNY BONO act gives u another 20 [so u get a totoal of 95 years from the date of pub]

5. rule of thumb is that if it was pub’d in the US in 1922 then it is in the public domain.

RENEWAL


UNDER THE 1909 ACT:

1. the renewal term was a new © and

2. it was free of the transfers that had been made during the initial term

so if RH wants to keep pub’ing, they have to get permission again, so what RH should have done was sign a K saying that they got the © for both the initial term and the renewal term  [b/c an a could K away his renewal term before it started IF the a acquired the renewal term – if he was still alive – so if the a dies or he doesn’t renew then the A cant acquire and thus K away the rights in the renewal term…so the transfer of rights in the renewal term was a contingent transfer]


and if the a dies then the heiers get the renewal term and that term is free of any previous transfers so RH has to K again w/ the heirs, even if the a K’ds away the renewal term rights

W/ REGARD TO DERIVATIVE WORKS:


If the A of the book dies, and his estate renews, thney can keep the movie from being shown b/c the estate gets the © for the renewal term, so no one else can pub the work or make a derivative work based on it w/o the estate’s permission.

12/31/77 was the last day on which the 1909 act was still effective so if u pub’d on this date, the 28 year renewal term still applies [although of course now the renewal is automatic and even if u don’t actively renew then u still get the total 95 year term]

OWNERSHIP OF THE RENEWAL RIGHT: 

Under the 1976 act, this 1st goes to the spouse of the dead A, and then to his kids [and the spouse always gets 50%, and the other 50% is divided up among the kids]


And the most that someone owning a renewal right can convey to a 3rd party is that which thye themselves own –so if for some reason they cant renew,. Then the persona they conveyed that renewal interest cant renew either

And after 1992 (BERNE) u don’t have to REGISTER to renew anymore, but there are still a # of advantages to registering:

1. registration resulting from a properly filled application to renew will constitue prime facie evidence as to the validity of the © during its renewal & extended term

2. if a person who is entitled to renew, registers the renewasl term by filing an application to renew, then the renewal interet will vest in that person as of the date of the apploication [during the last year of the 1st term

3. by contrast, if the renewal happens automatically – that is, w/o registering, the interest will vest in the persona enetitioled to renew at the ned of the 1st term

4. if no app to renew is filed, a derivative work may be prepared under the authority of a grant of a transfer or a liscence of the © that is made before the expiration of the original term of the © may continue to be used under the terms of the gratn w/o I’ing the © [except that such use does not extend to the preparation during such renewed & extended term of other derivative works based on the c’d work covered by such a grant]
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Rights & Remedies

Rights

101 confers on the c holder exclusive rights to make several uses of his c, including:

a. The right to reproduce the c’s work in copies [106(1)]

b. The right to prepare derivative works based on the c’d work [106(2)]

c. The right to distribute copies of the c’d work to the public by sale or other transfer of ownership, or by rental, lease or lending [106(3)]

d. In the case of literary, pictorial, graphic, and sculptural works, including individual images, the right to display the c’d work public ally

The Nature of Copyright

Baker v Seldon [book versus the SM described in the book]

no one would contend that the c of the book would also protect the SM contained therein [b/c this would be like giving P protection under the less rigorous STD’s of C law]



By publishing the book, w/o getting a patent for the art described therein, the latter is given to the public.

Of course these observations are not intended to apply to ornamental designs, or pictorial illustrations addressed to the taste.

Of these it may be said that their form = their essence, and their object is the production of pleasure in their contemplation.

This is their final end!!

They are as much the product of genius & the result of composition, as are the lines of the prod.


But on the other hand, the teachings of science & the useful arts have their final end in application & use.

MIRAGE EDITIONS v ALBUQUERQUE ART CO [what is a derivative?]

What the D did here was he removed selected pages from the book in which the P’s work was published, mounted them individually on ceramic tiles and sold the tiles at retail.

101 defines a derivative work

What appellant has done here is he made another version of the P’s art works and that = preparation of a derivative work.

for a vio of the right to prepare derivative works to occur “the infringing work must incorporate a portion of the c’d work in some form.”

The Lang “recast, transformed or adapted” encompasses other alternatives besides simple art reproduction.

So a derivative work is not just simple reproduction, it’s also when u recast or transformed the C’d images by incorporating them into a work of your own

As to the “1st SALE DOCTINE”- 

This doctrine provides that when a c owner parts w/ title to a particular copy of his c’d work, he divests himself of his exclusive right to vend that particular copy. But the c owner still doesn’t depart w/ any of his rights as to the © - the only difference is that the buyer is not restricted by law from further transfers of that copy.

But the 1st sale doctrine does nothing to the derivative works right, which still rests w/ the c owner

RUSSEL v PRICE

If no app to renew is filed, then a derivative work prepared under the grant of a transfer liscence may continue to be used during the renewqal & extended term of the C w/o infringing the C

But the effect of failure to renew c in the D work is that the D work falls into the public domain

The D’s distributed copies of the film “Pygmalion”- the c to which had expired.

But the P sued b/c they owned the renewal c in the Shaw play on which the film was based.

The film that the D sold here was a derivative work, produced by MGM, which had obtained a license from the P to do so.

The D’s defense is that b/c the film c on “Pygmalion” has expired that film is in the public domain, and consequently prints of that film may be used freely by anyone.  NO

The well-est doctrine is that a derivative c only protects the new material contained in the derivative work, not matter from the underlying work.

Thus although the derivative work may enter the public domain, the original expressions don’t enter thereby as well, 

So even though the expression form a derivate work might be in the public domain, that doesn’t necessarily mean that the original expression is as well.

Therefore since the exhibition of the film necessarily involves exhibition of Shaw’s play, which is still c’d, the P may here prevent the ds from renting the film for exhibition w/o their authority.

HYPO

Client comes to u, he has a band & has made a cover of a previously-made song. And he has found out that a club has a copy of his cover and is using it, and the client wants the club to stop!

The SM here that we are talking about is 102(7) b/c the work is catually by the1st composer, not the client – all the client has made is a sound recording of the original work.

Does the client have to get the consent of the originalk composer? Depends on the “archaelogy” of whether the work is still protected by ©

Which rights apply to this SM under 106? #1, #2, #3, #6

Are there any limits on these exclusive rights?

REPRODUCTION RIGHT:

Refers to making a fixed material copy of the c’d work

Is simply writing down the lyrics to a c’d song a reproduction? YES b/c this is a  copy from which the work can be perceived – be it either a copy or a phonorecord [although of course u may be OK under some limitation to that rule]

ADAPTATION

This is the right to prepare derivative works [that is, a work that may be c’able in itself, and is based on some sort of re-casting, transformation, or adaptation]

So if the actual work is intact and not being transformed, then it merely being presented on a different format [Mirage]

SECTION 106 – EXCLUSIVE RIGHTS IN COPYRIGHTED WORKS

the 5 fundamental rights that the act gives to c owners are stated generally in 106. These rights include:

1. The exclusive right of reproduction

2. Adaptation

3. Publication

4. Performance

5. Display
In order for a vio to be shown, it must appear that the D’s work was:

1. copied from the P’s and

2. substantially similar to the P’s c’able expression [so that if copying is found, it amounts to an unlawful appropriation]
3. Also, under 106(2) the mere preparation of a derivative work might = an infringement even if nothing is ever fixed in tangible form.

106 grants rights and 107-122 exempts certain activities that would otherwise come w/in the scope of those rights.

Several of these limits are COMPUYLORY LISCENSES – which means a liscense imposed by the statue in which the c owner has no say in the natter. So the law gives someone a liscense and there is nothing that the c owner can do about it.


COMP MECHANICAL LISCENSE – once a c owner allows anyone to make & sell phono-records of a song that they have written the lyrics to then anyone else who wants to can make their own phonorecord of that sonne. This is what allows for covers of songs to be made, so long as the 2nd artists complies w/ the statute and pays the fee of about 7.5 cents on each copy sold.


RIGHTS OF REPRODUCTION, ADAPTATION, AND PUBLICATION

REPRODUCTION

This right only extends to the making of material copies – merely reading a work out loud would not = repro [although it might = a public performance!

A reproduction right is infringed where:

1. the work is reproduced in whole or in nay substantial part, and 

2. by duplicating it exactly or by imitation 

3. Wide departures or variations from the c’d work would still be an infringement if the author’s “expression” are taken.

An exception to the reproduction right is in 114
LIMIT ON THE EXCLUSIVE RIGHT TO REPREODUCE – SOUND RECORDINGS: s 114
114 limits the scope of the Sound recording c owner’s right to reprodiuce his work to only the making of copies that directly or indirecltuy recapture the actual sounds fixed in the c’d recording.

An independently recorded imitation, no matter how similar, is not an I
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COLUMBIA PICTURES INDUSTRIES v REDD HORNE INC [private rental booths in D’s store = public performance]
the public performance and distribution rights are at issue here.

although  the Ds were licenses to distribute these videos –it is clear that the Ps have retained their interest in the other 4 enumerated rights, since the grant of one 106 right does not waive any of the other rights. [and the 106 right granted here is DISTRIBUTION}


So in essence the fundamental question is whether the Ds activities are a public performance…and we believe that they do.

to perform a work, in the case of a movie or other audio-visual work, is to show its images in ay sequence or to make the sounds accompanying it audible [101] BUT were these performances public????


101 defines “publicly” to mean:

1. to perform it at a place open to the public or

2. at any place where a substantial number of persons outside of a normal circle of a family and its social acquaintances is gathered.

the 2nd prong, a.k.a. a “semi-public place” is determined by the size & composition of the audience, and it  includes those places that, although are not open to the public at large, are accessible to a significant number of people.

The relevant “place” w/in the meaning of 101 if the store itself, not the booths where the viewing actually occurred.
The transmission of a performance to members of the public, even in private settings such as hotel rooms or the Ds “viewing rooms”, constitutes a public performance

FIRST SALE DOCTRINE: a limitation on the right of distribution


this doctrine is merely an extension of the principle that ownership of the material object is distinct from ownership of the c in the material…the 1st sale doctrine prevents the C owner from controlling the future transfer of a particular copy once its material ownership has been transformed.

EXCEPTION to the 1st SALE DOOCTRINE:

 BUT 109(b) provides that an owner of phono-record may not rent, lease or lend the phono-record w/o the c owner’s permission [and this is b/c typically if you lease out a record, someone can & will copy it]

CASS COUNTY MUSIC CO v MUEDINI [restaurant radio case]

This case determines what constitutes publicly for a public performance

110(5) is the “home sytle receiver” exception to the public performance right

The act defines public performance so that it includes the playing of a radio or TV broadcast in a busi EST.


But 110(5) provides an exemption for small, commercial est.’s that play radio or TV broadcast on a “home style receiving apparatus”, so that the restaurant owner’s simple act of turning on a radio for the enjoyment of his patrons did not constitute a performance for which a licenses could be req’d. [And this was b/c it would simply open up too much liability & litigation to hold otherwise]

And now there is a 4-poart test for the application of the 110(5) exemption:

The exemption is available only if:

a. A single receiving apparatus is used

b. This single receiving apparatus is of a kind commonly used in private homes 

c. The transmission is provided free of charge and 

d. The transmission is not “further transmitted” to the public

e. Also, the physical size of the est. is relevant as indicative of the reach of a stereo system.

So the FOCUS must be on the entire audio reproduction system.

And there are 2 ways in which an est. can fall OUTSIDE the exemption created by 110(5):
a. If any non-home components are used, then the entire system must be considered a non-home-type system

b. If the est. has configured the home-type equipment in a way not commonly used in a home, then the exemption is lost

So the critical factors are the:

a. Type & sophistication of the equipment used

b. The size of the area in which the broadcast is audible and 

c. Whether the equipment has been altered, augmented, or integrated in some fashion

d. Also, it is notable whether the speakers & speaker wire were concealed.

In determining what qualified as a single receiving apparatus,

1. the entire sound system at a single location should be examined, and 

2. the extent to which a system is augmented for the purpose of improving the performance is a relevant factor to consider.

What is a single receiving apparatus of a kind commonly used in private homes must be determined on a case-by-case basis


The focus must be on whether the system, as installed & operated, is commonly found in homes.

115(a)(1) carries forward the 1909’s distinction b/w musical works & sound recordings and makes clear that a person is not entitled to a compulsory licenses of a c’d musical work for the purpose of making an unauthorized duplication of a musical sound recording originally developed & produced by another.


EXCEPTION to the 1st SALE DOOCTRINE:

 BUT 109(b) provides that an owner of phono-record may not rent, lease or lend the phono-record w/o the c owner’s permission [and this is b/c typically if you lease out a record, someone can & will copy it]

The concept of a public perforamcne includes not only the original transmission but also any “re-runs” as well – so playing your jambox or your car stereo is performing a work, tho it is not a public performance

And for the public display right, the definition of public is exactly the same, and there is in 109© there is a 1st sale exception – but that does NOT apply to transmissions.
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SONY CORP v UNIVERSAL STUDIOS INC [sales of VCRs = I?] [or even CI?]

The court here doesn’t apply any of the tests for 2nd liability – where we are talking about the sale of copying equip, there is a different test – and that is are there substantial non-infringing uses of the equip.

If so, then there is no liability

NO!!  the substantial non-I activity here is using a VCR to record a program u cant  view as it is being televised & then to watch it one at a later time.

This TIME SHIFTING certainly doenst impair the commercial value of their C’s or has created any likelihood of future harm.

The C Act does not have a provisio for CI…but the P Act does, such as for “contributory infringer”


BUT the absence of express Lang in the C Act does not preclude the imposition of CI


For VL is imposed in virtually all areas of the law, & the concept of contributory I is merely a species of the broader problem of identifying the circum’s in which it is just to hold one accountable for the actions of another.

merely supplying the means to accomplish the I here isn’t enough for CI, since there are substantial non-I uses of a VCR and thus the range of VCRs potential use is much broader than any particular infringing use.

Typically, a contributory infringer is:

3. in a position to control the use of c’d works by others & 

4. had authorized the use w/o permission from the c owner.

If VL is to be imposed, it must rest on CONSTRUCTIVE KNOWLEDGE that their customers may use that equip to make unauthorized copies of c’d works.


BUTalthough There is no precedent in the law of c for the imposition of VL on such a theory –there is a close analogy in P Law.

In the P Act, CI  is confined:

9. to the knowing sale of a component esp. made for use in connection w/ the particular P.

10.   There is no suggestion in the act that one p’ee may object to the sale of a product that might be used in connection w/ other P’s.

11.   Moreover, the act expressly provides that the sale of a STAPLE ARTICLE or COMMODITY OF COMMERCE suitable for substantial non-infringing use is NOT contributory infringement [271©]
12.    a finding of CI does not remove the article from the market altogether – it just gives the p’ee effective control over the sale of that item.

13.  Thus a finding of contributory infringement is normally the functional equivalent to holding that the disputed article is w/in the monopoly granted to the p’ee.

14.   u so nless a commodity has no use except through the practice of the p’d method, the p’ee has no right to claim that its distribution constitutes contributory infringement.

15.   And in order to resolve the “substantial non-I use”  question, we need not explore all the different potential uses of the machine & determine whether or not they would constitute I.

16.   Rather, we need only consider whether on the basis of the facts as found by the TC a significant number of them would be non-infringing.

FONOVISA v CHARRY AUCTION [flea market 2nd liability]

Vicarious C Infringement

U can be V liabilie if:

1. u have the right & ability to control the activity AND

2. u receive a direct finanacial benefit from the activity 

3. so knowledge isn’t req’d here at all

SHAPIRO fashioned a principle for VL in © cases, and Shapiro relied on the “DANCE HALL CASES” – where the operator of an entertainment venue was held liable for infringing performance when the operator:

a. Could control the premises and 

b. Obtained a direct financial benefit from the audience, who paid to enjoy the infringing performance.

So VL could be imposed even though the D was unaware of the I, b/c even in the absence of an e’ee-e’er r’ship, one may be VL if he:

The D must have known OR had reason to know of the I activity and “reason to know” is met where:

1. has the right & ability to supervise the infringing activity & 

2. also has a direct financial interest in such activities [GERSHWIN]

In GERSHWIN, the D lacked the formal, contractual ability to control the direct I’er.

But the control element was still found in  D’s pervasive participation in the formation & direction of the direct I’er’s, including promoting them [i.e., creating an audience for them]

CONTRIBUTOY COPYRIGHT INFRINGEMENT

If u have KNOWLEDGE of an I activity AND induce/cause/materially controibute to that activity, then u are also 2nd liabile.

The statutory authority for this is the “authorize” lang in 106.

But knowledge is NOT enough – u  also have to do one of the other 3 things as well

CONTRIBUTORY TM INFRINGEMENT

INWOOD LABS said that C TM I is applicable if the D:

5. Intentionally induces another to infringe on a TM or 

6. Continues to supply a product knowing that the recipient is using the product to engage in TM I.

And HARD ROCK CAFÉ said that CL could be imposed if the flea market was “willfully blind” to the ongoing vio’s.

This application of the INWOOD test is sound: A flea market cannot disregard its vendor’s blatant infringements w/ impunity.
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FAIR USE s 107

Of the limits on the rights granted by the C act, the omst fundamental limitation is the FU doctrine of 107

CAMPBELL v ACUFF-ROSE MUSIC INC [2 live crew case]

ISSUE: is the taking reas in relation to the purpose of the copying?

B/c this is a parody, it is reas to take the HEART of the work

the C ACT & the FU doctrine calls for a case-by-case analysis, using 4 factors that are delineated in the preamble of the fair use statute – s 107.

1. the “purpose & character of the use, include whether such use is of a commercial nature OR is for non-profit edu purposes” [107(1)]

this factor includes whether the use is commercial or not – although commerciality weighs against a finding of FU, it is NOT a presumption – unless all that is going on is verbatim copying

and as to paradies, the question us just whether a reasonable person could perceive the parodic charcter [and u do this b/c there is a distinction b/w parodies and satires]
The inquiry here is guided by the preamble to 107: looking to whether the use is for criticism, comment & the like.

the central purpose of the 1st factor’s investigation is whether & to what extent the new work is “TRANSFORMATIVE”

If the commentary has no critical bearing on the substance/style of the original, which the I’er merely uses to get attention or to avoid the drudgery of coming up w/ something fresh, then the claim to “fair use” in borrowing another’s work diminishes accordingly [if it doesn’t vanish] and other factors, like the extent of its commerciality, loom larger.

PARODY vs. SATIRE



Parody needs to mimic an original to make its point, and so has some claim to the use of its victim’s imagination, whereas SATIRE can stand on its own 2 feet and so req’s justification for the very act of borrowing


The threshold question when fair use is used, as a defense of a parody is whether a parodic character may reas is perceived.

Whether, parody is in good or bad taste does not & should not matter as to “fair use”

SONY v UNIVERSAL CITY stood for the proposition that the fact that a publication was commercial as opposed to nonprofit is a separate factor that tends to weigh against a finding of fair use.


The use, for example, of a c’d work to advertise a product, even in a parody, would be entitled to less indulgence under this 1st factor of the fair use test than the sale of a parody for its own sake

2. This factor – “the nature of the c’d work” – draws on the value of the materials used 

3. this factor asks whether “the amount & substantiality of the portion in relation to the c’d work as a whole” or, to put it in other words, the quantity & value of the materials used are reas in relation to the purpose of the copying [that is, is it justified to take the HEART?}
A parody HAS to take an identifiable part of the original in order to make the parody WORK! But Once enough has been taken to assure identification, how much more is reas will depend, say, on the extent to which the song’s overriding purpose & character is to parody the original or, in contrast, the likelihood that the parody may serve as a market substitutes for the original.

Copying does not become excessive in relation to parodic purpose merely b/c the portion taken was the original’s heart.

In a parody case, context is everything& the question of fairness asks what else the parodits did besides go to the heart of the original – it is significant that the P here not only copied the 1st line of the original but thereafter departed markedly form the original lyrics to its own ends.

Thus this is not a case where the parody is so insubstantial, as compared to the copying, that the 3rd factor must be resolved as a matter of law against the parodists.

4. this factor is the “effect of the use on the potential market for or value of the c’d work.”: [ie, whether the 2nd use will act as a MARKET SUBSTITUTION]

This factor req’s courts to consider:

1. The extent of the market harm caused by the particular actions of the I’er AND

2. Whether unrestricted & widespread conduct of the sort engaged in by the D would result in a substantially adverse impact on the potential market for the original.

3.    And this inquiry must take into account the harm not only to the original work but also any harm to possible derivative works.

when 2nd use is transformative, market substitution is at least less likely, and market harm may not be so readily inferred.

Indeed, as to parody pure & simple, it is more likely that the new work will not act as a substitute for it [“superceding its objects”]

To be excused as a fair use, an otherwise infringing use must come w/in the scope of the fair use as described in the 1st sentence of 107

FACTOR #1

If the D’s activities have a commercial purpose, this will be weighed against a finding of fair use – 

Nonprofit, edu purposes weigh in favor of fair use.

FACTOR #2

There are 2 question about the nature of the c’d work that recur in this factor:

1. Is the work fictional or factual? [factual gets LESS protection than fictional/expressive works]

2. Is it published or unpublished? [unpub’d works get LESS FU, more proitection]

FACTOR #3

Courts have used quantitative measures in weighing this factor

Courts have also used quantitative measures, weighing this factor against the portions taken were particularly important to the c’d work as a whole.

FACTOR #4

It is comparatively easy to apply the 4th factor when P and D occupy the same market –– but it’s harder when the c owner has neither made nor licensed the type of use made by the D –.

So u have to look to the effect should this type of use become widespread, and for this u look both at the market for the original work and at the market for the derivative work.


And only SOME  harms are cognizable for purposes of FU analysis – that is, there is a distinction b/w displacement [substitution, which is BAD] and DISparagement [a savage review by a movie critic]

Similariy w/ parodies, disparagement is OK and parody isn’t considered a DERIVATIVE MARKET for purposes of the 4th factor. There is no market for liscensing parodies, so we don’t look at any potential harm for the derivative market for parodic works

But fair use is ordinarily granted when the market cannot be relied upon to allow socially desirable access to, and use of, c’d works.

Specifically, where

1. D could not appropriately buy the desired use through the market

2. Transferring control over the use to D would serve the public interpret and 

3. The c owner’s incentives would not be substantially impaired by allowing the user to proceed, courts have considered – and should consider – the D’s use “fair”
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INFRINGMENT – elements of an I case

C Act 501

ARNSTEIN v PORTER
in an I case, it is imp to not confuse the 2 separate elements that a P has to prove in his suit:

1. That the D copied from the P’s c’d work and 

2. That the copying [assuming that it was proved] went so far as to be an improper appropriation

As to prong #1, copying, the evidence may consists of:

1. The D’s admission that he copied [direct evidence] or

2. Circumstantial evidence – usu. evidence of ACCESS from which the fact-trier May reas infer copying.

a) But of course if there are no similarities, then no amount of evidence of access will be enough to prove copying!!

b) Thus if evidence of access is absent, then the similarities must be SO STRIKING as to preclude the possibility that the P and the D independently arrived at the same result.

c) In some cases, the similarities b/w the 2 works may be so extensive & striking that they, w/o more, justify a finding of both the above prongs.

On the 2nd prong [wrongful appropriation] the TEST id the response of an ordinary layperson – thus on this issue “dissection” [i.e., analysis] and expert testimony are irrelevant.

501(a) – this states the rule on c I:

To prevail in an action for c I, a P must prove:

1. That it owns the rights in issue and 

2. That the D’s conduct infringes on one or more of those rights

To Prove #1, the P must show directly or by inference that the:

a) That the D mechanically copied P’s work – such as by photocopying it – OR

b) That the D had the P’s work in mind when he composed the allegedly infringing work

To prove #2, the P must show:

a) That at least some of the elements that the D copied constitute protect able SM AND

b) That the audiences for the 2 works will find these elements in the D’s work to be similar to the elements in the P’s work.

c) That is, that there are similarities of protected expression b/w the 2 works
1. proof co copying – usu. don’t w/ circum evidence such as:

(a) SS

(b) Access
2. improper appropriation:

(a) protected expression and

(b) SS
To prove I, the P must show:

1. That the D copied form the P’s work AND

(a) to prove copying, u can do this  by either direct evidence [rather unusual] or by

(b) circumstantial evidence, and u can do this in a # of ways:

i. reas possibility of access to the work + similarity [evidence from which we can infer that the D catually took advantge of that access to copy]

j. SS – if there are these, that could be enough to infer copying even in the absence of access [but not acc. To the BGs case]

2. That taken together, the elements copied amount of an improper appropriation:

So although we have a SS test under both prongs, under each prong we can look at different things w/ respect to each prong.

Under #2 the SS has to be b/w the protected expression in each work b/c not all copying is bad [like a copying of ideas]

But under #1 though u can show SSs b/w unprotected elements
The Legal force of similarities:

1. I turn strictly on proof of copying & improper appropriation – mere similarity is NOT enough!!

2.   Although of course similarity may be evidence of both the 1st and 2nd prongs!

3.   The P may also rely on similarities to prove I when the 2 works, though similar, are not identical.

4.   But similarities that are sufficient to show copying may not be enough to show improper appropriation

The “copying req” protects the D who has never consulted the P’s work but whose work is, b/c of coincidence or mere artistic convention, substantially similar to the P’s.


The “improper appropriation req” ensures that even if the D did copy from the P’s work-protected expression, and not just unprotect bile ideas – that it needed to support its own original efforts, and then only if its work captured the audience, and thus the economic rewards, that would otherwise belong exclusively to the P.


the AUDIENCE TEST never asks whether the work’s audience will find substantial similarity in the 2 works overall – similarity in both their ideas & their expressions – but only whether the audience will detect substantial similarities in the works’ expressions.

Courts apply the tests for c I differently to different kinds of SM.

EG, b/c the elements available to musical composition – rhythm, melody – are more limited than the elements of a literary composition, courts dealing w/ musical compositions apply the I tests more exactingly.

LITERATURE

NICHOLS v UNIVERSAL PICTURES CORP [the irish/jewish plays]

as soon as the literal appropriation ceases to be the test, the question is then whether the part so taken was substantial, and therefore not a FU of the c’d work –.

In respect to plays, the inquiry chiefly centers on the characters & sequence of incident, these being the substance of the play.

It follows that the less developed the characters, the less they can be c’d – that is the penalty that the author must bear for marking them too little.

Thus there is no I in copying mere “stock” characters!!

There are only 2htings here that are relevant for the purposes of copying:

1. plot and

2. characters

“AUDIENCE TEST” will the audience perceive a SS b/w the 2 works? Even if u copy expression u aren’t liable unless there is some siliarity such that can be perceived.

And this test is even harder to prove thatn the ptected expression test.

SELLE v GIBB [How Deep is Your Love?] u always need some evidence of access!!!

In est. a claim of c I of a musical composition, the P must prove:

1. Ownership of the c in the complaining work

2. Originality of the work 

3. Copying of the work by the D and

4. A substantial degree of similarity b/w the 2 works.

PROOF OF COPYING is crucial b/c no matter how similar the 2 works may be [even if identical] if the D did not copy, there is no I

But even if there is no direct proof of access:

1. evidence of striking similarity enough to raise an inference of access,

2.  so then copying is presumably proved simultaneously, 

3. although the 4th element [substantial similarity] still req’s proof that the D copied a substantial amount of the original work.

4.    BUT striking similarity is just one bit of circumstantial evidence tending to show access & must not be considered in isolation. – 

5. SOME EVIDENCE OF ACCESS IS STILL REQ’D

To prove that certain similarities are “striking” the P must show:

1. that they are the sort of similarities that cant be satisfactorily be accounted for on a theory of coincidence, indep creation, or a prior common source, or any other theory than that of copying. 

2. Striking similarity is an extremely technical issue – one w/ which, understandably, experts are best equipped to deal.

3. the similarities should appear in a sufficiently unique or complex context as to make it unlikely that both pieces were copied from a prior common source, or that the D was able to compose it as a matter of indep creation.

Here the court does not buy the SS argument b/c:

3. the notion that there still has to be come possibility of access, even if there is SS [but this reading of the situation is in big tension w/ a lot of other cases]

4. there are SSs but in order to prove copoying by SS, u have to show simiarltitys that are SOO SOO striking as to prelcude any other possibility other than copying – and here those other possibilities [ie, common prior sources] have not been precluded here.

5. even if the P has given circumstantial evidence from which we can infer copying, but the D still has an opp. To rebut that evidence – and in this case the D has indeed rebutted the inference of copying.

But as to rebutting, if there is proof of access the rebutall of indep creation will be a lot harder to prove, and this is b/c of a subconscious copying doctrine.

STEINBERG v COLUMBIA PICTURES INDUSTRIES INC [Moscow on the Hudson movie poster]

While the 2 busildings are not identical, they are so similar tha6t it is impossible, exp in view of this testimony, not to find the D’s impermissibility copied the P’s.

The definition of SS in this circuit is whether an average layperson would recognize the alleged copy, as having been appropriated from the c’d work.


Under this test, there would be SS only where the ordinary observer, unless he set out to detect the dissimilarities, would be disposed to overlook them, and regard their aesthetic appeal as the same.

While evidence of indep creation would rebut the P’s prime facie case, the absence of any countervailing evidence of creation indep of the c’d source may well render clearly erroneous a finding that there was not copying.

Moreover, it is generally recognized that since a very high degree of similarity is req’d in order to dispense w/ proof of access, it must logically follow that where proof of access is offered, the req’d degree of similarity must be somewhat less than would be necessary in the absence of such proof.

GROSS v SELIGAN [photos of the same naked model]

the D used the same model in an identical pose to make another photo, and there were only small differences b/w the 2 photos.

Of course when the 1st picture has been produced & c’d every other artists was free to form his own conception of that picture, and to avail himself of that same model’s services.


If by chance the pose, background, light, shade of the new picture were strikingly similar and if by reason of the circumstance that the same model was the prominent feature in both photos, it might be very hard to distinguish the new photo from the old one, but the new one would still not be an I of the old b/c it is in no true sense a COPY of the old.
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Section 502: injunctions

Under 502(b) a c owner who has gotten an injunction in 1 state will be able to enforce it against a D located anywhere else in the US

Under 503, a court has the power to impound allegedly infringing articles during the time an action is pending, and to order the destruction or other disposition of article found to actually be infringing.


The phrase “made or used” in both (a) and (b) allows a court to deal as it sees fit w/ article which, though reproduced & acquired lawfully, have been used for I’ing purposes such as rentals, performances and displays.



Thus u can seize articles alleged to be infringing as soon as suit has been filed, and w/o waiting for an injunction.

Section 504: Damages & Profits

The basic choices for a court when it comes to $$ remedies are what the P elects – that is, either statutory damages or actual dams + any additional profits.

But is the P in every case entitled to statorury dams?


Not where the D [such as a teacher or a library] can show that they though the use was a FU.


And to be entitled to elect stat dams at all, the P has to register the © [412], so that the I commeneces after the effective date of the P’s registration

504 is the cornerstone of the remedies provisions, as it is the provision dealing w/ recovery of actual damages, profits, and statutory damages.

The 2 basic aims of this section are:

1. Though give the courts specific unambiguous directions concerning $$ awards, thus avoiding confusion & uncertainty and 

2. To provide the courts w/ reas latitude to adjust recovery to the circum’s of the case.

504(a) est. the liability of a c I’er for either:

1. The c owner’s actual dam’s & any additional profits of the I’er OR

2. Statutory damages

DAMAGES versus PROFITS

Dam’s area awarded to compensate the c owner for losses from the I, and profits are awarded to prevent the I’er from unfairly benefiting from his wrongful act.


Where the I’er’s profits = the damages suffered by the c owner. It would be inappropriate to award damages & profits cumulatively, since in effect they = the same thing.

And only those profits “attributable to the I” are recoverable – but the BOP is on the D to show what those are.

506 lists 4 types of criminal offenses actionable under the C act:

1. Willful I for profit

2. Fraudulent use of a c notice

3. Fraudulent removal of notice and

4. False representation in connection w/ a c application

STEVENS LINEN ASSOCIATES v MASTERCRAFT CORP [copying of a certain fabric]

In est. lost sales due to an I’ing product, the court must necessarily engage in some degree of speculation


Although there is a distinction b/w PROOF OF CAUSATION [the proof that the D’s acts caused any harm to the P at all] and PROOF OF THE AMOUNT OF DAMAGES, in this case the only issue was the extent of that damage.

The DC should have awarded dams measured by either:

1. The lost profits that the P would have realized from sales to customers who bought both the P’s and the D’s fabrics 

we reas believe that these customers of the P had a demand for this type of fabric and were shifting their buying to the cheaper fabric of the D’s
So the BOP should be on the D to prove that the customers of the P’s fabric to whom it [the D] sold would not have gotten from P alone all of the yardage they bought had there been no I.

So under this measure, damages would = the amount of P’s lost profits for additional sales of fabric to those of its customers who also bought the I’ing fabric, less profits on sales which D proves that the P would not have made.

2. By lost profits based on the difference b/w the sales of the P’s fabric and the average sales of all the P’s other fabrics, whichever sum proves to be bigger.

during the period in which it was forced to compete w/ the I’ing fabrics.

Thus the measure of damages here would = lost profits based on the difference b/w the fabric sales in the period in question and P’s average sales of its other fabric products [but of course here the P should be awarded whichever sum is bigger]

CREAM RECORDS v SCHLITZ BREWING CO [Shaft Theme music commercial]

after the D didn’t take a license, another manufacturer approached the P w/ the same request but w/drew when the D’s commercial was aired [b/c the use of a well-known song in a commercial destroys its value to other advertisers for that purpose]

PROFITS

504(b) says that in addition to actual damages suffered as a result of the I, the c owner is entitled to recover any profits of the I’er that are:

1. Attributable to the I & 

2. Are not taken into account in computing the actual damages

In est. the I’er’s profits, the c owner is req’d to prove his d’ible expenses & the elements of profit attributable to factors other than the c’d work.

where it is clear that not all of the profits are attributable to the I’ing material, the c owner is NOT entitled to recover all of those profits merely b/c the I’er fails to est. w/ certainty the portion attributable to the non-i’ing elements.


In such cases, where an I’er’s profits are not entirely attributable to the I, and the evidence suggests some division which may rationally be used as a “springboard” it is the duty of the court to make some apportionment.

As to the amount of profits attributable to the I’ing material, what it req’d is only a reas approximation.

504(b) allows the c owner to recover actual dams and any of the I’er’s profits not taken into account in computing the damages [ie, lost profits]

Thus if as one element of damages, the c owner recovers lost profits, it can only recover the I’ers profits to the extent that they exceed the owner’s lost profits.

DAMAGES

There are 2 basic measures of c damages:

1. Where the I’er directly competes w/ the c owner, there is a lost sales measure of damages 

2. If the I’er does not directly compete w/ the c owner, then dam’s are measured by either a reas royalty OR by market value:

a) Courts use the reas royalty measure where the c owner has previously given licenses

b) But if there are no pre-existing licenses, then the courts will compute damages by market value.

3. Awards of indirect profits are particularly appropriate where the I’ing use generates no profits of its own, as is typically the case w/ advertising.

TEMPORARY [PRELIMINARY] INJUNCTIONS

Generally a c owner can get a temp injunction on making a prime facie case of it’s c’s validly and infringement.

A showing of irreparable harm, though helpful, is usu. not necessary.

FINAL [PERMANENT] INJUNCTIONS

1. On principle, if an I’ing work takes only a part of a c’d work a court will frame its injunction to req only that the I’ing matter be deleted.

2. But in cases involving DERIVAVTIVE WORKS [such as movies] where the I’ing & the non-I’ing material is inextricably intertwined, courts will enjoin dissemination of the entire I’ing work

3. Where the I’ing & the non-I’ing elements cannot be separated, and where the c’d elements only form a small part of the D’s work, and injunction would be unconscionable, and in such cases the c owner should only be given damages.

PREMEPTION

To what extent does fed c law preempt state law? That extent is specifically delineated in 301.

And in order for fed law to preempt, there are 3 pre-reqs that have to be met:

1. the work has to be fixed [if not fixed then not preempted]

2. the work has to be w/in the SM of © law as set forth in sections 102 and 103
3. the rights of the state c law cant be the equivalent of any fed c rights: how to determine if a right is equivalent:

(a) whether the right involves conduct on the part of the D that is w/in the scope of a 106 right

(b) whether there is a so-called “extra element” – that is, does the P in order to make out a state claim, have to make out & prove any element over & above the elements the P has to prove for fed C I [which is 1. c ownership and 2. improper appropriation]

(c) and to determine (b) u look at SUBSTANCE, not FORM – so mental state is NOT an element over & above, but a bargained for exchange req of K law would be an element over & above that req’;d by fed law

so where the P has to kae out & prove extra elements, the rights are NOT equivalent

MISAPPROPRIATION

The UC COA for M is broad & flexible, to the point of being amorphous.

Essentially the COA for M consists of 3 elements:

(1) The P must show that it has invested a significant amount of time, $$, skill or effort to create something [generally intangible – such as goodwill] of commercial value, in which the court can justify finding property rights.

(2) The P must show that the D has appropriated the intangible trade value in a manner that = “reaping where he has not shown” or “taking a free ride.”

(3) That the P is thereby injured [that is, by lost profits, or concrete opportunities for profit, or advancement in its field]

The fact of free riding, in & of itself, does not est. injury to the P

EXCEPTION:


Board of Trade of City of Chicago v Dow Jones & Co


Here, there was no injury to the p but since not letting the D use the P’s index-system might spur the D into crating its own, and thereby benefit the public, the court said that the D couldn’t use it.



But this approach is v unusual, and conflicts w/ public policy that the ability to copy promotes a competitive marketplace.

LIMITS on the M COA:

In the hands of creative lawyers, M claims could be use to misplace other, narrower, more est. doctrines of IP law – e.g., P law.


For this reason, courts have been conservative in applying the M COA – they have tended to avoid applications that would undermine or circumvent restrictions placed on other IP doctrines

BOARD of TRADE of CITY of CHICAGO v DOW JONES & CO

The doctrine of M as a form of UC was 1st enunciated in INS v AP, and in CAPITOL RECORDS v SPIES the court reasoned that the manner of competition was unfair wince the D was able to compete on equal terms by avoiding those costs normally associated w/ producing records.


Underlying the court’s reasoning here is the premise that the P’s pecuniary reward for producing its intangible product would be severally reduced if other competitors could avoid production costs merely by waiting to see if a record was a hit and then copying it.

But w/ the tort of M, there are 2 competing theories:

1. The policy that protection should be afforded one who expends labor & $$ to develop products

2. The concept that freedom to imitate and duplicate is vital to our free market economy


If the creator of an intangible product expects to be able to control the licensing or distribution of the intangible in order to profit from his effort, and similarly those who would buy the product expect and are willing to pay for the use of the intangible, a better argument can be made in favor of granting protection.

Many courts req the existence of a competitive r’ship for an M action to lie.

The UC RESTATE rejected the recognition of exclusive rights in intangible trade values, w/ certain narrow exceptions:

1. TS

2. The right of publicity and 

3. Conduct that is actionable as a b/ok

4. Conduct that is actionable as an I of CL C as preserved under fed c law

NBA v MOTORLOA [the pager case]

We hold that the surviving “hot-news” INS-like claim is limited to cases where:

1. The P generates or gathers info at a cost

2. The info is time-sensitive

3. A D’s use of the info = free-riding on the P’s efforts

4. The D is in direct competition w/ a product or service offered by the Ps and 

5. The ability of others to free-ride on the efforts of the P or others would so reduce the incentive to produce the product or service that its existence or quality would be substantially threatened

So an M claim that fits into this pattern will survive preemption

THE RIGHT OF PUBLICITY

The nature of the publicity COA: 

The publicity COA recognizes that a person has a right to prohibit or control others’ use of his identity for commercial purposes. This recognition gives a person a form of property right in his name and other aspects of identity.

PUBLICITY versus PRIVACY

Privacy law seeks to protect a personal interest in avoiding the mental anguish that may accompany unwanted publicity or intrusion into one’s solitude.

But the right of publicity primarily vindicates an economic interest.

SCOPE OF THE RIGHT

The right of publicity is vio’d by unauthorized exploitation of the P’s identity for commercial purpose.

It must be clear that the D has invoked the P’s identity before a COA can be found.

For example, the P must be readily recognizable from any photos used, or if the D uses the P’s name it must appear from the overall context that the P is being identified.

WAYS IN THAT THE P’S IDENTITY MAY BE APPROPRIATED:

1. Use of the p’s nickname [Hirsch – CRAZYLEGS- case]

2. Use of cartoon images [Ali v Playboy case]

3. Use of Phrase associated w/ the P [Carson case]

Here the P could recover even though he did not create the phrase or even say it on his TV show, since the phrase was widely associated w/ the P and ID’d him in the public’s mind by using the phrase, the D appropriates the P’s identity to sell its toilet

4. Use of other devices [the Vanna white robot case]

5. Use of impersonators [the Bette Middler case]

CARSON v HERE’S JOHNNY PORTABLE TOILETS

There are 4 types of the right to privacy:

1. Intrusion on one’s seclusion or solitude

2. Public disclosure of embarrassing private fats

3. Publicity which places one in a false light and 

4. Appropriation of one’s name or likeness for the D’s advantage [THIS IS THE PUBLICITY RIGHT\]

Under #4, one’s identity may be exploited even if his name or his picture is not used, but in order for such a COA to lie, it must be determined that the P is indeed identifiable from the commercial

WHITE v SAMSUNG

The CL right of publicity COA may be pleaded by alleging:

1. The D’s use of the P’s identity

2. The appropriation of the P’s name or likeness to the D’s advantage, commercially or otherwise

3. Lack of consent and 

4. Resulting injury

Under this COA, it is not important HOW the D has appropriated the P’s identity but only whether the D has actually done so

LIMITS OF PROTECTTION

ZACCHINI v SCRIPPS-HOWARD BRAODCASTING CO [human cannonball trick broadcasted on the evening news]

the issue now is whether the 1st and the 14th immunized the D from damages for its alleged infringement of the P’s state-law right to publicity.

The differences b/w the 2 torts of privacy and publicity are important:

1. The state’s interests in providing a COA in each instances are different:

(a) The interest protected in permitting recovery for placing the P in a false light is clearly that of reputation, w/ the same overtones of mental distress as in defamation

(b) The state’s interest in permitting a right to publicity is in protecting the proprietary interest of the individual in his act in part to encourage such entertainment

(c) The state’s interest is closely analogous to the goals of P and c law, focusing on the right of the individual to reap the rewards of his endeavors & having little to do w/ protecting feelings or reputation.

2. The 2 torts differ in the degree to which they intrude on dissemination of info the public:

(a) In false light cases the only way to protect the interests involved is to minimize publication of the damaging matter

(b) But in the right of publicity cases the only question is who gets to do the publishing.

It is evident that the P’s state-law right of publicity would not prevent the D from reporting the newsworthy facts about the P’s performance.

Wherever the line in particular situations is to be drawn b/w media reports that are protected and those that are not, we are quite sure that the 1st and 14th do not immunize the media when they broadcast a performer’s entire act w/o his consent.

Much of the D’s act’s economic value lie in the right of exclusive control over the publicity given to his performance – if the public can see the act for free on TV, it will be less willing to pay to see it at the fair.

The effect of a broadcast of the performance is similar to preventing the P from charging an admission fee

The right of publicity will only rarely be preempted under s 301, b/c:

1. Characteristically, the SM of the right of publicity will not be fixed in a tangible medium of expression – specifically, there is a distinction b/w the SM of the right of publicity – an individual’s unfixed name or likeness, and the medium in which the persona is tangibly fixed – a photo or other depiction of the person’s name or likeness

2. Names & likenesses will usu. lie outside the SM of c b/c they are unprotectible “ideas” rather than protectible expressions

3. The req’s of identifiability and commercial purpose will often distinguish the right of publicity from the rights extended by ©.
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