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Background

· Constitution. Art. I, §8, cl. 8

· Paris Convention – national treatment, patent independence, international priority

· Court of Appeals for the Federal Circuit – appeal jurisdiction over patent cases

· AIPLA 1999 – first inventors of business methods, patent term extension for processing delays, publication after 18 mon, inter partes reexamination

· EPC (single patent-granting authority in EU), PCT (universal patent application)

· TRIPs

· WIPO

· IP protection: utility patent, design patent, plant patent (asexual reproduction), plant patent (sexual reproduction), TM, CR, semiconductor chip protection

· rationales: invest, disclose, innovate practical uses, property rights

Trade Secrets - commercial value, kept in secret. can be discovered by reverse engineering or independent research. cannot be discovered by breaching confidential contract or improperly obtaining

· Aronson v. QuickPoint revealing TS is sufficient consideration for contract, can have perpetual royalties in exchange for TS

· DuPont v. Christopher TS includes both existing confidential contractual relationship and improperly obtained information

· flying plane over plant to take pictures

· US v. Lange economic espionage act – criminal penalties for stealing TS

· TS violation on reversed engineered aircraft parts

Patent Eligibility §101

· not patentable: natural laws, phenomena of nature, abstract principles

· patentable: processes, machines, manufactures, compositions of matter

· Algorithms and Software

· algorithms alone not patentable Gottschalk v. Benson BCD conversion algorithm

· preemption of entire field , natural laws/abstract principles

· process must be “new and useful” Parker v. Flook app of mathematical formula w/ computer not statutory subject matter

· “new and useful” test later overruled

· incorporation of math formula does not make invention non-statutory Diamond v. Diehr rubber molding timing method w/ computer

· not preempting use of formula, just use of formula in computing process

· concrete, useful result makes process patentable Arrhythmia Research v. Corazonix heart monitor for tachycardia 

· Freeman-Walter-Abele test no longer useful

· software is statutory subject matter State Street Bank v. Signature Financial hub & spoke software for fund manager

· transformation of data into “useful, concrete and tangible result” 

· overruled “business method” exception – business methods are patentable

· machine or process both covered under 101 for software inventions AT&T v. Excel straight process claim on adding PIC identifier to calls

· Biotechnology

· man-made living organisms patentable Diamond v. Chakrabarty oil-eating bacterium

· oysters patentable as manufactures or compositions of matter Ex parte Allen
· plants patentable JEM v. Pioneer hybrid corn seed

· license instead of sell seeds to avoid doctrine of exhaustion

· methods of treating human body patentable Anaesthetic Supplies v. Rescare (Australia)

· no ban on patenting new use for old drugs

· §283 no infringement for medical practitioners using patented “medical activities”

Utility §101 - rarely invoked

· does not need to be more useful or effective than prior art Lowell v. Lewis
· utility does not necessarily mean improvement. invention can be less effective than existing devices Custom Accessories v. Jeffrey-Allan Indus mud flaps 

· “immoral or mischievous” not grounds for non-usefulness Juicy Whip v. Orange Bang
· PTO not policing public morality

· 3.2 Biotechnology – effective a higher bar 

· chemical patent must disclose known practical utility Brenner v. Manson “similar to useful compound” insufficient, steroid similar to tumor-inhibiting steroid

· preventing preempting entire field, preventing “gold rush”, advance goal of dissemination of knowledge, dealing w/ vague patent claims

· effectiveness on tumor in rats sufficient for utility In Re Brana 

· PTO has burden of challenging a presumptively correct assertion of utility

· applicant may offer evidence sufficient to convince one skilled in the art of asserted utility

· PTO Guidelines: no utility problem if 1. person of ordinary skill in the art would immediately appreciate utility and 2. utility is “specific, substantial, and credible”

Anticipation §102 

· anticipation: claim already disclosed by prior art. each and every element of the claimed invention must be disclosed in a single, enabling reference Titanium Metals v. Banner alloy composition previously disclosed; newly discovered property or characteristic not relevant

· claim is anticipated if one of the covered compositions is in the prior art

· genus/species – subset of known broader range must have improved or distinct properties In re Kalm
· no utility need be disclosed for reference to be anticipatory of a claim to an old compound In re Schoenwald
· inherent but unstated characteristics must be proved by extrinsic evidence Continental Can v. Monsanto prior art patent does not describe “hollow” ribs

· accidental uses – if accidentally and unwittingly produced w/o exciting attention or being known, no anticipation Tilghman v. Proctor accidental formation of fat acid lubricating piston

· undetectable uses – not anticipated In re Seaborg Americium in existing Fermi reactors

· get around by claiming “isolated and purified” element

· inherency – cannot patent inherent characteristics for which new explanations are found eg. making fire with oxygen

Statutory Bars §102(b) 

Applicant Activities §102(b)

· issues: free riding market development by others, submarine patent in developed market

· requires filing within 1 year of commercial sale or offer for sale and invention ready for patenting

· public use, even if not visible, will trigger 102(b) bar Egbert v. Lippmann corset stays used in dresses

· factors: number of patented articles publicly used, number of persons, capability of being observed by public

· public use determined by circumstance Moleculon Research v. CBS puzzle cube shared w/ close colleagues and boss not public use

· secret commercial exploitation of an invention will trigger 102(b) public use Metallizing Engineering v. Kenyon Bearing use was commercial in nature

· experimental use negation of public use bar City of Elizabeth v. American Nicholson Pavement improved wooden pavement at toll road

· factors: cannot be experimented except on public highway, did not allow others to make or use, not on sale for general use, kept invention under own control

· only one inquiry: was it public use under §102(b)? not separate experimental use defense TP Laboratories v. Professional Positioners
· experimental use may apply even when testing did not focus on claimed feature Grain Processing v. American Maize-Products tested for adverse interactions w/ other food products

· light used in Wyoming rest area, not yet opened, sufficient to support experimental use Manville Sales v. Paramount Systems strict confidentiality agreement, not accessible to public

· market test not experimentation In re Smith attempting to gauge consumer demand for invention

· no experimental use of prototypes not kept under control Lough v. Brunswick I outboard motors with new seal

· factors: did not ask for comments or feedback, one was sold to unknown owner, did not maintain control, no records of testing, no post-installation inspections

· deny en banc reconsideration Lough v. Brunswick II dissent: “totality of circumstances” test arbitrary

· on sale bar triggered when 1. commercial offer for sale, and 2. article ready for patenting Pfaff v. Wells Electronics computer chip socket, reduced to practice in design
· sale to related parties not trigger on-sale bar Ferag AG v. Quipp but buyer must be same entity as seller

· proof of experimentation remains to negate statutory bars EZ Dock v. Schafer Sys
Third Party Activities §102(b)
· informing uses by 3rd party – invalidates Electric Storage Battery v. Shimadzu used by party in Japan more than 2 yr before app, even though invention buried in battery

· non-informing use by 3rd party invalidates Abbott Lab v. Geneva Pharm sale of invention in this country triggers public use bar, even w/o informing

· Baxter Int’l v. Cobe NIH lab used invention at its closed campus. triggers

· secret use by 3rd party – not invalidate WL Gore v. Garlock use of stretching process in secret, not accessible to public. selling product not invalidating use

102(b) public use triggers bar?

	Use
	Informing
	Non-Informing
	Secret

	By Applicant
	Yes. Pennodk
	Yes. Egbert
	Yes. Metallizing

	By 3rd Party
	Yes. Electronic Storage
	Yes. Abbott
	No. WL Gore


Patents, Printed Publications, & “In This Country” §102(a), 102(b)
· German design patent qualifies as prior art under 102(a) In re Carlson Geschmacksmuster – design registration in Germany

· difficulty getting to public prior art irrelevant, actual knowledge irrelevant

· “printed publication” available to public triggers prior art In re Hall estimates on when reference was indexed and available sufficient, doctorial thesis

· oral disclosure not prior art in US

· publication of seeds in Australia is enabling b/c practitioners can acquire seeds to grow Ex Parte Thomson
· prior art that “patented or described” and are enabling

Abandomnent §102(c) – rarely used. express declaration or conduct equally significant. no presumption of abandonment

Delayed US Filing §102(d) – must file US patent within 12 mo of filing foreign app, if patent issues from foreign app

· In re Kathawala if foreign app disclosed and provided the opportunity to claim all aspects of the invention, will act as bar if US patent filed after 12 mon of filing foreign app 

Novelty: Prior Invention

Prior Invention 102(a)

· subsequent inventor cannot oust first inventor by obtaining a patent Woodcock v. Parker
· US protects “First and Original” inventor

· surprisingly, there is no disclosure of invention date on patent app

· secret use not prior invention under 102(a). must be “public” use Gillman v. Stern invention and use kept strictly secret not 102(a) prior art

· challenger must show public knowledge or use Levi Strauss v. Golden Trade “public” = ordinary skilled in the art

· 37 CFR 1.131 Affidavit of prior invention to overcome cited patent or publication. “swearing back” invention date against 102(a) art

Elements of Invention 102(g)

· patent interferences. senior party – earliest effective filing. junior parties – all other parties. count – claim which interfering parties share

· there must be pending app for PTO to retain jurs. otherwise, interference in court §291

· practical tip: US treats first filers better

· 3 ruler of priority
· 1st to conceive wins

· But 2nd to conceive wins if 1st to RTP

· But 1st to conceive wins if 2nd RTP if 1st makes continuous and diligent effort to RTP from prior to other’s conception till successful

· cannot abandon, suppress, or conceal invention

· conception 1) idea of the invention and 2) operative method of making it work Oka v. Youssefyeh disclosure of formula insufficient when others are unsuccessful at RTP

· RTP – constructively (filing patent app), actually (building and testing invention)

· need to show sufficient enablement Scott v. Finney installing and testing penile implant in patient sufficient 

· need to show “utility beyond a probability of failure” and invention is “suitable for its intended purpose”

· must establish what was done when to establish diligence in RTP Gould v. Schawlow no specific significant acts relating to reducing invention to physical embodiment during contested period

· evidence or RTP must be corroborated Woodland Trust v. Flowertree Nursery uncorroborated oral testimony insufficient

· shop book admissible under FRE not admissible for inventive activity

· p286 n2, inventor’s notebook insufficient to prove RTP, but enough to show conception and diligence

Patent Award to the Second Inventor

· “clear and convincing” b/p on challenger for 102(g) Apotex v. Merck D held invention in secret for nearly 5 years

· can renew inventive activities and recover from charge of abandonment Paulik v. Rizkalla
Disclosure in US Patent App 102(e) – can be sworn back

· published app or issued patent that discloses but does not claim invention constitutes prior art as of filing date Alexander Milburn v. Davis Bournonville 

Derivation – Theft from Prior Inventor §102(f) 

· communication that is enabling will show theft Agawam Woolen v. Jordan making suggestion w/o following insufficient for theft

· “must demonstrate that the named inventor in the patent acquired knowledge of the claimed invention from another” New England Braiding v. AW Chesterton
· RTP irrelevant in 102(f) rejection

Nonobviousness §103

Historical Standard 

· substitution of materials insufficient inventiveness Hotchkiss v. Greenwood must transcend the everyday efforts of a skilled mechanic. replacing clay door knobs instead of wood and metal not sufficient

· combination must perform new function and show “synergism” Great A&P v. Supermarket Equip mere combination of elements insufficient. overruled

The Modern Standard

· The Trilogy

· 103 codified existing test of inventiveness Graham v. John Deere reversed plow shank insufficient inventiveness

· US v. Adams prior art taught away from invention 

· overruled synergistic requirement Chore-Time Equip v. Cumberland
· The Suggestion to Combine

· examiner must show invention as a whole would have been obvious, not just individual elements

· no “obvious to try”: must show incentive to combine

· rejection must show motivation to combine In re Rouffet high level of skill in the art insufficient by itself to show motivation

· “agency tribunal must present a full and reasoned explanation of its decision” In re Lee “common knowledge and common sense” insufficient

· showing “reasonable expectation of success” sufficient In re O’Farrell
· The Objective Tests

· now essential to obviousness inquiry. applicant must show nexus b/t claimed invention and the objective evidence Hyberitech v. Monoclonal market success showed NO, not just marketing

· copying can be strong evidence of NO Speciality Composites
· prior failures are “virtually irrefutable” evidence of NO Panduit Corp
· licenses may be persuasive evidence of NO Pentec Inc.
· nature of the problem is relevant to NO analysis: long-felt need Northern Telecom
· skepticism of expert, expressed before inventor, shows NO In re O’Farrell
· PTO “prima facie case” of NO: rebutted by applicant submitting objective evidence 

Obviousness in Chemistry and Biotechnology

· compound and its properties are inseparable, cannot simply find reference disclosing structure when patent covers compound with new properties In re Papesch 

· prefer to argue lack of obviousness rather than rebutting w/ affidavit, which opens up underlying tests and data for subsequent litigation

· chemically similar and suggestion of expectation of similar utility sufficient to show PF case of obviousness. b/p then on app In re Dillion disclosed in prior art as fuel additive, but patented dewatering. app covers additive for soot reduction

· obviousness must be shown by clear and convincing, not hindsight Yamanouchi Pharm cannot pick and choose elements from prior art with no “reasonable expectation of success”

· method if isolating DNA irrelevant to whether specific molecules would have been obvious In re Deuel
Prior Art for Non-Obviousness

§103 art in terms of §102

· 102(a) art applies as 103 prior art In re Stryker
· 102(b) art applies as 103 prior art In re Foster
· 102(e) secret prior art will apply as 103 if statute allows it Hazeltine Research
· each new combination of joint inventors constitute a distinct inventive entity, even where combinations share individual inventors In re Bass
· slight changes in personnel will make previous inventions prior art

· overruled by 103(c) patents owned by same person or subject to assignment to same person

· 102(f) constitutes 103 art Oddzon Products v. Just Toys
· did not invent himself

· confidential designs that do not become public is prior art to the party who received the disclosures

· prior art does not need to be in same field of technology In re Clay method of storing oil in a tank

· inventor presumed to know all prior art In re Winslow
The Patent Specification: Objective Disclosure

Enablement – requires “written description of the invention”, “manner and process of making and using it … as to enable”, “best mode”

· spec must disclose enough to “enable” the invention Gould v. Hellwarth much work had to be done subsequent to filing of app before an operative laser was made

· not necessary to provide production documents Christianson v. Colt Industries Operating Corp
· “reasonable detail must be provided in order to enable members of the public to understand and carry out the invention” Genentech v. Novo
· description cannot be “so vague and uncertain that no one can tell, except by independent experiments, how to construct the patented device” Consolidated Elec. Light v. McKeesport broad claim of over 6k elements. disclosed one element which worked

· enablement may be met by deposit requirement (biotechnology)

· must disclose best mode in spec Atlas Powder v. Du Pont De Nemours skilled in the art can select salt and fuel and apply Bancroft’s Rule to determine the proper emulsifier

· patents will be denied for non-enabling In re Wright only 1 working example for RNA vaccine when RNA viruses are unpredictable

· sufficiency of disclosure – “enable members of he public to understand and carry out the invention” Enzo Biochem v. Calgene
· factors to determine sufficient disclosure: 1. quantity of experimentation, 2. direction or guidance presented, 3. working examples, 4. nature of invention, 5. state of prior art, 6. relative skill in the art, 7. predictability of the art, 8. breadth of claims Enzo Biochem
· no requirement to test all embodiments within scope of patent American Home Products v. Novartis Pharma must not impose “undue burden on the man in the art”, “mudane and run of the mill” testing is allowed

· overruled AHP v. NP in court of appeal. “systematic and iterative process” is undue experimentation

 “Written Description” – proscription on new matter, required as of filing date

· §132, cannot add new matter after filing date

· design patent may be sufficient disclosure for subsequent utility patent Vas-Cath v. Mahurkar design patent drawings showing invention

· test: did drawings convey w/ reasonable clarity to OSITA the invention

· disclosure of a genus and a species of a subgenus not sufficient description of subgenus Ex parte Westphal
 “Written Description” – proscription applied to claims without priority issues

· disclosure of rat insulin != human insulin. invalid for failure to satisfy written description Regents of UC v. Eli Lilly description of rat insulin cDNA not description of broad classes of vertebrate or mammalian insulin cDNA 

· should use enablement, not written description rejection Enzo Biochem v. Gene-Probe 

· new matter in claims draws §132 rejection, spec draws §132 objection

· 132 rejection == §112, second paragraph rejection 

· cannot require description instead of enablement

Best Mode

· best mode test, cannot conceal known best mode Chemcast. v. Arco Industries concealed trade name of component used in invention

· applicant knew of better mode of practicing invention

· is best mode disclosed so OSITA can practice?

· unlikely to invalidate for burying best mode among large number of alternatives Randomex v. Scopus
· no need to specify which mode is best

· best mode only need be disclosed so OSITA can practice Shearing v. Iolab
· only disclose best mode known to the inventor Glaxo v. Novopharm subsequent developments in corp do not need to be disclosed

· best mode only apply to claimed invention, intermediary does not need to be disclosed Bayer v. Schein Pharma not every preference constitutes a best mode

· must disclosed preferred embodiment of invention, any material preferences re making or using the invention

· CIP does not need to update inventor’s recent best mode

· practice: best mode used to invalidate patents

Infringement §271

· note two different experimental use defenses: 1. excuse public use before patent app, 2. excuses infringement by D 

· spec, drawing, file wrapper examined to interpret claims Autogiro Co. of American v. US also consider file wrapper estoppel

· courts interpret claims to determine infringement or validity, PTO interpret claims as broadly as possible

· D’s intent irrelevant to infringement inquiry

Literal Infringement – include each and every limitation of a claim

· claim interpretation for judge, question of law Markman v. Westview Instruments, Inc. judges better suited to find acquired meaning of terms, reviewed w/o deference

· consider all intrinsic evidence: claims, spec & drawings, prosecution history

· patentee’s commercial products not relevant to infringement inquiry

· extrinsic evidence cannot change or contradict claim language Vitronics Corp. v. Conceptronic, Inc. 

· ordinary meaning of claim can be constricted, extrinsic ev can only assist CCS Fitness, Inc. v. Brunswick Corp. whether reciprocating members w/ multiple parts covered by claim

· 4 ways to constrict ordinary meaning of claim term 1. own lexicographer, 2. intrinsic ev showing distinguish from prior art, 3. ordinary meaning of term deprives claim of clarity, 4. step disclosed in spec in means + function claim

· preamble limits invention if recites steps Interactive Gift Exp. Inc. v. Compuserve, Inc. not limiting if body defines invention and preamble merely describes purpose; point of sale reproduction of information 

· claim differentiation – terms of broad claim must be kept distinct from narrower claims; not reliable in courts

The Doctrine of Equivalents or non-textual infringement

· DoE – substitution that was obvious to OSITA Graver Tank v. Linde Air Products substitutes silicates of calcium and manganese for silicates of calcium and magnesium

· “same work in substantially the same way, and accomplish substantially the same result”

· burden on patentee to show amendment was not related to patentability Warner-Jenkinson Co. v. Hilton Davis Chemical Co. pH from 6.0-9.0, prior art pH above 9.0, infringer pH 5.0

· Dolly doctrine – claim language itself may expressly and ambigiously negate a theory of equivalents

· 47.8% not equivalent of majority Moore USA, Inc. v. Standard Register Co.
Limitations on DoE

· DoE – must find equivalent for each element, but not necessarily in a corresponding component Corning Glass Works v. Sumitomo Electric USA, Inc. 

· equivalency question of fact

· claim for combination cannot be infringed by sub-combination Festo (original Fed. Cir.)

· prosecution history estoppel – enables accused infringer to win on SJ

· amendment in claim and spec gives up foreseeable equivalents; burden on P to show unforseeability Festo Corp. v. Shoketsu Kinzoku 

· disclosed but unclaimed embodiments not covered by DoE Johnson & Johnston Associates Inc. v. R.E. Service Co., Inc. disclosed aluminum and steel substrates, only claim aluminum 

· strategy: broaden claims under §251 (within 2 yr) or 120 (need pending app). file CIPs to always have something pending

· cannot have DoE greater than PTO would have literally allowed in light of prior art Wilson Sporting Goods Co. v. David Geoffrey & Associates 

· P’s burden to show range of equivalent will not cover prior art

· Sage no equivalency for drafting error. skilled patent drafter would foresee the limiting potential of a limitation.

Reverse DoE

· no reverse DoE defense, but means + function will restrict means that will satisfy the claim language

Experimental Use

· no general experimental use defense

· 271(e)(1) reasonable use for FDA approval defense, not need to be only purpose, just reasonably related to obtaining FDA approval Intermedics, Inc. v. Ventritex, Co., Inc. generating clinical trial data for FDA, ancillary purposes irrelevant

· HW Act applies to anything requiring FDA approval

Indirect infringement

· 271(b) induced infringement need actual intent to induce infringement HP v. Bausch & Lomb Inc. simply a sale of company and assets

· sometimes allowed personal liability of officers and directors

· higher intent than 271(c)

· 271(c) contributory infringement – part has only a single substantial infringing use

· purchaser of patented goods obtains implied license to repair Aro Manufacturing Co. v. Convertible Top Replacement Co. 

· other cases p863 n5, implied right of repair

· refurbishing used camera permissible repair Jazz Photo Corp. v. US ITC P’s intent in single use product irrelevant; right to “preserve the useful life of the original article”

· doctrine of exhaustion – no more royalties after first sale

Process Patents

· can exclude others from using, selling, or importing products made by claimed process §271(g)

· not “made by” if 1. materially changed by subsequent processes, or 2. becomes trivial and nonessential component of another product

· process patent only protects final product Eli Lilly & Co. v. American Cyanamid Co. patent on intermediary compound, competitors producing final compound abroad and importing

· not cover domestic, downstream seller for incorporating infringing good Hughes Aircraft Co. v. National Semiconductor Corp. 

Prosecution

Overview of Patent Prosecution

· PTO procedures found in MPEP

· provisional v. non-provisional apps

· continuation apps: continuation, divisional, continuation-in-part

· prosecution appeals

· petition to Commissioner: judicial review: Administrative Procedure Act, All Writs Act, civil action against Commissioner

· appeal to BPAI: civil action against Commissioner, appeal to CAFC

· publication of pending applications: 18 months after submission unless not patenting in another country §122(b)

· can abandon app b/f 18 mon and keep as trade secret

· Paris Convention – 1 yr to file app in other countries

· provisional rights – reasonable royalty accrues with published apps

· patent term: 17 yr from date of issue, or 20 yr from date of app filing 

· 6/8/95, transition window, term extensions, maintanence fees

Inventorship

· co-inventor: one who contributes to conception Ethicon v. US Surgical joint ownership, testimony requires corroboration

· co-inventor can license to competitor, co-inventor co-owns patent

· sales pitch insufficient contribution for inventorship Hess v. Advanced Cardiovascular Systems reciting materials and making suggestions known in the prior art insufficient

· note: duty to disclose known, not publicized prior art. 37 CFR 1.56

Inequitable Conduct

· IC – intentional failure to disclosure -> unenforceability of patent

· 37 CFR 1.56 duty to disclose material information related to patentability

· IC requires materiality and intent Kingsdown Medical Consultants v. Hollister mistake in copying old claims to continuation application

· must consider circumstances of error

· IC applies to entire prosecution process, not specific atty and claims. invalidates entire patent, relatively easy to prove. favorite defense

· failure to cite prior art cited on foreign patents->IC Molins PLC v. Textron, Inc. foreign prosecution abandoned after prior art appeared

· “failure to cite to the PTO a material reference cited elsewhere in the world justifies a strong inference that the withholding was intentional”

· purging IC: 1. advise PTO of prior art, 2. advise PTO actual facts, 3. establish patentability of claimed matter

· no obligation to disclose cumulative references HalliburtonCo.  v. Schlumberger Technology Corp 

· all affidavits are inherently material b/c they will be relied on

· different levels of misconduct

1. IC that makes patent inequitable

2. “exceptional” to qualify for attorney fees

3. misconduct that rises to level of common law fraud and support antitrust claim

· “nullity action” overseas – gives rise to “ambulance chasing” busting patents and collecting atty fees

Post-Grant Procedures

Reissue §251, 252

· reissue app must disclose error in original patent HP v. Bausch & Lomb, Inc failure to include narrower or dependent claims insufficient to warrant error warranting reissue

· claims not changed in reissue app still valid

· reissue error requires 1. error in the patent, and 2. error in conduct of atty

· procedure: original patent surrendered to obtain reissued patent; no CIP during reissue app, 3rd parties may present evidence and arguments during reissue app

· can apply for “broadening reissue” within 2 yr of issue

· recapture – no recapture of scope that cancelled claims covered p685 n5

· intervening rights – absolute, use before grant of reissue; equitable, protection of investment made or business commenced before grant of reissue

· filed w/ permission of patentee, must point out error, consider any issue, may provoke interference

Reexamination §302-307 – filed by any person, need not point out error, directed towards prior art patents and printed publications, cannot broaden claims, no interference

· reexamination can only consider newly discovered prior art In re Recreative Technologies
· overruled by statute

· 1. only patent or printed publication as prior art, 2. only one shot w/o appeal §303(c) (file history will contain attempted reexamination)

· competitor can place prior art on record for free, to be considered if reexamination is declared §301

· §303(a) allows Commissioner of PTO to initiate reexam

· inter partes reexamination §311-318 (not covered on final)

· filed by any person, not need to point out error (may add narrower claims w/o explanation), consider prior art patents and printed publications, cannot broaden claims, do not give rise to interference

Remedies

· Panduit v. Stahlin Bros 941 damages irrelevant to D’s benefit; not consider a compulsory license

· 4 elements to show lost profits: 1. demand for patented product, 2. absence of acceptable non-infringing substitutes, 3. manufacturing and marketing capability, 4. amount of profit P would have made

· competent legal opinion disproves willful infringement Read v. Portec 980 

· also various factors to consider in imposing willful damages

· atty fees for “exceptional” case, eg. bad faith litigation, willful infringement, IC

· marking gives notice of patented article §287

· infringer must have notice of infringement before damages accrue Amsted v. Buckeye Steel 991 licensees who manufactured articles did not mark, no accrual of damages from before notice

· false marking §292, must have intent to falsely mark; long list of possible patents ok

· notice requirement not necessary for process or method patent

Ownership 

· inventor is default owner of patent §111(a)(1)

· patents can be assigned by written instrument §261

· employer rights

· shop rights – state law, non-exclusive right to use in business, limited transferability

· implied in fact contract aka “hired to invent” – 1. employee hired to invent or 2. employee charged with inventing after hiring

· express contract – employment or separate IP agreement

· FilmTec inchoate inventions conceived during invention still belong to employer
